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PART I 


CURRENT PROBLEMS IN CONCURRENT REGISTRATION* 


By 
Walter J. Halliday** 


Concurrent registrations of the same or similar marks, to more than 
one person, are now expressly permitted by the 1946 Act but were not 
allowed under the 1905 Act. Therefore it should be borne in mind from 
the beginning that concurrent use proceedings may be instituted only in 
connection with an application for registration filed or brought under the 
1946 Act, and such proceedings will not be instituted where all the appli- 
cations involved were filed under the 1905 Act and none has been brought 
under the 1946 Act. 


Not only must the application be under the 1946 Act to qualify for 
concurrent use proceedings but it must also be a Principal Register appli- 
cation. There have been no reported decisions on this point but in the 
Patent Office, at least, there now seems to be general agreement on it.? 
Accepting this view, the Coordinating Committee’s proposed bill includes 
an amendment to cover this specifically by excluding concurrent registra- 
tions from the Supplemental Register. 


Briefly summarized, the proviso of section 2(d) of the 1946 Act 
provides: 


The Commissioner or the Courts may permit concurrent registrations 
of similar or even the same marks to more than one registrant, under the 
conditions enumerated in this proviso, as follows: 


(a) the parties must have become entitled to use such marks through 
concurrent lawful use in commerce ;4 

(b) they must have become so entitled, prior to any of the filing dates 
of the applications involved ;® 


_ 


Copyright 1951, By Walter J. Halliday 


* Based on portion of lecture and panel discussion at Practising Law Institute course 
in Trade-Mark Law Practice, November 30, 


** Member of the New York Bar, member of the firm of Nims, Verdi & Martin. 


; — Oil Corporation v. Perinol Products Co., Inc., 87 U.S.P.Q. 218 
195 

Derenberg, The Lanham Act of 1946—Practical Effects and Experiences After 
One Year’s Administration, 38 T.M.R. 831, 851 (1948); Ooms, Answers to Ques- 
tions on the Lanham Act, 37 T.M.R. 620, 621 (1947). But see contra: Derenberg 
and Merchant, Problems in Registration Procedure, 37 T.M.R. 799 (1947); Robert, 
The New Trade-Mark Manual 68 (1947). 

60 Stat. 428 (1946), 15 U.S.C. 1052 (1948). 

Infra p. 4. 

Infra p. 7. 
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(c) it must be determined that confusion or mistake or deceit of 
purchasers is not likely to result from the continued concurrent use of 
such marks under appropriate restrictions ;¢ 


(d) conditions and limitations as to the mode or place of use or the 
goods in connection with which such registrations are granted must be 
prescribed in the grant of concurrent registrations.’ 


(e) before determining to grant a concurrent registration, the Com- 
missioner must hold hearings and give at least thirty days written notice 
to all applicants, registrants and users specified by any of the parties 
concerned ;8 


(f) the application for concurrent registration must be published in 
the Official Gazette and is subject to opposition as in the case of other 
applications on the Principal Register.® 


For the purposes of this discussion, the first three are the most impor- 
tant. Confining myself to these, as the basic requirements, I shall take up 
the first and third together and conclude with the second. 


First we have the statutory requirement of “lawful use.” Meeting it 
may involve questions of constructive notice or abandonment. These ques- 
tions arise because the existence of a registration under the 1946 Act or 
registrations under either the 1905 or 1881 Acts, after the effective date 
of the 1946 Act, initially at least, would preclude a new bona fide use of 
the same mark even in remote territory in view of the constructive notice 
provisions of section 22. Granting this, it may be argued that the priority 
terms of the proviso of section 2(d) and the operation of constructive 
notice, as it affects lawful concurrent use, are not absolute limitations 
upon the power of the Commissioner but conditions imposed for the bene- 
fit of the registrant and subject to waiver by him. Therefore, taking into 
consideration the definition of abandonment under section 45, it would 
seem reasonable to hold that concurrent registrations may be granted in 
cases where the registrant consents expressly or by implication to the 
use of the same mark in separate markets to which the registrant has 
failed to extend the use of his mark. Further, this result would seem to 
follow in cases where the registrant has restricted the use of his mark 
to a localized area for an extended period of years. It may even be argued 
that the same result is prima facie justifiable under the statute after two 
consecutive years of non-use in the markets occupied by the adverse or 
concurrent user. Similarly, in the case of other uses of the same mark for 
related goods to which the business of the registrant might be expected 


. Infra p. 5. 

. See Baxter Laboratories, Inc. v. Don Baxter, Inc., 40 T.M.R. 36 (1950); Marshall 
Field & Co. v. The Hecht Co., 630 O.G. 1158 (1950). 

. See Rules 8.2 and 22, Rules of Practice in Trade-Mark Cases. 

. See sections 12 (a), 13, 17 and 18 of 1946 Act; and Rule 3.5, Rules of Practice 

in Trade-Mark Cases. 


oo "15 
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to expand, it may also be argued that the mere possibility of such expan- 
sion may not continue indefinitely as a bar to concurrent registration by 
others actually using the mark on related goods. In either case, however, 
it would be necessary, of course, to satisfy the other requirements of the 
proviso by appropriate limitations and restrictions sufficient to avoid 
confusion or deception of purchasers.'° 


Discussing the effect of the “concurrent lawful use” clause of the pro- 
viso in one case, the Commissioner quite properly referred to the specific 
requirement that as a prerequisite to the granting of concurrent regis- 
tration it must be determined “that confusion or mistake or deceit of 
purchasers is not likely to result.”"" In that case, the applicant’s mark was 
the much litigated, “Breast-O’Chicken,” which the Court of Customs and 
Patent Appeals had held confusingly similar to “Chicken of the Sea,” 
used on identical goods.'2 The equity cases, had sustained the applicant’s 
right to use its mark “Breast-O’Chicken” and denied injunctive relief 
to the owner of the “Chicken of the Sea” mark.'s The Commissioner, how- 
ever, held the prior decisions of the Court of Customs and Patent Appeals 
controlling because they dealt specifically with registrability as distin- 
guished from the right to use. Further, the Commissioner stated that a 
different situation would be presented in case of action by a court under 
section 37 of the 1946 Act but he held that the decisions of the equity 


courts prior to the enactment of the Lanham Act could not be construed 
as intended to direct the Patent Office to take specific action. It is true 
of course, that at the time those decisions were rendered by the equity 
courts, the 1905 Act was in force and that under that Act there was no 
statutory authority for concurrent registrations..* Now, however, Con- 
gress has provided the mechanics for dealing with such situations on the 
register, under the proviso of section 2(d). 


In addition the Commissioner indicated that even if the decision of 
the equity courts were followed the application would probably be refused 
on “other grounds.”'s Assuming a case in which “other grounds” would 
not preclude registration, the soundness of the result of the Commis- 
sioner’s ruling seems open to question as contravening the expressed 
purpose of the framers of the Act. In the absence of “other grounds,” a 
factually concurrent use in commerce, which was held lawful by the 


. Cf. Ex parte Westgate, 40 T.M.R. 266 (1950). 

. Id. at 270. 

. Van Camp Sea Food Co.,. Inc. v. Westgate Sea Products Co., 48 F. 2d 950, 21 
T.M.R. 261 (CCPA 19381). 

. Van Cam A Sea Food Co., Inc. v. Westgate Sea Products Co., 28 F. 2d 957, (CCA 9th 
ion? an Camp Sea Food Co. v. Cohn-Hopkins et al, 56 F 2d 797 (CCA 9th 


. Arnold Milling Co. v. Thorobred Co., Inc., 39 T.M.R. 846, 848 (1949). 

. The “other grounds” to which the Commissioner alludes are not disclosed. Presum- 
ably they may include difficulties arising out of the phraseology of the clause next 
discussed and the Commissioner’s construction thereof. 








6 TRADE-MARK BULLETIN 41 T.M.R. 





courts'* either before or since the effective date of the Lanham Act should 
be accepted by the Patent Office as entitling the owner of the mark to 
concurrent registration.'” 


Before we leave the question of the required determination that con- 
fusion or mistake is not likely to result from the continued concurrent use 
of the marks under appropriate restrictions, a word of caution should 
be added about “consents.”’ Where there are at least arguable differences 
in marks, territories or goods a letter of consent from the owner of a 
prior registration may be given weight.'* In the absence of such differ- 
ences, however, where the likelihood of confusion cannot be overcome by 
limitations and restrictions, the rule is still the same as under the 1905 
Act. By section 2(d) of the 1946 Act, the registration of marks likely to 
cause confusion or mistake or to deceive purchasers is prohibited and the 
statutory bar can not be removed by consent of the parties..* This was 
clearly exemplified by the Commissioner’s recent decision in the “Baxter” 
case,2° where the application contemplated that both parties were to use 
the same mark, in the same area, on the same products, packaged and 
sold in the same manner. As to this the Commissioner said: 


“Registration as a concurrent user with a claim of this character is con- 
sidered impossible in view of the requirements of section 2(d), since it is utterly 
unreasonable to assert that ‘confusion or mistake * * * is not likely to result 
from the continued use of said marks’ under the conditions mentioned.”2! 


The number of concurrent registrations granted since the effective 
date of the 1946 Act has been relatively insignificant. They have all been 
based on territorial divisions. None has been the type of mark which the 
decided cases or the discussions at the hearings would have led one to 
expect. Following are almost the entire list: 


“Apple Blossom” for flour.22 
“Blue Ribbon” for cigars.23 
“Caper Cap Bar’ for hats. 
“Codesal” for pharmaceuticals.2* 
“Green Mantle” for grass seed.2¢ 





16. In the case of “Breast-O’Chicken” the Court of Appeals had held the applicant’s 
use was lawful more than fifteen years prior to the effective date of the 1946 Act. 

17. See references to Hearings infra, note 31. 

18. Ex parte Bianchini, Ferier, Inc., 40 T.M.R. 475, 476 (1950). 

19. Ex parte Gianelloni, 39 T.M.R. 756 (1949); Ex parte Thompson Products Inc., 40 
T.M.R. 608, 609 (1950). 

20. = Laboratories, Inc. v. Don Baxter, Inc., 87 U.S.P.Q. 122, 126 (1950). 

21. Ibid. 

22. Registrations Nos. 522,097, 522,150, and 522,393. 

23. Registration No. 527,076. 

24. Registration No. 519,399; Registration No. 376,715, covering “Caper” for various 
items of clothing, being restricted. 

25. Registrations Nos. 514,349 and 514,685. 

26. Registration No. 513,254. 
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“Rembrandt” for watches.?7 
“Testeplex” and ““Testovex” for hormones.?® 
“Wedjit” for metallic plate and stud fasteners.* 


Probably the main reason why so few concurrent registrations have 
issued has been the construction given by the Patent Office to the words 
“prior to any of the filing dates of the applications involved.” This phrase 
of the proviso has been held to mean that concurrent use proceedings may 
be instituted only when the use by the applicant for concurrent regis- 
tration began “prior to the filing date of any other application involved 
and prior to the filing date of the application for registration of any 
registration sought to be involved whether registered under the Act of 
1946, 1905 or 1881.’’s° 


What the proponents of the Act said they had in mind in framing the 
proviso of section 2(d) was to take care of all the concurrent uses which 
had grown up with the sanction of the prior law and which were in 
existence at the effective date of the Act. Such concurrent users were all 
considered as entitled to registration, and to take care of the situation 
they were all to be brought on the register under appropriate limitations 
and conditions.** This cannot be done under the Commissioner’s con- 
struction of the proviso. For example, this results in an applicant for 
concurrent registration who may have over fifty or sixty years use, with- 
out confusion, but who is confronted by registrations of similar marks 
under the 1881 Act, which were filed as soon as that Act became effective, 
being unable to obtain concurrent registration because his concurrent use 
does not date back prior to 1881. This is the extreme case, but under the 
Commissioner’s decision, similar cases differing only in degree will pre- 
vent concurrent registration in every case where there is a prior 1881 
or 1905 Act registration and the applicant’s use began subsequent to the 
filing date of the prior registration under one of the old Acts. Assuming 
that the Commissioner’s construction of the present language of the pro- 
viso will be sustained by the courts, the only way in which the expressed 
intent of the framers of the Act can be given effect is by amendment. 


The possibility that the proviso of section 2(d), as enacted, might be 
interpreted as the Commissioner has construed it, was recognized for 
some time prior to the Commissioner’s decision. For purposes of clari- 


27. Registration Nos. 517,698 and 517,705. 
28. Registration Nos. 425,671 and 515,521. 
29. Registration Nos. 514,006 and 514,007. 


30. Ex parte Stauffer Chemical Co., 80 USPQ 180, 182, 81 USPQ 171, 39 T.M.R. 272, 
275, 508 (1949). 

31. Hearings before Subcommittee of Senate Committee on Patents, on H.R. 82, 78th 
Cong., 2d Sess. 45-46, 130 (1944); Hearings before Subcommittee of House Com- 
mittee on Patents, on H.R. 4744, 76th Cong., 1st Sess. 118-119 (1939). 
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fication, an amendment to the proviso, proposed by the Trade-Mark Com- 
mittee of the American Bar Association, was incorporated in a bill intro- 
duced in the Senate in 1947.22 That bill was not passed but a similar 
proposal for amendment of the proviso has been included in the bill 
proposed by the Trade-Mark Coordinating Committee.s* This bill, con- 
taining the proposals of the Trade-Mark Coordinating Committee, was 
drafted during this year but has not been introduced in Congress. How- 
ever, a meeting of the Trade-Mark Coordinating Committee is now sched- 
uled to be held in Chicago in January, 1951, and it is expected that a 
decision with respect to the introduction of the bill containing the pro- 
posed amendments will be reached at that meeting. 


32. S. 1919, 80th Cong., Ist Sess. (1947). 
33. The provisions of the proposed bill of the Trade-Mark Coordinating Committee 
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with respect to section 2(d) are: 

“SEC. 2. Subsection (d) of section 2 of such Act is amended by striking the 
language beginning with word ‘purchasers,’ first appearance, and ending with the 
word ‘herewith’ at the end of said subsection and inserting in lieu thereof the 
following: 

‘: Provided, That when the Commissioner or a court on appeals determines that 
confusion, mistake or deception is not likely to result from the continued use by 
more than one person of the same or similar marks under conditions and limita- 
tions as to the mode or place of use of the marks or the goods or services in con- 
nection with which such marks are used, concurrent registrations may be granted to 
such persons when they have become entitled to use such marks as a result of their 
concurrent lawful use in commerce prior to (i) the earliest of the filing dates of 
the applications pending under this Act; or (ii) the application filing date of a 
registration granted under this Act; or (iii) the effective date of this Act in the case 
of registrations previously granted under the Act of March 3, 1881 or February 
20, 1905 and continuing in full force and effect on that date; or (iv) the effective 
date of this Act in the case of applications under the Act of February 20, 1905 
pending at the time this Act becomes effective. Concurrent registrations may also 
be granted by the Commissioner when a court of competent jurisdiction has finally 
determined that more than one person is entitled to use the same or similar marks 
in commerce. In the grant of concurrent registrations, the Commissioner shall 
prescribe such conditions and limitations of the grant as to the mode or place of 
use of the mark or the goods or services in connection with which such mark is 
registered to the respective persons. Concurrent registrations may be ordered by a 
court in an action under the provisions of section 21 hereof, under such conditions 
and limitations as the court considers proper in accordance herewith.’ ” 

By section 26 of the 1946 Act, “. ... applications for and registrations on the 
Supplemental Register shall not be subject to or receive the advantages of sections 
2(e), 2(f), 7(b), 12(a), 13 to 18, inclusive, 22, 33, and 42 of this Act.” The same 
proposed bill of the Trade-Mark Coordinating Committee provides for the amend- 
ment of section 26 as follows: 

“Section 26 of such Act is amended by inserting the words ‘the proviso of section 
a “ene the words ‘advantages of,’ and the numeral ‘6,’ following the 
etter ‘(f)’.” 
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FALSE AND MISLEADING ADVERTISING* 
by Robert M. Dyer** 































“Advertising techniques effectively employed can more powerfully 
influence social action than any other means of communication.” The fore- 
going statement made by Mr. James W. Young, before a national advertis- 
ing council meeting is exemplary of modern-day business thinking. The 
potential power of effective advertising can be seen by examination of the 
results achieved during the late World War II by the United States in 
its advertising campaigns for the purchase of War Bonds. ‘rhe history 
of the growth of the United States from 13 colonies to 48 states may 
well be paralleled by a history of the growth of ways and means of 
advertising and of this great industry itself. Advertising during colonial 
days was limited to restricted localities. In 1888, only two men acknowl- 
edged to be professional advertising copywriters in New York City. As 
the country became more thoroughly settled and transportation developed, 
so did methods of advertising. With the advent of the radio, commercial 
products became well known as a national item rather than local, affect- 
ing standards of dress, house furnishings and eating. 


A quick glance around in the daily routine of life discloses untold 
media for the advertiser’s copy. Newspapers, periodicals, sign boards, 
movies, sky-writing, handbills, radio, television, all present an advertising 
paradise. Nationwide attention was recently focused on the advertis- 
ing in Grand Central Station over loudspeakers. Public opinion against 
this “invasion of privacy” was successful in causing a voluntary stoppage, 
but similar systems exist in the local bus lines in such cities as Washing- 
ton, D. C. 


Lge nately Har Hl wos bs aan 





A significant indication of the power of advertising is the current 
campaign among periodicals to secure advertising by “guaranteeing” 
results to the advertiser. The latest advertising medium allows not only 
instantaneous receipt of the spoken word by the listener, but by means 
of his television receiver the consumer actually sees the product or adver- 
5 tisement, which leaves a more indelible impression with him than was 
si heretofore possible.' 


RFLP UIS, iP ee 


* Copyright 1950 by Commerce Clearing House, Inc. Reprinted by permission from 
5 Food Drug Cosmetic Law Journal 570. 


** Member of the Utah Bar. 


1. See statistics in Advertising Agency and Advertising and Selling, p. 100, Feb- 
ruary 1950. 
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Upwards of five billion dollars is spent on advertising every year. 
Just as the consumer pays for the cost of raw materials and labor in 
the product, so does he pay for the advertising of these products which 
he purchases. The economic value of advertising to the manufacturer has 
been well-proven by the tremendous increase in sales which can be 
assigned to specific advertising campaigns. Such large-scale advertising 
may directly benefit the public by placing before it a basis for intelligent 
selection of the goods desired. As long as the advertising is reputable 
and not misleading, so that it actually does represent an appraisal of the 
item, the consumer is clearly benefited. Indirectly, the consumer may 
benefit in an economic manner. The reputable producer will pass on to 
the public any saving which he may find possible due to increased pro- 
duction as a result of the larger volume of sales. 


Upon serious consideration of the importance of advertising, it be- 
comes readily apparent that the consumer has a large stake in this field 
in a more important way than economic. Even a cursory examination of 
the advertisements in almost any of the national periodicals points up the 
fact that bold statements are made for the product which would be diffi- 
cult to prove as a matter of fact. Must the consumer view all of these 
claims with caution, and attribute them to “seller’s puff” or is he entitled 
to rely to a certain extent on the veracity of the statements? Certainly 
he should be entitled to some protection from irresponsible claims of 
manufacturers of such basic necessities as foods, drugs, and cosmetics, 
even under the doctrine of caveat emptor. 


The law pertaining to advertising is necessarily of comparatively 
recent origin, since the business itself received its life from the devel- 
opment of rapid means of reproduction of the printed word, transporta- 
tion, and communication. The consumer, if left to his remedy at common 
law, has not much choice where he relies on advertising to his detriment. 
He may bring an action for negligence against the manufacturer, but is 
faced with the difficult problem of proving such negligence. In some 
jurisdictions he will have the benefit of the doctrine of res ipsa loquitur,¢ 
but even then it is a laborious and expensive process to litigate. 


2. “U. S. Advertising Volume Passes Five Billion, Hits New High,” by Dr. Hans 
Zeisel, Associate Director of Research for McCann-Erickson, Inc., Printer’s Ink, 
p. 28, June 16, 1950. Total advertising expenditures in the United States in 
1949 were $5,202,200,000. That advertising is on the increase is evident by a 
comparison with figures in 1948 of $4,830,700,000. The monthly advertising index 
published by Printer’s Ink is reprinted in the United States Department of Com- 
merce Bulletin. 


. Koepler, “A Mature Look at Advertising,” Printer’s Ink, p. 28, March 8, 1950. 


. See annotation (1919) 4 A. L. R. 1559; O’Brien v. Louis E. Ligget Company, 255 
Mass. 553, 152 N. E. 57, 47 A. L. R. 146 (1926); D. J. Lamb v. J. W. Boyles, 192 
N. C. 542, 185 S. E. 464, 49 A. L. R. 589 (1926). 
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In an action for deceit the consumer must show misrepresentation of 
a material fact, knowledge of the one making the statement of its falsity, 
reliance by the consumer, and harm therefrom.® For the diligent con- 
sumer, with sufficient injury to initiate such litigation, Section 12 of the 
Uniform Sales Act provides an express warranty in the case of a promise 
in advertising which induced the purchase of the article.e Here the diffi- 
culty lies in showing privity of contract between the consumer and the 
manufacturer. 


The foregoing remedies are unique, however, in that the consumer 
has been injured through his purchase of the product and reliance upon 
the claims made for it before any action accrues due to the advertising. 
It is only logical that in a field of such fundamental importance to the 
public, there must be some preventive measure against false and mis- 
leading advertising. At common law there was no criminal action against 
such conduct. A competitor could, however, secure an injunction to pre- 
vent “passing off’? as another’s goods where he could show harm might 
result.7 False and misleading advertising was thus early recognized as 
a method of unfair competition. Such litigation was again singular in 


that the action was primarily for the benefit of the competitor and only 
indirectly of benefit to the general public who purchased the products. 
The problem created by the unscrupulous manufacturer who made mis- 


leading claims for his product was early recognized, and efforts were 
made in the advertising industry itself to promote legislative action for 
the prevention of such false and misleading advertisements.® 


5. Newhall v. Ward Baking Company, 240 Mass. 434, 184 N. E. 625 (1922), where 
plaintiff was denied recovery for injury allegedly due to a nail in the bread manu- 
factured by defendant. Court held that in addition to false representation by the 
advertiser, plaintiff must show fraudulent intent for an action of deceit. Repre- 
sentation by defendant on bread wrapper that “bread is 100 per cent pure... .” 
was not sufficient to preclude an accidental foreign substance in the bread, which 
did not constitute one of the ingredients. Accord, Alpine v. Friend Brothers, 244 
Mass. 164, 138 N. E. 553 (1923), noted in (1924) 28 A. L. R. 1007. See also, Davis 
v. Van Camp Packing Company, 189 Iowa 775, 176 N. W. 382, 17 A. L. R. 649 
(1920). 


. Uniform Sales Act, Section 12. “Any affirmation of fact or any promise by the 
seller relating to the goods is an express warranty if the natural tendency of 
such affirmation or promise is to induce the buyer to purchase the goods, and if 
the buyer purchases the goods relying thereon... .” 


7. Jay v. Ladler, 40 Ch. Div. 649 (1888); Lynn Shoe Company v. Auburn-Lynn Shoe 
Co., 100 Me. 461, 62 Atl. 499 (1905); American Washboard Company v. Saginaw 
Manufacturing Company, 103 Fed. 281, 50 L. R. A. 609 (CCA-6; 1900). 


8. Printer’s Ink, p. 122, March 3, 1921. 
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State Legislation 


In 1911, a model statute was drawn up under the sponsorship of 
Printer’s Ink, a magazine published for the benefit of advertisers.* Prior 
to 1913, only four states had legislation preventing false advertising, 
put through activity of local Better Business Bureaus and Chambers of 
Commerce, almost half of the states had adopted either the Printer’s Ink 
Statute, or some similar provision within the following ten years.'° Such 
provisions are merely a stepping-stone, however, to effective control. The 
model statute only applied to misrepresentations of fact, so a clever adver- 
tisement could convey an inference’ with immunity, and construction 
of the act may well exempt opinion, including the “seller’s puff.” 


With the development of rapid communication and transportation, 
such legislation by states could not provide an effective measure of con- 
trol over false advertising on a national scale, and the advocates of “truth 
in advertising” realized that Federal control was necessary to maintain 
the integrity of the advertising industry.‘ 


Federal Legislation Meager 


Federal legislation has been meager in this important field of business. 
Control of advertising has been meted out to several government agencies 
and made incidental to their main function. The Constitution which gives 
the national government power to establish post offices's has been inter- 
preted to allow regulations controlling the delivery of mail to or from 
one engaged in a fraudulent scheme.'* There must be an intent to 


9. Drafted by Harry D. Nims of the New York Bar, the text of the model statute 
was “Any person, firm, corporation or association who, with intent to sell or in 
any wise dispose of merchandise, securities, service, or anything offered by such 
person, firm, corporation or association, directly or indirectly, to the public for 
sale or distribution, or with intent to increase the consumption thereof, or to induce 
the public in any manner to enter into any obligation relating thereto, or to acquire 
title thereto, or an interest therein, makes, publishes, disseminates, circulates or 
places before the public, or causes, directly or indirectly, to be made, published, 
disseminated, circulated, or placed before the public, in this State, in a newspaper 
or other publication, or in the form of a book, notice, handbill, poster, bill, circular, 
pamphlet, or letter, or in any other way, an advertisement of any sort regarding 
merchandise, securities, service, or anything so offered to the public, which adver- 
tisement contains any assertion, representation or statement of fact which is 
untrue, deceptive or misleading, shall be guilty of a misdemeanor.”’ 

. See notes 7-11; 36 Yale Law Journal 1157 (1927). 

. State v. Massey, 95 Wash. 1, 163 Pac. 7 (1917). 

. Federal Trade Commission heard The Associated Advertising Clubs of the World 
advocate interference by the Commission, with false advertising as unfair competi- 
tion on Nov. 23, 1915. 

. United States Constitution, Article I, Section 8. 

. Ex Parte Johnson, 96 U. S. 727 (1897); Badders v. United States, 240 U. S. 391 
(1916). 28 Stat. 964 (1895), 39 U.S. C. Sec. 259 (1946), U.S. Postal Reg. Sec. 369. 
See American School of Magnetic Healing v. McAnnulty, 187 U. S. 94 (1902) 
where court held postmaster’s order withholding mail was invalid because not 
based on sufficient fact that fraud proved in the business of plaintiff. Postmaster 
admitted in this action opinions may vary in the efficacy of plaintiff’s business, and 
oe basis the court considered the evidence insufficient to warrant the “fraud 
order.” 
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defraud here and action for violation of the statute has been limited by 
the courts.'® 

The only Federal legislation in this field which is fundamentally a 
preventive measure occurs in the Alcohol Administration Act.'* Under the 
labeling provisions of that act, the manufacturer must submit the label 
for approval by the administrator before it can be used on the product. 
Standards of quality and identity have been promulgated by regulation, 
and a duty of disclosure is imposed upon the advertiser as well as pro- 
hibition of false and misleading statements. Failure to comply may cause 
loss of permit and criminal sanction.'” 


Federal legislation for the prevention of false advertisements of foods, 
drugs, and cosmetics evolved as a necessary protective measure, and as 
a result of the mammoth expansion of the advertising industry. With the 
advent of the radio, and simplification of household tasks, the American 
people began to depend more arid more upon industry to supply their 
wants and needs. It has been statistically shown that.approximately 40 
per cent of the American income is spent for food. This field of industry, 
more than any other, is susceptible to misleading claims and the American 
people are the ones who as consumers of the food should be protected in 
what they eat. 

Food and Drug Act of 1906 

The Federal Pure Food and Drug Act of 1906'* was passed after the 
diligent efforts of Dr. Harvey W. Wiley and his followers. A segment of 
the problem of false advertisement was dealt with in the provisions of 
this act which prevented the introduction into, or sale in, interstate com- 
merce of a misbranded food or drug.'® This legislation was limited in 
scope however since it did not go beyond the labeling of the product 
involved.2° Limited as it was in the advertising field, the Pure Food and 
Drug Act provided the first preventive measure in false advertisement of 
foods and drugs. Basic problems which were intended to be covered in this 
legislation were the protection of public health and protection of the pub- 
lic from economic fraud. 


Federal Trade Commission Act 
The broadest control over advertising was yet to come, however, and 
as an incident to, rather than an initiation of, further legislation. The 


15. American School of Magnetic Healing v. McAnnulty, 187 U. S. 94 (1902); Harri- 
son v. United States, 200 Fed. 662 (CCA-6; 1912). 

16. 49 Stat. 981 (1935), as amended 27 U. S. C. 205(e) (f). 

17. See generally Federal Alcohol Administration Act, supra and regulations pertain- 
ing thereto. 

18. 34 Stat. 768 (1906). 

19. 34 Stat. 768 Sec. 2 (1906). 

20. McDermott v. Wisconsin, 228 U. S. 115 (1913), held control extended to the outer 
package; but see United States v. 17 Bottles ... labeled in part “B & M,” 55 F. 
(2d) 264 (D Md., 1932) where false and misleading statements in a booklet con- 
tained inside a carton of drugs held not to be within the provisions of the act. 
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Federal Trade Commission Act of 19142' was passed for the purpose of 
establishing a competent Federal administrative agency with investigative 
powers for the administration of that act, and as supplemental antitrust 
legislation to the Sherman Act. The principal substantive provision of 
the Federal Trade Commission Act was in Section five which subsequently 
gave rise to the jurisdiction of the Federal Trade Commission over false 
advertising. As originally drafted, the Act merely prevented “unfair 
competition,” but upon further discussion in committee, the ultimate 
phrase was to prohibit “unfair methods of competition” in commerce. 
Much debate occurred over the phrase as it was finally adopted which 
can only lead to the conclusion that this phrase was purposely left broad 
and undefined to allow the courts to interpret the section in view of 
prevailing and changing conditions. 


The first case to reach the courts involving misrepresentation by false 
advertising was Sears, Roebuck & Company v. Federal Trade Commis- 
sion2* involving the sale of sugars, tea, and coffee. The Federal Trade 
Commission had ordered Sears to cease selling these products at a lower 
price based on advertisements that these prices were possible due to large 
quantity purchase by Sears. It was found by the Commission that there 
was no truth in such advertising and the court held the conduct within 
the meaning of the terms “unfair methods of competition” in Section five. 
This decision is significant since it indicates a condition of better stand- 
ards in business was contemplated in the future by saying: 


Sufficient appears in this record and in the presentation of this case to 
warrant us in expressing the belief that petitioners’ business standards were at 
least as high as those generally prevailing in the commercial world at the times 
in question, and that the action of the commission is to be taken rather as a 
general illustration of the better methods required for the future than a specific 
selection of petitioner for reproof on account of his conduct in the past.zs 


The jurisdiction of the Federal Trade Commission over false and mis- 
leading advertising was securely placed in Federal Trade Commission v. 
Winsted Hosiery Company,?® where the United States Supreme Court 
held representations by defendant company that its product was “all 
wool” to be unfair competition, notwithstanding that other tradesmen in 
the same field used the same representations and irrespective of a tacit 


21. 38 Stat. 717 (1914), amended in 1938 by Wheeler-Lea Amendment, 52 Stat. 111 
(19388), 15 U. S. C. 40. 

22. Congressional Record, Sixty-third Congress, Second Session, p. 11,081 et seq., 
especially at p. 11,083; Senator Cummins liberal view at pp. 11,105 and 11,106; list 
of “unfair practices,” pp. 11,108, 11,228 et seg. For general discussion of Federal 
Trade Commission, its history, activity, etc., see Henderson, Federal Trade Com- 
mission (1924), Yale University Press. 

. 258 Fed. 307, 6 A. L. R. 358 (CCA-7; 1919). 
. 258 Fed. 312. z 
. 258 U. S. 483 (1922). 
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understanding in the trade that the labels did not mean what they said.?¢ 
The Winsted case represents another step in the judicial trend toward 
the protection of the businessman against unscrupulous competition, and 
in protecting the public from false advertising. The trend was more 
noticeable since the Supreme Court had held in a previous decision, 
Federal Trade Commission v. Gratz,27 that refusal to sell cotton ties 
unless an order was also placed for cotton bagging was not unfair com- 
petition in an area where defendant controlled the market for cotton ties, 
since there was no competition involved. The Winsted case followed a 
more liberal view and substantially adopted Mr. Justice Brandeis’ dissent 
in the Gratz case where he had said: 


What Section five made unlawful is not unfair competition. That had been 
unlawful before. What that section made unlawful were “unfair methods of 
competition”; that is, the method or means by which an unfair end might be 
accomplished.ze 


During the same year a food case was held to be controlled by the Winsted 
decision, and the company involved was required to cease and desist false 
and misleading labeling and advertising which caused a purchaser to 
believe he was buying the same high quality product he had formerly 
purchased under an identical label.29 


One limiting factor from the standpoint of the consumer was the 
requirement in Section five that action by the Federal Trade Commission 
must be “in the public interest.” Public interest was interpreted to mean 
in the suppression of unfair methods of competition and was not clearly 
extended to allow concern over the effect of such methods upon the pur- 
chaser as an individual.*° This doctrine was squinted at by Mr. Justice 
Brandeis in the Winsted case where the secondary meaning of the term 
“merino” was shown not to have extended to the general public and there 
was likelihood of their being deceived through the use of the term. 


The question of whether false advertising was intended to come within 
the jurisdiction of the Commission has been argued from the inception 
of the bill in Congress until the present day. Discussions in the Senate 
have been previously referred to in footnotes.2* A dissenting opinion 


26. 258 U. S. 483, 493 (1922). Evidence was introduced that “merino” had acquired 
a secondary meaning as indicating a part wool garment while dictionary and com- 
mon usage had interpreted it to mean all wool. 

27. 253 U.S. 421 (1920). 

28. 253 U. S. 421, 441 (1920). 

29. Royal Baking Powder Company v. Federal Trade Commission, 281 Fed. 744 
(CCA-2; 1922). 

30. Federal Trade Commission v. Klesner, 280 U. S. 19, 68 A. L. R. 838 (1929) held 
that where the controversy was merely between two parties in competition with 
each other, there was not sufficient public interest to maintain action by the Com- 
mission on complaint that one party was misusing another’s name, where no other 
damage to the public was shown. 

31. See notes 22 and 30. 
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was written by Judge Denison in Silver Company v. Federal Trade Com- 
mission32 where he exhaustively reviewed the legislative history of the 
act and drew the conclusion that the purpose of the act was to supplement 
the antitrust legislation and not to control false advertising. He allows 
one concession however, in that he felt “palming off” may come within 
the act where there is sufficient public interest. He rationalized the 
Winsted case into this doctrine. 


From the time the act was passed, however, the Commission was 
dauntless in its endeavor to retain this control over false advertising as a 
method of unfair competition. The trend of decisions was in its favor, and 
though the undercurrent was ever present, the Commission was very 
successful in the actions it did bring. Since the field of foods, drugs, and 
cosmetics occupies such a large extent of business, it is only natural that 
many of the cases before the Commission involved these industries. The 
Commission was diligent in its efforts at enforcement, but was seriously 
limited, in 1931, by a Supreme Court decision in Federal Trade Commis- 
sion v. Raladam.*4 


The Raladam Company marketed a product which was advertised as 
an “obesity cure” and was represented as a scientific product developed 
through scientific research. In hearings before the Commission, evidence 
was introduced that a basic ingredient was a “desiccated thyroid” which 
is dangerous unless administered under proper medical supervision. The 
Commission ordered defendant to cease and desist selling the product as 
an “obesity cure” without an affirmative warning on the label. On cer- 
tiorari to the Supreme Court, the issues were limited to jurisdiction of 
the Commission and the court held that such jurisdiction was lacking. 
The tenor of the decision was that although sufficient public interest was 
shown, together with false and misleading labeling, the jurisdictional 
element of competition was not in evidence. Mr. Justice Sutherland said: 

It is obvious that the word “competition” imports the existence of present 


or potential competitors, and the unfair methods must be such as injuriously 
affect or tend thus to affect the business of these competitors.ss 


In arriving at this conclusion the court weighed the legislative history of 
the act with the view to carrying out the intent of Congress. 


32. 289 Fed. 985, 992 (1923). 


33. 289 Fed. 1000 (1923). See also Levy “A Decade With the Federal Trade Com- 
mission,” (1925) 11 Virginia Law Review 278, 283, 294; Seligson, “The Extent of 
the Jurisdiction of the Federal Trade Commission,” (1923) 9 American Bar Asso- 
ciation Journal 698, and Montague, “Unfair Methods of Competition,” (1915) 25 
Yale Law Journal 20. 

34. 283 U. S. 643, 79 A. L. R. 1191 (1931). See Handler, “The Jurisdiction of the 
Federal Trade Commission Over False Advertising,” 31 Colorado Law Review 
527 (1931), for a discussion of the implications of the Raladam case. 


35. 283 U. S. 643, 649 (1931). 
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Here was a startling condition as we view it today. The two agencies 
which had been exercising jurisdiction in this field were limited, and the 
vast advertising potential was left unaffected except where false and mis- 
leading statements were made on labels of foods or drugs, or where such 
advertisements affected competition. The new and very important field 
of cosmetics was unprovided for until 1938. In the light of the short 
history here presented, we can see that there had not been a law pro- 
tecting the American people from false and misleading advertising. The 
protection was for business against unfair competition. Although it was 
possible to show in nearly every case that competition existed in fact, the 
work of the Commission was drastically limited in practice by this de- 
cision. It was primarily the Raladam decision which spurred legislative 
action culminating in the Wheeler-Lea Amendment in 1938. 


In the meantime, problems had come up in the field of foods and drugs 
over which the Food and Drug Administration presided. Loop-holes were 
discovered in the original act and amendments were passed; notable 
among which were the Sherly and the McNary-Mapes amendments. Agi- 
tation grew in this field for new legislation which would include the new 
and large field of cosmetics, and also therapeutic devices. It took a national 
disaster where at least 73 lives were lost through use of a defective elixir 
of sulfanilamide to spur public opinion and to bring about stringent 
regulation in the drug field. It was as a direct result of this disaster that 
the “new drug” provisions were added to the Food, Drug, and Cosmetic 
Act.36 


Jurisdiction Over Control Of Advertising 

In 1938, Congress took action by passing the Wheeler-Lea Amend- 
ment to the Federal Trade Commission Act,” and by passing the Copeland 
Bill which became the Federal Food, Drug, and Cosmetic Act.3* The 
Copeland Bill as originally presented to Congress contained provisions 
for the control of false advertising of foods, drugs, and cosmetics. The 
subject of false advertising as it pertained to these industries became 
one of the most controversial issues of the bill. These arguments, both 
pro and con, have been perpetuated in the Congressional Record?* and 
may well again be revived in the near future. Suffice it to say here that 
generally speaking the advocates of false advertising provisions in the 
Food, Drug, and Cosmetic Act were many and distinguished in the indus- 
tries about to be regulated. The Federal Trade Commission favored 


36. 52 Stat. 1052 (1938), 21 U. S. C. 355. 


37. 52 Stat. 111 (1938), 15 U. S. C. 40-58. See Dunn, Wheeler-Lea Amendment, for 
legislative history. 


38. 52 Stat. 1040 (1938), 21 U. S. C. 301-392. See Dunn, The Federal Food, Drug, 
and Cosmetic Act, for legislative history. 
39. Dunn, The Federal Food, Drug, and Cosmetic Act. See notes 36 and 37. 
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retention of the jurisdiction and was supported by the proprietary drug 
industry and others. 

The later arguments finally prevailed, and the Federal Trade Com- 
mission gained specific control over false advertisement of foods, drugs, 
and cosmetics. The Wheeler-Lea Amendment, es finally adopted, provided 
in Section five that in addition to unfair competition, “unfair or deceptive 
acts or practices in commerce” were declared unlawful, and a new section 
was added making the false advertisement of foods, drugs, and cosmetics 
unlawful and a deceptive act or practice within the meaning of Section 


five.4° 
Recommendations of Hoover Commission 


As shown in this writing, legislation in this field has been slow, but 
has been precipitated by a trend of judicial interpretation, and the devel- 
opment in magnitude of the advertising industry. Events once again 
present this problem before us, and before Congress. Let us hope it will 
not take another national disaster to crystallize the necessity for us. The 
Hoover Commission has focused the problem before the eyes of the public 
and it is likely that proposals will be made concerning this law with a 
view to carrying out these recommendations. This Commission was estab- 
lished to make investigation and recommendations for the purpose of 
economizing government expenditures, to discover any overlap of duties 
or jurisdiction of these administrative bodies, and recommend consolida- 
tion where such overlap exists. The Hoover Commission task force on 
regulatory commissions included within its report a study of the Federal 
Trade Commission. In discussing the Federal Trade Commission, the 
task force report says: 


Thus the Commission, while intended to be one of the strongest of the 
Federal Administrative Agencies, differs from many of them in purpose. It 
represents not a departure from reliance on free competition, but an effort to 
maintain effective competitive conditions by preventing the development of mon- 
opolistic and restrictive practices. By continuous, expert attention, it was 
expected to adapt and apply the general terms of the statute to current business 
practices, to make their enforcement more effective and to build up a body of 
precedents to govern business conduct.«' 


The investigation of the Federal Trade Commission by the task force 
disclosed that the Commission has not been able to carry out its basic 
purpose. The report states further: 


40. 52 Stat. 1052 (1938), Sec. 12 to 16 of act. 


41. Hoover Commission Report, January 1949, Appendix N, “Task Force Report on 
Regulatory Commissions,” p. 119. 
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Over the years the Commission has engaged mainly in activities contributing 
little toward accomplishing the primary congressional objective of assuring wide- 
spread effective competition. . . . In the past this has been particularly true of 
its proceedings for orders to cease and desist. Approximately 70 per cent of the 
cases have involved false and misleading advertising and deceptive practices.«2 


The recommendations of this task force were to place jurisdiction of false 
advertisement of foods, drugs, and cosmetics in the Food and Drug 
Administration, and thus to help overcome the present situation. It was 
also recommended by the task force studying the Department of Agri- 
culture that a consolidation be effected of all food acts and the false 
advertising provisions of the Wheeler-Lea Act under a proposed Bureau 
of Food and Drugs.¢? 


Split Jurisdiction 


Through analysis of the history of these laws, and present conditions, 
the conclusion seems apparent that there is not in existence today an 
effective measure for the prevention of false and misleading advertise- 
ment of foods, drugs, and cosmetics. The present law is fundamentally 
divided in that it specifically exempts “labeling” from the advertising 
jurisdiction of the Federal Trade Commission. Thus, the Food and Drug 
Administration retains jurisdiction over products which are “misbranded” 
by false and misleading labeling, either affirmatively or by non-disclosure 
in some cases. Note however that there is nothing in the language of 
either act to preclude the Federal Trade Commission from issuing orders 
against a company whose product is labeled in such a manner that the 
company is engaged in “unfair methods of competition” under Section 
five.44 


Judicial Trend 
The judicial trend is to obviate the exclusion of the Food and Drug 
Administration from control over advertising, by holding that various 
pamphlets and placards which might well be termed advertisements, are 


42. Hoover Commission Report, January 1949, “Task Force Report on Regulatory 
Commissions,” p. 122. 


43. Hoover Commission Report, January 1949, “Task Force Report on Department of 
Agriculture,” pp. 52 and 53. The final recommendation of the Commission followed 
the idea of consolidating advertising with the other problems of foods, drugs, and 
cosmetics, but further recommended a split in the administration of the law by 
placing foods under the Department of Agriculture, and drugs and cosmetics under 
the proposed United Medical Administration. Such a plan would only widen the 
split and cause more duplication than now exists. For a discussion of the Hoover 
Commission recommendations in this field, see Dunn, “Recommendations by the 
Hoover Commission on the Federal Food, Drug, and Cosmetic Law,” 4 Food Drug 
Cosmetic Law Quarterly 259 (1949). 

44. See Charles of the Ritz Distributors Corporation v. Federal Trade Commission, 
143 F. (2d) 676 (CCA-2; 1944) where advertising was to restore youth; Houbigant 
v. Federal Trade Commission, 139 F. (2d) 1019 (CCA-2; 1944) holding unfair 
competition in using word “French” on label of American perfume. 





20 TRADE-MARK BULLETIN 41 T.M.R. 


in fact labels. In Kordel v. United States and United States v. Urbeteit,+s 
decided the same day, it was held that where the product and advertising 
pamphlets had the same source and same destination, the pamphlets 
“accompanied” the product within the meaning of the Act and constituted 
false labeling, notwithstanding that the pamphlets were sent as much as 
a year and a half later than the product. The courts recognize, as evi- 
denced by these decisions, that it is possible to cause injury to the public 
through other means than a false label physically attached to the product.¢ 


The Supreme Court has thus effectively plugged one hole in the false 
advertising provisions, but the Kordel and Urbeteit decisions do not go 
far enough. Foods, drugs, and cosmetics, and therapeutic devices are 
items of basic importance in everyday life. Just as the American public 
is entitled to protection from economic fraud in the quality of these items, 
so is it entitled to protection against such fraud by way of false adver- 
tising. More important, just as the Food and Drug Administration stands 
to protect health by investigating food for nutrition, so should it have the 
means to prevent false advertising which may lead to a destruction of the 
health of a consumer who foregoes proper medical care on the basis of 
misleading therapeutic claims made for certain foods. 


Under the present split of jurisdiction, nothing but confusion can 
result. To cite an example recent in the minds of most of us, I refer to 
the antihistamine campaign which has been in force since shortly before 
the first of the year. Under the new drug provision of the Food, Drug, 
and Cosmetic Act, inserted due to the sulfanilamide disaster, a drug must 
be tested for safety for use before being allowed to be sold on the market.¢7 
The antihistamine drug had been used on prescription of physicians for 
allergies, but there was indicated a possibility of using the drugs in lesser 
amounts to combat the common cold. The Food and Drug Administration 
released these drugs for over-the-counter sale because insufficient evidence 
was introduced to show harm from their use. Such release is not an 
endorsement of their safety, although one could easily infer such an 
endorsement from early advertising of these drugs. Claims have been 





45. Kordel v. United States, 335 U. S. 345 (1948) [CCH Food Drug Cosmetic Law 
Reports {| 7101]; United States v. Urbeteit, 335 U. S. 355 (1948) [CCH Food 
Drug Cosmetic Law Reports J 7102]. See also United States v. Lee, 131 F. (2d) 
464, 143 A. L. R. 1451 (CCA-7; 1942); United States v. Research Laboratory, 126 
F. (2d) 42 (CCA-9; 1942) where the court said: “The contention assumes that 
printed matter (such as a circular) cannot constitute both advertising and labeling. 
The assumption is unwarranted. Most, if not all, labeling is advertising. The 
term ‘labeling’ is defined in the Act as including all printed matter accompanying 
any article. Congress did not, and we cannot, exclude from the definition printed 
matter which constitutes advertising.” 


46. See Kleinfeld, “Applicability of the Food, Drug, and Cosmetic Act to Drug Adver- 
tising,” 5 Food Drug Cosmetic Law Journal 45 (1950). 


47. 52 Stat. 1052 (1938), 21 U. S. C. 355. 
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made that they will “cure” the cold and that there are no side effects from 
the use of the drug. Since the first of the year, at least three deaths 
have been reported in the papers from an overdose of antihistamine 
tablets. 


Complaints have been issued by the Federal Trade Commission<* 
against the manufacturers of three of these products. The Commission 
alleges false and misleading advertising in claiming that these products 
will cure a cold and that they are not harmful to use. The advertisements 
still continue, and unless an injunction is secured they may legally so 
continue until a cease and desist order by the Federal Trade Commission 
becomes effective. 


Procedure of Federal Trade Commission 


The present law is not designed as a preventive measure. If it is so 
designed, it is ineffective at the outset because the jurisdiction is mis- 
placed and because the procedure for enforcement is too cumbersome to be 
effective in this field. The procedure of the Commission is necessarily 
slow; it is not a competent procedure for the prevention of false adver- 
tising which may cause the public to inefficiently self-medicate or forego 
proper treatment for illness; or for the prevention of an economic fraud 
through inciting purchase of a product actually worthless for the purpose 
represented. 


The Commission must determine that a proceeding would be in the 
public interest, and then may issue a complaint. A hearing is then held 
after at least 30 days from service of the complaint. The Commission 
may then, on the basis of the evidence, make findings and issue an order 
to cease and desist such act or practice. The offender then has 60 days in 
which to petition the court to set aside the order. Without such petition 
the order becomes final at the end of these 60 days. Thus, the minimum 
time in which the Commission can expect compliance is 90 days from the 
issuance of its complaint, without considering time in the hearing. If the 
order is appealed from, the petitioner may secure a stay to prevent its 
enforcement until the outcome of the appeal is known. By that time the 
damage may well be done, and by that time the manufacturer has prob- 
ably embarked upon a new and different advertising campaign. 


The Commission was given the power to seek a temporary injunction, 
when in the public interest, to prevent the advertising until disposition 
of the complaint. This power was ostensibly to prevent an unscrupulous 
offender from advertising for a short period of time and then dissolving 
during pendency of the complaint. It is submitted that, even in such a 


48. Federal Trade Commission Complaints Nos. 5752, 5753, 5754. 
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case, administrative and judicial process would allow many harmful ad- 
vertisements to go out before even an injunction could issue. 


Criminal sanctions were given for violation of these provisions, pur- 
portedly to give teeth to the Act. They apply only, however, where use 
of the commodity advertised may be injurious to health under customary 
usage or as advertised, or where there is fraudulent intent.s° Under this 
provision, the advertiser is excluded where he is merely the medium and 
acts without knowledge. In all other cases, there is no penalty for viola- 
tion of a cease and desist order until it has become final. While Congress 
just recently strengthened the penalty for violation of a cease and desist 
order,®° the long gap during which false advertising may continue without 
penalty still exists. 


Other policies of the Commission are important in a discussion of this 
subject. The Commission engages in two forms of voluntary compliance 
with the law. Where a complaint is issued, the parties may stipulate a 
written agreement to cease and desist. Such stipulations do not have the 
force of law, but they may be used as evidence in subsequent hearings for 
violation of the act. By stipulating, the party agrees that he has violated 
the law as stipulated, and that he will discontinue further activity in that 
manner. 


Trade practice conferences are engaged in by industries and by the 
Commission whereby rules of practice are promulgated for compliance by 
members. These rules fall into two groups: Group I merely restating 
mandatory provisions of the law, and Group II being voluntary rules 
which may not be enforceable by the Commission.*' The trade practice 
conference serves to restate the law in language understandable by the 
industry. It serves to gather together, in a voluntary and friendly man- 
ner, the members of an industry who are interested in observing the law. 
These voluntary procedures merely serve to keep the honest manufacturer 
honest. But even among the industry the rules are applicable only to those 
signatory to them. It would seem such practices are well for enforcement 
of antitrust legislation where time is not of the essence, but they merely 
serve as another delay in getting honest statements to the public con- 
cerning food, drugs, and cosmetics. Violations of these rules are not 
proceeded against directly so a member who violates them must still be 
brought under the act. 


49. 15 U. S. C. 54 (1946). 

50. Oleomargarine Bill, Public Law 459, Eighty-first Congress, approved March 16, 
1950, Section 4(c). 

51. United States Temporary National Economic Committee Monograph No. 34 
(1941). Cassedy, “Proceedings Instituted Under Sections 12 to 16 of the Federal 
Trade Commission Act,” 5 Food Drug Cosmetic Law Journal 54 (1950). 
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Transfer of Jurisdiction 

It has been argued that a transfer of jurisdiction over false advertis- 
ing of foods, drugs, and cosmetics to the Food and Drug Administration 
would cause a duplication of work.5 The basis for this claim is that the 
Commission conducts a perpetual survey of all advertising media for 
falsity. This survey is made for the purpose of securing information 
upon which to base a complaint, if warranted, yet only a small portion 
of the information for complaints comes from that source. Most investi- 
gations are initiated as a result of charges made by consumers, competi- 
tors, and better business bureaus, to name a few.5? Such charges could 
as well be made to the Food and Drug Administration, where they involve 
foods, drugs, and cosmetics. Since the provisions of the Federal Trade 
Commission Act pertaining to foods, drugs, and cosmetics are unique in 
that Act, particular scrutiny is already required by the survey team. 
There would not be any additional burden to transmit recommendations 
to the Food and Drug Administration rather than to the Federal Trade 
Commission. 


Such a plan is now in existence between the agencies concerning neces- 
sary laboratory tests. The Commission establishes liaison with the Food 
and Drug Administration through its Bureau of Medical Opinions. Any 
laboratory results in connection with a Commission case in food and 
drugs are supplied in this manner.* 


Specific Preventive Legislation Indicated 

Specific preventive legislation is indicated as the solution to the ques- 
tion. A mere transfer of jurisdiction would be insufficient to bridge the 
gap. Under Section 15 of the Wheeler-Lea Act, a “false advertisement” 
must be misleading in a “material respect’; as distinguished from the 
definition of misbranding in the Food, Drug, and Cosmetic Act where the 
term is “false and misleading in any manner.” Under the Federal Trade 
Commission Act, a “seller’s puff’? may be much larger than under the 
Food and Drug Act. The manufacturer of a product should not be allowed 
to make misleading statements in advertising that would not be permitted 
on the label since the purchasing public today is introduced to the product 
by means of the advertisement rather than the label. Where specific thera- 
peutic claims are made in the advertising, such as for a dietary food, the 
manufacturer should be charged with a duty of disclosure of the limita- 
tions of such product in satisfying those claims. 


52. Cassedy, “Proceedings Instituted Under Sections 12 to 16 of the Federal Trade 
Commission Act,’ 5 Food Drug Cosmetic Law Journal 59 (1950). 


53. Cassedy, “Proceedings Instituted Under Sections 12 to 16 of the Federal Trade 
Commission Act,” 5 Food Drug Cosmetic Law Journal 60 (1950). 


54. Federal Trade Commission Annual Report 1949. 
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The public is entitled to rely on statements concerning the food, drugs. 
and cosmetics it must use daily. Preventive laws which are strict to 
begin with, perhaps need never be invoked; but there will always be 
someone who wants to be “just inside the law.” In a field of such impor- 
tance to the consumer, “just inside the law” should still allow an unequi- 
vocal reliance on any positive or inferential therapeutic claim for the 
product. 


It is argued by many that the Federal Trade Commission should 
retain its present jurisdiction in this field. Its enforcement of antitrust 
legislation is subordinated to enforcement of false advertising provisions, 
however. Even before the Wheeler-Lea Amendment such activity occupied 
the majority of its time; 60 per cent in 1937, 68 per cent in 1938, and 
65 per cent of complaints issued in 1939, pertained to false advertising. 
In 1939, before the Wheeler-Lea Amendment was in force, out of 370 
complaints issued, 241 were for false advertising, 125 of which were con- 
cerned with foods, drugs, or cosmetics.55 These statistics bear out the 
report of the Hoover Commission task force that the original purpose of 
the Commission has not been fulfilled. 


Unfortunately, the Federal Trade Commission is slow in completing 
its cases. As contrasted to the minimum 90 days mentioned before, it is 
usually years from the issuance of the complaint to when the cease and 
desist order becomes final. A typical current example is indicated in the 
complaints filed in August 1942, which just culminated in a cease and 
desist order April 5, 1950, against two tobacco manufacturers.*¢ The 
advertisements complained against continued during the interim eight 
years and may continue until the order becomes final a minimum of at 
least 60 days from their issuance if no appeal is taken. 


Further confusion due to the division of jurisdiction is engendered by 
the courts in decisions under these acts. In United States v. Willard 
Tablet Co.,57 it was held that a previous Federal Trade Commission find- 
ing that statements on the label were not misleading in a material respect, 
and thus did not constitute unfair competition under Section five of the 
Federal Trade Commission Act, was res judicata in a subsequent proceed- 


55. Federal Trade Commission Annual Reports 1937, 1938, and 1939. 

56. Federal Trade Commission Orders 4795 and 4922, issued April 5, 1950. 

57. 141 F. (2d) 141, 152 A. L. R. 1194 (CCA-7; 1944). See also Lee v. Federal Trade 
Commission, 118 F. (2d) 583 (CCA-8; 1940); but see United States v. Capon 
Springs, 156 F. (2d) 493 (CCA-2; 1946). 
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ing by the Food and Drug Administration that the product was mis- 
branded. In the light of the stricter wording of the Food and Drug Act, 
it seems incorrect that the Commission’s decision should thus determine 
the issues involved under the Food, Drug, and Cosmetic Act. 


Advertisement of foods, drugs, and cosmetics leads the advertising 
industry. Of the entire industry during the year 1949, 22.1 per cent of 
all national advertising was for groceries, automobiles coming second with 
only 12.2 per cent. A gain in the advertisement of toiletries, which include 
cosmetics, of 23.4 per cent over the previous year indicates the trend in 
that industry. Due to the antihistamine advertising which has been com- 
plained against by the Federal Trade Commission, an increase of 78 per 
cent over the month of November was reported for December 1949,** in 
the field of drugs. Such a marked increase in misleading advertising 
substantiates the fact that preventive measures are necessary. 


We are living in a fast age, and the speed of communication now defies 
judicial process in this important field to the American public. This pro- 
cess must not be hurried to defeat justice, it should take time. Judge 
Lindly has said of the false advertising provisions of the Federal Trade 
Commission Act that: 


The law is not made for experts but to protect the public—that vast multi- 
tude which includes the ignorant, the unthinking and the credulous, who, in 
making purchases, do not stop to analyze but too often are governed by appear- 
ance and general impressions.» 

The time is ripe for new substantive provisions placing control of false 
advertising of foods, drugs, and cosmetics in the hands of the Food and 
Drug Administration. False advertising of these products which is false 
or misleading in any respect should be prevented. To cover the gap in 
time now present between a charge of violation of the law and effect of 
a cease and desist order, an injunction should be mandatory in every case. 
Product seizure should be possible in the public interest, for falsely adver- 
tised products, as well as the present misbranding by false labeling, in 
the drug field where the drug itself or claims made for it constitute a 
danger to the public. 


Advertising Standards 
The question of where the “seller’s puff” ends and “false advertise- 
ment” begins has never been settled. It is a question of fact and must 


58. Advertising and Selling, p. 100, February, 1950. 
59. Aronberg v. Federal Trade Commission, 132, F. (2d) 165, 167 (CCA-7; 1942). 
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necessarily remain so, to be determined in each case. “Puffing” is not 
prohibited by the Food, Drug, and Cosmetic Act, nor should it be pre- 
vented in advertising, but no statement should be permitted in an adver- 
tisement which could not appear on the label if desired. The standards 
to be met in advertising claims made should be on a product basis and 
not determined by the method of advertising the statements. Generic 
statements of the extent of prospective therapeutic claims in labeling or 
advertising beyond which the manufacturer would not go, would assure 
control over false claims and at the same time not constitute the tre- 
mendous burden on advertising if all copy were required to be submitted 
in advance. Appropriate criminal sanctions are necessary to round out 
the provisions and to secure adequate enforcements. Only thus will we 
have adequate preventive legislation. The Food and Drug Administration 
is dominantly composed of professional technicians, and they have at 
their fingertips laboratory proof of their views before initiating seizure 
or other actions. This information should form the foundation for stand- 
ards to be observed in the advertising of these products. Under the pres- 
ent law, the jurisdiction of the Food and Drug Administration is seriously 
limited by not having control over the claims made or inferred other than 


by label. The holdings of the Kordel and Urbeteit cases indicate judicial 
intent to allow it this jurisdiction. Congressional intent to extend the 
control of this agency is indicated in the recently passed Oleomargarine 
Bill which places Federal jurisdiction over locally made and sold margar- 
ine as well as that in interstate commerce. 


The preponderant view in the industries to be regulated favors this 
consolidation and judicial decision has started the move; it remains now 
for Congress to complete it. Truthful advertising will not hurt the reliable 
manufacturer who thrives on quality and appeal to public taste, as well as 
efficacy of his medical and therapeutic devices. Through efficient admin- 
istrative control in these fields, the Food and Drug Administration does 
and will promote honesty and fair-dealing among the manufacturers. The 
purpose of the Food, Drug, and Cosmetic Act cannot be completely real- 
ized, nor can the purpose of the Federal Trade Commission Act, until 
such administrative control is consolidated in the Food and Drug Admin- 
istration. It is in the vital interest of the public that this problem be 
acted upon. 
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USURPING AND COUNTERFEITING OF TRADE-MARKS 
AND PATENTS IN THE MIDDLE EAST* 


By Raphael Aghababian** 


Most manufacturers and exporting firms which export or plan to ex- 
port goods to Near and Middle Eastern countries are not sufficiently 
informed on the real present and future possibilities offered by the mar- 
kets of today. They are discouraged by the temporary restrictions con- 
nected with foreign exchange and import licenses, while they consider 
the facts and figures which refer to turnovers in the past. 


Iran may be considered perhaps as a leading Middle Eastern country 
as far as foreign trade is concerned. The population of the capital, Tehran, 
numbers more than 1,200,000. The network of highways and railways 
which connects the capital with distant provinces and the Persian Gulf 
ports, almost all of which were built shortly before World War II, are 
evidently not reflected in post-war statistics, for it is only recent times 
that these facilities came to be exploited. 


In addition to about twenty new factories in Iran, there are many 
other recent ones in the Near and Middle East and these constitute a new 
born industry for that area. 


Just before the last war, imports from Germany, Japan and the USSR 
(the latter enjoyed the advantages of the most favorable trade pacts at 
that time) represented the bulk of the trade of that region with foreign 
countries; this in fact had acquired such proportions as to be a matter 
of much concern to importers of other great industrial powers. 


At present, the Middle East, which was badly hit by the war, as were 
all other markets which were supplied by these same importer countries, 
presents an altogether different picture. When hostilities ceased and trade 
with part of Western Europe and America was resumed, goods from 
these countries began to flow in quantities which soon filled the gaps 
left in the national markets. Although the countries have been supplied 
to satiety with goods and overstocked with non-essentials, dumping is 
still taking place in a disorderly manner, so that imports of most articles 
far exceed the actual requirements of the countries. This indiscriminate 
and ill-planned importation has naturally brought about a rather critical 
situation characterized by two main abnormal aspects: 


(a) Large stocks of non-essential, low-quality, and defective goods 
purchased abroad in clearance sales and imported into the various coun- 


* Reprinted by permission from Bulletin of The Near East Society, Vol. 3, Nos. 
4 and 5 (1950). 
** Member of Tehran, Iran Bar. 
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tries by men with an eye to a quick fortune, glut the markets and drain 
them of their resources in foreign currency. 


(b) Trade-marks are infringed, patents are usurped, and the market 
is flooded with all types of imitation goods, for articles of well-known 
makes are in ever increasing demand, and, as the average consumer can- 
not read foreign labels, he is unable to distinguish imitations from genuine 
goods, so street hawkers foist on him counterfeited articles bearing well- 
known and popular trade-marks. Imitations of foreign manufactured 
goods have become so numerous that several embassies and legations of 
the countries concerned have thought it necessary to mention the matter 
to the national government. However, it is the owners of the infringed 
trade-marks and the patents which have been appropriated who should 
take steps to provide legal protection for their interests. The only possible 
way to do this is to obtain registration of such rights in the Middle 
Eastern countries. 


The countries of the Near East, such as Turkey, Syria, The Lebanon, 
and Israel, have joined international unions (conventions of Paris, Ma- 
drid, etc.) for the protection of industrial, commercial and agricultural 
rights. Iran and the other Middle Eastern countries, however, have not 
become members of these unions. 


Public authorities do not remind manufacturers that it is bad policy 
on their part to leave unpunished the counterfeiters of their products, 
whose traffic is detrimental to legitimate interests in these countries just 
because the manufacturers are not willing to spend a relatively negligible 
sum in obtaining the exclusive right to use their trade-marks, even though 
they spend considerable amounts of money on advertising. It is precisely 
because of such indifference that the unscrupulous profit illicitly on 
others’ work by imitating their products and selling them at lower prices 
on the markets in countries where the majority of the population is not 
familiar with foreign scripts, except those of Arabic origin. Thus, the 
average consumer of an oriental country becomes accustomed to using 
imitation commodities and low-quality goods without even having any 
notion that the same products exist in their genuine form. When they 
are offered the genuine product, they refuse to take it because it costs 
too much. 


Risk Losing Markets 


Manufacturers who are reluctant to spend money on the registration 
of their trade-marks in eastern countries on the assumption that such 
expenses would not be justified by the small volume of their imports to 
these countries, should never forget that they risk losing potential mar- 
kets. The oriental customer who is accustomed to the use of cheap imita- 
tion goods will in the future prove to be a bad consumer of genuine 
articles because of their higher prices. 
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Cases of imitations are now so frequent and so numerous in Iran 
that, unwilling to interfere with so-called private enterprise and trade, 
the Iranian government has had to seek a remedy for such a state of 
affairs by other means—by introducing legislative measures ostensibly di- 
rected at safeguarding the public health in regard to pharmaceutical 
products, foodstuffs, beverages and toiletries. 


To this end, the Iranian Government recently issued, on the strength 
of Article 1 of the Trade-mark and Patent Registration Law, a decree on 
the compulsory registration of trade-marks in Iran and the affixing of 
labels on the articles registered, showing the exact name and address of 
respective manufacturers, whether imported or manufactured within the 
country. And, in order to protect the Iranian customer from the fraudu- 
lent encroachments of counterfeiters now operating on a dangerously 
large scale, due to the former’s lack of knowledge of the Latin alphabet, 
the decree (issued April 23, 1949) prohibits—only in respect to manu- 
facturers in Iran—the use of trade-mark words in languages other than 
Persian, though Latin lettering is optional and may be used on labels as 
a secondary description. In this way, any buyer can distinguish imported 
articles at a glance from those made in Iran, while obligatory registration 
will make it possible for everyone concerned to find out, and take pro- 
ceedings against, the imitators of reputable products. 


There often appear on the market in the Middle East, and this has 
been especially noticeable during recent years, imitations of various types 
of pharmaceutical products, soaps, sweets, alcoholic drinks, etc., in wrap- 
pers and containers and with labels copied from those of very popular 
foreign brands. They bear cleverly counterfeited trade-marks and a close 
resemblance to the genuine articles; some of them showing in distorted 
form the name and address of the original manufacturer, others bearing 
concocted and spurious names—imitations the perpetrators of which it is 
difficult to prosecute. 


Other more impudent and less scrupulous counterfeiters file mass ap- 
plications for registrations in the name of third persons—unknown asso- 
ciates—or in their own names, foreign trade-marks, which though they 
enjoy a high reputation in these countries, are not yet registered. It is 
frequently on such trade-marks that local counterfeiters operate, having 
in time appropriated the priority rights to their use, and yet this could 
have been avoided if the authentic holders of those rights had provided 
legal protection for their marks by having them registered. 


It is particularly noteworthy that several usurpers succeed in insuring 
themselves against prosecution and even competition from foreign manu- 
facturers by getting themselves appointed as authorized sole dealers in 
Iran for the same manufacturers whose products they have chosen to 
counterfeit! Under such a cloak, while making a great show of the pub- 
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licity material they are furnished to help them with the sale of their 
principals’ products, these counterfeiters actually avail themselves of these 
facilities for the promotion of their imitation products and not of the 
genuine products they are supposed to sell. When a steady drop in sales 
begins to worry the foreign manufacturer in spite of his being so 
“brilliantly” represented, he may be told that this is due to imitations 
being released on the market. He will then ask his authorized dealer to 
investigate the matter on the spot, without suspecting that the latter 
himself is the author of the imitations. A cleverly concocted reassurance 
followed by a “consolation” order, will perhaps soothe the manufacturer. 
Meanwhile, the counterfeiter will redouble his efforts in order to increase 
his own sales in the provinces and get prepared for a possible inspection. 
And no sooner does the prescribed time of three years expire than the 
trade-mark fraudulently registered in perfect legal form as belonging to 
an honest local firm definitely becomes his property. Armed with his cer- 
tificate of registration and covered by the expiration of the prescribed 
time during which objections may be raised, he will go a step further 
to prevent the manufacturer and owner of the original trade-mark from 
importing his products into Middle Eastern countries though they are 
provided with the genuine mark. 


Under such circumstances, would it not be right to warn manufac- 
turers of such dangers which ought to be only too obvious to all those 
who consult lists of trade-marks applied for, in Middle Eastern countries? 
Such warning, before it is too late, may save them the inevitable legal 
proceedings which cost so much and are indefinite as to outcome. 


Holders of patents registered in the Middle East will be interested to 
know that in those countries not one of hundreds of weaving mills, sugar 
refineries, paper mills, copper works, agricultural laboratories, building 
firms, petrol refineries, railway construction firms, etc., possesses a patent 
and therefore, makes use of the latest processes invented and registered 
abroad but not protected by a patent in the Middle East, whenever these 
processes are suitable, under cover of the conventional rule, which is also 
common to other regulations in the matter of rights acquired from third 
persons. Such practice is also tolerated by virtue of the possibility offered 
by national law among other legal systems to dispute the right to what 
is new in inventions and the inventor’s priority and exclusive rights to 
the invention, so long as it has been described in a publication in such 
a manner as to make clear the idea claimed to be new in the invention 
for which a patent has been granted. 

Anyone who fails to secure in time the right to his invention risks 


losing that right either through the lapse of time or the appropriation of 
it by some other person. 
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Most of the patents granted in Middle Eastern countries relate to the 
oil (petroleum) extracting and refining industry, to the treatment of 
liquid hydrocarbons, and the manufacture of arms. 


It may be assumed that holders of inventions will refuse to believe 
that advantage could be taken of such inventions to the detriment of 
their owners in countries where there is a tendency toward the creation 
of new industries. The near future holds great prospects for the com- 
mercial and industrial development of these countries and everything 
points to an imminent increase in the importation of foreign manufac- 
tured goods. 


There is also reason to believe that conditions in Iran will develop 
in such a way as to bring about a general tendency to produce new inven- 
tions, mainly due to the ratification by the Iranian Parliament in 1949 
of the Seven-Year Plan for the country’s reconstruction, modernization 
and mechanization of its industry and agriculture, involving large-scale 
erection of new plants and modern factories. This plan, for the realization 
of which credits have been obtained in the amount of 650 million dollars, 
is to be carried out under the supervision of American experts and ad- 
visers. This fact alone should justify measures, to be taken here and now, 
for the safeguarding of patent rights in Iran, failing which it would 
simply mean that they would be handed over as gifts to persons who will 
lose no opportunity of using them for personal benefits. 


We shall now proceed with a summary dealing with the principal 
regulations of the law of Middle Eastern countries relating to the pro- 
tection of trade-mark and patent rights, besides other projected legislative 
measures which are now in an advanced stage of final examination by 
special legislative committees. 


IRAN 


1. Modification of the procedure for filing applications for trade-mark 
and patent registrations, with a view to eliminating certain unnecessary 
and avoidable formalities, such as re-legalization of documents (powers 
of attorney, etc.) which involve extra expenses; extending the term 
granted for filing objections; official notices published about trade-marks 
prior to their registration ; regularizing the professional practice of trade- 
mark and patent agents, a practice which is accessible to anyone who 
wishes to use it to the disadvantage of professional agents as far as 
public confidence is concerned. 


2. Unfair competition measure intended to strengthen protection 
against fraudulent activities of counterfeiters and usurpers operating in 
large numbers. 


3. Industrial designs, models, and drawings. 
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4. Trade-name. 


5. Iran’s adherence to the International Union for the protection of 
industrial and commercial rights. 


6. Moratorium in regard to those who since the beginning of World 
War II have not been able to comply with the formalities required by 
Iranian legislation for the maintenance and upkeep of their ownership 
rights in trade-marks and patents. 


7. Modification of certain regulations relating to judiciary procedures 
dealing with trade-marks and patents of invention. 


Iranian law does not yet provide protection for foreign copyright. 


IRAQ 

The old law of the Ottoman Empire, with several slight amendments 
of an administrative character, was re-established in 1931 as a temporary 
measure. This law dates back to the years 1304 and 1305 of the Ottoman 
calendar, and should be completely reconsidered, if there is a real wish 
to fall into line with the decisions of the international conferences which 
deal with the protection of trade-marks. 


The position regarding the protection of patents of invention is better 
by comparison, and is assured by a more recent law, that of 1935, and the 
regulations governing its application of 1936, which may be attributed to 
the interest taken in the matter by the Iraq Petroleum Company. 


AFGHANISTAN 

This country has only an embryonic conception of the protection of 
patents of invention. There was legislation on this matter before the 
war, but it was not followed up by any regulation governing its 
application. 


Trade-marks are afforded no protection, and the government has set 
up no office to deal with this matter. 


INDIA 

India passed supplements to its law of 1911 with regard to patents 
of invention, in 1920, 1930, 1935, and 1939, and it would be most desirable 
to modernize and amalgamate these into one single document, simplifying 
the regulations and adapting the methods of protection to accord with 
the recommendations of the international conferences. 


The protection of trade-marks is assured by the Trade-mark Act of 
1940. 


PAKISTAN 
Pakistan has kept the same law as that of India, which it has enforced 
since April 1, 1948. 
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It is to be hoped that revision and coordination of the legislation of 
these countries may be carried out at the earliest possible date, so that the 
common interest of both the populations concerned and international com- 
merce may better be served. 


A very important point to which the attention of exporting firms and 
manufacturers should especially be drawn is that under no circumstances 
should they entrust the registration of trade-marks and patents to their 
commercial representatives in the Middle East. The apparent simplicity 
of the procedure leads some owners of trade-marks into the false belief 
that so long as a certificate of registration is obtained, the matter is in 
perfect order, but non-professional agents can seldom, if ever, effect reg- 
istrations with due regard to the intricacies of such business, and they 
realize the short-comings of amateur registrations when, as it often hap- 
pens under conditions prevailing in the East, difficulties arise in asserting 
their rights in their trade-marks or patents. 


It is undoubtedly far more advisable, therefore, for concerns which 
have no special trade-mark and patent agents on the spot, to send their 
orders to an international trade-mark and patent agency which will take 
care of their registrations under full professional responsibility through 
its correspondents in all parts of the world, the latter to be given power 
to act which will remain valid throughout the protection period, but which 
can be revoked or replaced whenever necessary. Direct recourse to an 
agent in the Middle East is recommended only when he is a member of 
a professional and internationally known institution, to which he is bound 
by professional responsibility. On the other hand, recourse to intermediary 
agents in the Middle Eastern countries usually involves unnecessary de- 
lays because of exchange restrictions, blocked accounts of such countries 
and slow postal communication between these countries. Strange as it 
may seem, while it takes only three or four days for letters to reach Iran 
from Great Britain or the United States, there is no definite time for 
mail to travel between the various countries in the Middle East, though 
one, and sometimes even two weeks is to be considered as quite normal. 
Besides, remittances intended to cover orders sent via Middle Eastern 
countries are delayed for months and often cause losses to the agent 
executing such orders due to exchange fluctuations. It must be admitted, 
however, that there are exceptions, particularly in the case of Egypt, 
The Lebanon and Israel, which can boast of efficient and thoroughly re- 
liable trade-mark and patent agents who know their profession and 
deserve full confidence. It is therefore to be hoped that with the re-estab- 
lishment of a normal situation in the Middle East, these agents will 
resume peak activity. 








TRADE-MARK REPORTER 


PART II 


CONTINENTAL DISTILLING CORPORATION v. OLD CHARTER 
DISTILLERY CO. ET AL. 


No. 10,031—C.A.D.C.—December 7, 1950 


CANCELLATIONS—A ppeals—General 
Suits UNDER R.S. 4915—Basis of Relief—General 

Defeated party in cancellation proceeding under 1905 Act, may elect to appeal 
to Court of Customs and Patent Appeals or employ alternative remedy of equity 
suit under R.S. 4915 and an unsuccessful appeal is not a prerequisite to right to 
sue Commissioner. 

CourTts—Jurisdiction—Parties 

Commissioner of Patents held proper party in 4915 suit by registrant defeated 
in cancellation proceeding. 

Statute (35 U.S.C.A. 72 a) authorizing extraterritorial service of process held 
applicable in 4915 suit by registrant against Commissioner and petitioner for 
cancellation, residing in Delaware where it was served. 

Fact that parent or another wholly owned subsidiary or affiliate has invoiced 
goods sold under “Old Charter” mark and that parent has financed operation of 
registrant, its wholly owned subsidiary, held not enough to justify dismissal of 
equity suit, under R.S. 4915, on ground that such wholly owned subsidiary plaintiff 
was not the real party in interest. 

TRADE-MARKS—A bandonment—General 

On facts of record, trade-mark “Old Charter” held not abandoned during Pro- 
hibition. 

Law does not require constant use of trade-mark to prevent its loss. 

On facts of record, apparently divergent instruments of assignment held not 
to constitute abandonment. 

TRADE-MARKS—Assignment—General 

Assignments made simultaneously to parent, without business and goodwill, and 
to wholly owned subsidiary, with goodwill, held to pass title to trade-mark to sub- 
sidiary and not to work on abandonment. 

In order to do justice, court of equity does not hesitate to disregard corporate 
entity and recognize that all assets of a solvent wholly owned subsidiary are 
equitably owned by parent corporation. 

TRADE-MArKS—Registrability—General 
CANCELLATIONS—Basis of Relief—Fraud 

Use by applicant’s predecessor held to meet requirements of 1905 Act, as to 

use in commerce, and to avoid charge of fraud in obtaining registration. 


Appeal from the District Court of the United States for the District 
of Columbia (now the United States District Court for the District of 
Columbia). 


Suit under R.S. 4915, by Old Charter Distillery Co. against John A. 
Marzall, Commissioner of Patents and Continental Distilling Corporation 
to restrain cancellation of registration and for adjudication of validity 
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thereof. Continental Distilling Corporation appeals from judgment for 
plaintiff. Affirmed. 


Leonard L. Kalish and Albert H. Kirchner, for appellant. 


Asher Blum, with whom Herbert J. Jacobi was on the brief, for appel- 
lee Old Charter Distillery Co., Inc. 


E. L. Reynolds, Solicitor, United States Patent Office, W. W. Cochran, 
former Solicitor, United States Patent Office, and Walter J. Derenberg 
entered appearances for appellee John A. Marzall, Commissioner of 
Patents. 


Before CLARK, WILBUR K. MILLER and PROCTOR, Circuit Judges. 


WILBUR K. MILLER, C. J.: 


In this case two distillery companies, conceding their registered trade- 
marks for whiskey to be confusingly similar, are contending for priority. 
Continental Distilling Corporation, a Delaware corporation, has registra- 
tion No. 311038 for its “Charter Oak” mark, and Old Charter Distillery 
Company holds registration No. 321823 for “Old Charter,” by assignment 
from the registrant, Bernheim Distilling Company.' 


The Old Charter company began the contest on October 4, 1938, by 
applying to the Commissioner of Patents, under what was then 15 U. S. 
C. A. § 93, for cancellation of Charter Oak on the ground of confusing 
similarity ; but some months later the application was dismissed without 
prejudice. The next step was by Continental, which applied to the Com- 
missioner on February 14, 1940, for the cancellation of Old Charter’s 
certificate No. 321823, alleging it constituted a threat to, an interference 
with, and a cloud upon, its rights in its own trade-mark, Charter Oak, and 
its rights under its own certificate No. 311038. In a bill of particulars, 
Continental stated it was relying upon the confusion in trade clause of 
the statute. 


After a hearing the Acting Examiner of Interferences on September 
14, 1942, recommended the cancellation of Old Charter, and on appeal the 
Commissioner affirmed. On November 22, 1943, Old Charter Distillery 
Company filed this suit in the United States District Court for the District 
of Columbia to enjoin the Commissioner from cancelling its mark, seeking 
also an adjudication that its certificate of registration No. 321823 

“. .. is good and valid in law, and that plaintiff is the sole and exclusive 
owner of said Certificate, of the trade-mark ‘Old Charter’ set forth therein, and 
of the good will and business thereof and connected therewith, in and through- 
out the United States of America.” 


1. The Charter Oak registration, applied for November 22, 1933, was issued March 13, 
1934. The Old Charter registration, applied for on October 27, 1934, by Bernheim 
Distilling Company, a Kentucky corporation, was issued on February 19, 1935. 
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Continental Distilling Corporation, also a defendant, was served with 
process in Delaware. The District Court found for Old Charter? ana 
Continental appeals. 

First to be considered is whether Continental Distilling Corporation 
correctly contends that service upon it in Delaware did not bring it before 
the District Court here. In weighing this question, it must be remembered 
the Old Charter company was a registrant opposing cancellation of its 
trade-mark. As such it had, under § 9 of the Trade-Mark Act (February 
20, 1905, ch. 592, § 9, 33 Stat. 727) as amended, the right to appeal to 
the United States Court of Customs and Patent Appeals.? It also had the 
right, if unsuccessful in that appeal, to resort to an independent bill in 
equity against the Commissioner to prevent cancellation, under the pro- 
visions of R. S. § 4915. United States ex rel. The Baldwin Co. v. Robert- 
son, 265 U. S. 168 (1924). Nor was an unsuccessful appeal a prerequisite 
to its right to sue the Commissioner; for, under §§ 4911 and 4915 of the 
Revised Statutes, as amended by an act of March 2, 1927, 44 Stat. 1336, 
ch. 273, §§ 8 and 11, the defeated party in a cancellation proceeding may 
elect to appeal to the United States Court of Customs and Patent Appeals 
or to employ the alternative remedy of filing a bill in equity. Alexandrine 
v. Coe, 63 App. D. C. 227, 71 F. (2d) 348 (1934). 

Continental argues, nevertheless, that a registrant who has been 
defeated by the Commissioner in a cancellation proceeding cannot bring 
a bill in equity under R. S. 4915. To support the argument, which is 
contrary to the Supreme Court’s Baldwin holding, Continental says in 
its brief: 

“It is submitted that the [Supreme] Court, in the Baldwin case, erred in 
interpreting Section 9 of the Trade-Mark Act and R. S. 4915, and that Congress 

in enacting Section 9 did not intend to give the defeated registrant in a cancel- 

lation proceeding the right to bring a bill in equity.” 

The appellant also called the Baldwin opinion “unsound” and “at variance 
with the legislative intent.” It is, of course, beyond our province to say 
the Supreme Court erred in the Baldwin case, even if we thought it did. 
Not only are we bound by its ruling; we are also convinced the holding 
is correct. 


With the right of the Old Charter company to maintain an action 
under R. S. § 4915 thus established, it is relevant to note 35 U. S. C. A. 
§ 72a (1940), which is as follows: 


“Upon the filing of a bill in the district court of the United States for the 
District of Columbia wherein remedy is sought under section 63 or section 66 
of this title, without seeking other remedy, if it shall appear that there is an 
adverse party residing in a foreign country, or adverse parties residing in a 


. Judge Holtzoff’s opinion is reported as Old Charter Distillery Co. v. Ooms, 73 F. 
Supp. 539 (D.C.D.C. 1947). Final judgment was signed on June 22, 1948. 


. Originally the right of appeal was to this court, but the statute was changed 
(March 2, 1929, ch. 488, § 2(b), 45 Stat. 1476). 
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plurality of districts not embraced within the same State, the court shall have 
jurisdiction thereof and writs shall, unless the adverse party or parties volun- 
tarily make appearance, be issued against all of the adverse parties with the 
force and effect and in the manner set forth in section 113 of Title 28; pro- 
vided that writs issued against parties residing in foreign countries pursuant 
to this section may be served by publication or otherwise as the court shall 
direct. March 3, 1927, c. 364, 44 Stat. 1394; June 25, 1936, c. 804, 49 Stat. 
1921.” 


Unless it is inapplicable in the circumstances of the present case, this 
statute authorized the extraterritorial service of process upon the appel- 
lant. 


Section 72a is not applicable, says Continental, because the Commis- 
sioner could not be sued alone and therefore is not an adverse party within 
the meaning of the section. From this it is argued there are not present 
here “adverse parties residing in a plurality of districts not embraced 
within the same State.”” Our decisions in Coe v. Hobart Mfg. Co., 70 App. 
D. C. 2, 102 F. (2d) 270 (1939), and Eno v. Coe, 70 App. D. C. 337, 106 
F. (2d) 858 (1939), are cited to support the argument. 


We held in the later case of Tomlinson v. Coe, 74 App. D. C. 364, 123 
F. (2d) 65 (1941), the Commissioner is a proper party in all proceedings 
properly brought under R. 8S. § 4915, and under that statute may be sued 
alone by a registrant who has been defeated in a cancellation proceeding. 
See also Speed Products Co. v. Tinnerman Products, 83 U. S. App. D. C. 
243, 171 F. (2d) 727 (1948). So the Commissioner is a proper party 
here.* He filed an answer challenging the court’s jurisdiction, denying 
the material allegations of the complaint, and asserting his intention of 
cancelling the plaintiff’s mark unless prevented from doing so by the 
court’s order. Moreover, his counsel appeared in the District Court and 
argued in opposition to the plaintiff. In such circumstances it is unrealis- 
tic to say the Commissioner is not an adverse party. 


Continental makes the further point that this action cannot be said 
to be one in which remedy is sought under § 4915 “without seeking other 
remedy”; that therefore § 72a of Title 35 of the Code does not apply. The 
complaint here did not “seek other remedy” in our view. An injunction 
against the cancellation of the trade-mark was the remedy properly sought 
under § 4915 as construed by the Baldwin case. The only other relief 
prayed for was that the Old Charter company be adjudged the owner of 
the mark. This was not the seeking of “other remedy” but was an essen- 
tial prerequisite to the right to an injunction. Obviously the District 
Court could not enjoin the Commissioner from cancelling the mark with- 
out first determining the appellee was the lawful owner of it. So we 


4. This action was instituted before the effective date of the Lanham Trade-Mark Act, 
60 Stat. 435, 15 U.S.C.A. § 1071, which provides the Commissioner shall not be a 
necessary party in an inter partes proceeding under § 4915. 
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conclude no “other remedy” was sought. Service of the writ in Delaware 
brought Continental before the District Court. 


Next to be considered is the question of priority. There is evidence 
that “Old Charter” has been in use since 1874, while “Charter Oak” was 
first claimed on November 22, 1933. So there is no claim that the latter 
antedates the former as to original appropriation and use. Appellant’s 
position is that Old Charter was abandoned and was not in existence as 
a valid trade-mark when it claimed Charter Oak, and therefore the appel- 
lee did not obtain title through the mesne assignments from its alleged 
predecessors. Consequently the case turns on the validity of the chain 
of title asserted by Old Charter. The field of examination is narrowed 
by appellant’s concession that 


“. . . for purposes of this appeal ... Wright & Taylor, a Kentucky cor- 
poration, was the owner and user of the trade-mark ‘Old Charter’ prior to the 
advent of Prohibition.” 


If there was an abandonment, it was after the effective date of prohi- 
bition. 

We set forth here the periods during which those claimed as pre- 
decessors by the appellee are said to have owned the trade-mark Old 
Charter, and the dates of the assignments which constitute the chain 
of title claimed by appellee. 


1. Wright & Taylor, a Kentucky corporation, admittedly the owner 
of the mark at the advent of prohibition, held it from that time until 
July 18, 1933, when it sold its still substantial stock of cased Old Charter 
as well as a considerable quantity of bulk whiskey to U. S. Distillers, Inc. 
The contract purported also to sell the trade-mark Old Charter. On the 
same day, July 18, 1933, Wright & Taylor sold the trade-mark and good 
will to Wright-Tayior Distillery Company, a Kentucky corporation wholly 
owned by U. S. Distillers, Inc. 


2. U. S. Distillers, Inc., or Wright-Taylor Distillery Company (Ken- 
tucky), or perhaps both, held title from July 18, 1933, until October 2, 
1933, when they executed separate instruments of assignment to Wright 
& Taylor Distilling Corporation (Maryland). U. S. Distillers, Inc., trans- 
ferred certain trade-marks, including Old Charter, “together with the 
business and good will incident to the sale of whiskey thereunder, and all 
labels and other indicia of ownership used in connection with said busi- 
ness.” The sale included warehouse receipts for more than 1,100 barrels 
of whiskey and the assignor’s rights under a contract with Stitzell, an- 
other distiller, by which Stitzell had agreed to manufacture 411 additional 
barrels for U. S. Distillers, Inc., without cost. Wright-Taylor Distillery 
Company (Kentucky) assigned the mark Old Charter and other marks, 
together with good will, reciting that it did so pursuant to its parent’s 
agreement that it would. On the same day Wright & Taylor, the Ken- 








41 T.M.R. CONTINENTAL DISTILLING v. OLD CHARTER 39 





tucky corporation which had made the assignments of July 18, 1933, 
executed to Wright & Taylor Distilling Corporation (Maryland) an instru- 
ment of quitclaim to Old Charter and other trade-marks, together with 
good will, reciting that it did so pursuant to its agreement with U. S. 
Distillers, Inc. 


3. Wright & Taylor Distilling Corporation (Maryland) owned the 
trade-mark from October 2, 1933, until December 14, 1933, when it 
contracted to sell to Bernheim Distilling Company (Kentucky) certain 
trade-marks, including Old Charter, the good will of the business, and 
1,189 barrels of whiskey plus the 411 barrels to be produced by Stitzell. 
This was followed by an instrument of conveyance dated December 15, 
1933, which acknowledged receipt of the consideration stipulated in the 
contract of the previous day. 


4. Bernheim Distilling Company (Kentucky) owned the trade-mark 
from December 14, 1933, until March 9, 1937, when it sold and assigned 
the trade-mark and good will to Bernheim Distilling Company (Dela- 
ware). The assignment included certificate of registration No. 321823 
which had been issued to Bernheim of Kentucky on February 19, 1935, 
pursuant to its application of October 17, 1934. 


5. Bernheim Distilling Company (Delaware) owned the trade-mark 
from March 9, 1937, until June 4, 1937, when it assigned the mark and 
good will to Old Charter Distilling Company (Maryland), the appellee. 


With respect to paragraph No. 1 Continental says Wright & Taylor 
could not validly transfer the trade-mark and good will in July, 1933, 
because its activities during the period of prohibition and up to July, 
1933, were merely in the nature of a liquidation of its stock of whiskey 
and that in July, 1933, Wright & Taylor was “not actively engaged in a 
bona fide whiskey business.” Yet we find the appellant saying the follow- 
ing in its brief: 

“Upon the advent of Prohibition, Wright & Taylor, along with other dis- 
tillers, was left with a substantial stock of whiskey, both bottled and in bulk, 


which it had to dispose of through the only channel available, namely, by sales 
to druggists for medicinal purposes. 

“Naturally, it took a long time for Wright & Taylor to dispose of its large 
stock of whiskey through this limited channel of distribution and, as a result, 
Wright & Taylor still had a supply of ‘Old Charter’ branded whiskey in bottles 
as well as a supply of unbranded bulk whiskey as late as 1933.” 


This amounts to a concession that Wright & Taylor was actively engaged 
in, and was using the trade-mark in connection with, a bona fide whiskey 
business in July, 1933, as it had been all during the years of prohibition. 
Consequently it could make a valid sale of its trade-mark and good will 
on July 18, 1933. 
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Continental charges the attempted transfer of the trade-mark to U.S. 
Distillers, Inc., on July 18, 1933, was ineffective because there was no 
transfer of a business or good will. The point may be well taken. But by 
the assignment simultaneously executed to Wright-Taylor Distillery Com- 
pany, wholly owned by U.S. Distillers, Inc., the assignor transferred the 
mark and the good will as well. It follows that if title to Old Charter did 
not then vest in U. S. Distillers, Inc., it did pass to its wholly owned 
subsidiary, and Continental’s contention to the contrary must be rejected. 
We shall return later to a discussion of the effect of these two apparently 
divergent assignments. 


As to paragraph No. 2, the appellant argues further that from July 
18, 1933, to October 2, 1933, the period of ownership of U. S. Distillers, 
Inc., or Wright-Taylor Distillery Company, the trade-mark Old Charter 
was used by neither and so was abandoned. It is also asserted that the 
Maryland corporation which held the trade-mark from October 2, 1933, 
until December 15 of that year (paragraph No. 3), when it assigned to 
Bernheim of Kentucky, did not use the mark during that period and so 
abandoned it. A similar contention is made with respect to non-use by 
Bernheim of Kentucky from December 15, 1933, to March 19, 1937 (para- 
graph No. 4), from which it is insisted that Bernheim of Kentucky did 
not effectively transfer the trade-mark to Bernheim of Delaware. Con- 
sistently arguing, appellant says the transfer from Bernheim of Delaware 
to Old Charter Distilling Company (paragraph No. 5) was ineffective. 


Appellant’s assertions of abandonment, concurred in by the Com- 
missioner in argument before the District Court, are to the effect that a 
trade-mark is lost if not constantly used; that the slightest cessation of 
use® causes a trade-mark to roll free, like a fumbled football, so it may be 
pounced upon by any alert opponent. Continental says the trade-mark 
Old Charter had become “the subject of reappropriation and the property 
of the first taker’ at the time it applied for registration of Charter Oak. 


That the law is otherwise is shown by Beech-Nut Packing Co. v. P. 
Lorillard Co., 273 U.S. 629 (1927), which went up from the Third Circuit, 
7 F. (2d) 967 (1925). The facts in that case were these: In 1897 the 
Harry Weissinger Tobacco Company originated a brand of tobacco called 
“Beechnut” and registered the word as its trade-mark. In 1903 it sold 
its assets, business, good will and trade-mark to the Continental Tobacco 
Corporation, which in turn sold the mark and other assets to Luhrman 
& Wilbern Tobacco Company in return for all its issued capital stock. In 
1904 Continental Tobacco Company was merged with American Tobacco 
Company. When the latter was dissolved in 1911 pursuant to an anti- 
trust decree, the capital stock of Luhrman & Wilbern Tobacco Company 





5. In two instances it is claimed that non-use for a period of less than three months 
forfeited the mark. 
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and its trade-marks arid brands, including Beechnut, were transferred to 
P. Lorillard Company. The trade-mark Beechnut was dormant from 1910 
until 1915, when Lorillard brought out a new product under that name. 
The Beech-Nut Packing Company claimed Lorillard had abandoned the 
mark. 


Mr. Justice Holmes, speaking for the Court said (273 U.S. at 631- 
632) : 

“ . . It appears that brands of tobacco have their rise and fall in popular 
favor, and that the Beechnut had so declined that in 1910 only twenty-five 
pounds were sold, and the trade-mark was left dormant until after the dissolu- 
tion of the American Tobacco Company which then held it. This was in 1911, 
and the Lorillard Company took over the mark with many others. Then in 
connection with an effort to get a new brand that would hit the present taste, 
this mark was picked out, some of the adjuncts were changed, and in 1915 the 
new tobacco was put upon the market. Nothing had happened in the meantime 
to make the defendant’s position worse than if it had acted more promptly, and 
we see no reason to disturb the finding of two Courts that the right to use the 
mark had not been lost. The mere lapse of time was not such that it could be 
said to have destroyed the right as matter of law.” 


In addition to its argument of abandonment, the appellant urges that 
the trade-mark Old Charter should be cancelled on the ground that 
Bernheim Distilling Company obtained registration No. 321823 by fraudu- 
lently representing to the Commissioner that it had used the mark. This 
seems to us to be a strained construction of the Trade-Mark Act. Section 
2 of the Act (then 15 U. S. C. A. § 82) required the applicant for regis- 
tration to file a verified written declaration to the effect inter alia “that 
such trade-mark is used in commerce.” We have held that the requisite 
use may be shown to have occurred at any time prior to application. 
Macaulay v. Malt-Diastase Company, 55 App. D. C. 277, 4 F. (2d) 944 
(1925). We now hold use by applicant’s predecessor met the requirement 
of the statute. 


Although Continental charges that the assignment of July 18, 1933, 
from Wright & Taylor to U. S. Distillers, Inc., did not pass the trade-mark 
because neither a going business nor good will went with it, nevertheless 
it argues that Wright-Taylor Distillery Company (Kentucky), the assignee 
in the other assignment of July 18, 1933, “could not contend that U. S. 
Distillers, Inc., had no right to use ‘Old Charter’.” Appellant says, 

“Indeed, the simultaneous purported transfer of the trade-mark ‘Old Charter’ 

to two separate corporate entities by the divergent instruments [the two assign- 

ments of July 18, 1933] . . . operated, in and of itself, as an abandonment of the 


mark, since both assignee corporations (sic) could thereby claim the right to 
use the mark independently of the other.” 


Yet in the same connection appellant calls attention to the fact that 
“Wright-Taylor Distillery Company was a subsidiary of U. S. Distillers, 
Inc., so that its policies could be controlled thereby.” This statement 
refutes the argument that the divergent instruments worked an abandon- 
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ment. A court of equity, in order to do justice, does not hesitate to 
disregard a corporate entity and to recognize that all the assets of a 
solvent wholly owned subsidiary are equitably owned by the parent 
corporation. Socony-Vacuum Oil Co. v. Sheehan, 50 F. Supp. 1010 (E. D. 
Mo. 1943); Berl v. Crutcher, 60 F. (2d) 440, 444 (C. C. A. 5th 1932). 

Another contention of the appellant is that the appellee is not the 
real party in interest in this case. It is based, seemingly, on the fact that, 
since June, 1937, the sales of Old Charter whiskey have been invoiced by 
Schenley Distillers Corporation or by one of its wholly owned subsidiaries 
or affiliates other than old Charter Distillery Company, and that the 
latter’s operations have been financed by Schenley. According to a stipu- 
lation made in the District Court it seems apparent that the Old Charter 
company is wholly owned by Schenley. These considerations are not 
enough to justify the dismissal of this suit in equity on the ground that 
Old Charter Distillery Company was not the real party-plaintiff. 

We agree with the District Court that the broad equities of the situ- 
ation are strongly with the appellee. The trade-mark Old Charter, which 
seems to be regarded as having substantial value, has been in continuous 
use for three-quarters of a century, with only slight interruptions. It 
would be inequitable, in our view, to take this valuable right from its 
owner on any of the technicalities relied upon by the appellant. 


Affirmed. 


KNICKERBOCKER PLASTIC CO. INC. v. ALLIED MOLDING 
CORP. ET AL. (2 CASES) 


C.A. 2—October 26, 1950 


DESIGN PATENTS—Validity—General 

Statute grants protection only to person who has invented a new, original and 
ornamental design for article of commerce. 

. “Invention” required in design patent cases, means the same exceptional talent 
‘’ required for a mechanical patent. 

Unstartling regrouping of old elements not rising above the commonplace nor 
demonstrating originality may not be called “invention” for purposes of patent 
validity. 

High sales and continued consumer demand may tip scales when case is other- 
wise evenly balanced, but fact that product has enjoyed considerable commercial 
success does not render patent valid. 

DESIGN PATENTS—Validity—Particular Instances 

Design patent covering toy duck design held invalid as lacking in originality 
when compared with Walt Disney’s Donald Duck and Donald’s three nephews 
Dewey, Huey and Louie. 


Appeal from Southern District of New York. 


Two consolidated unfair competition and design patent infringement 
suits by Knickerbocker Plastic Company, Inc. against Allied Molding 
Corporation and against B. Shackman & Company, Inc. Defendants 
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appeal from judgments holding design patent valid and infringed and 
granting injunction and accounting. Reversed. 


Charles Sonnenreich (Arthur N. Seiff on the brief) for defendants- 
appellants. 

Max Shlivek (Shlivek & Brin and Saul S. Brin on the brief) for plain- 
tiff - appellee. 


Before L. HAND, SWAN and CLARK, Circuit Judges. 
CLARK, C. J.: 


On July 30, 1946, Design Letters Patent No. 145,344 were issued on a 
toy duck design to Constance Ray White, wife of the president of plaintiff- 
appellee Knickerbocker Plastic Company, Inc. Now the assignee of the 
patent, Knickerbocker, thereunder manufactures in plastic large quantities 
of these ducks as children’s playthings. Defendant Allied Molding Cor- 
poration manufactures similar ducks which it purveys to defendant B. 
Shackman & Company, Inc., and others for resale. 

In 1947 Knickerbocker, a California corporation, sued Allied, a New 
York corporation, in the Supreme Court of the State of New York, charg- 
ing unfair competition in Allied’s manufacture of the similar duck in 
question and asking for an injunction to stop it. Because of the diverse 
citizenship of the parties Allied removed the action to the United States 
District Court for the Southern District of New York. Plaintiff then 
amended its complaint to charge patent infringement as well and addi- 
tionally brought suit against Shackman in the same court on the same 
two charges. Both defendants denied infringement and unfair competi- 
tion and counterclaimed for a declaratory judgment that the patent was 
invalid and void. By stipulations between the parties the two cases were 
tried together and were later consolidated for this appeal. 


Upon trial the District Court dismissed the first count, that for 
unfair competition, but on the patent issue found both infringement and 
validity. Defendants Allied and Shackman now appeal from an inter- 
locutory order of November 28, 1949, which awarded plaintiff an account- 
ing and enjoined the defendants from further manufacture, sale and 
distribution of the offending ducks. Plaintiff took no appeal from the dis- 
missal of the unfair competition count. 

We think the judgment must be reversed because the patent is invalid. 

We start here with a toy of pleasing design and attractive color and 
cost, made of the newly developed plastic material and of undoubted 
commercial success. Is that enough? We must, however, come back to 
the originality of the design itself, for, however much the use of plastic 
may have contributed to this success, it concededly was not the invention 
of this plaintiff and is not claimed as a part of the design. As the District 
Court properly states: “Of course, the use of a plastic material, new in 
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the toy field, in no way is one of the elements that would make this toy 
design patentable. It is not so claimed by plaintiff.” The same is true of 
other contributing factors beyond the design. 

Upon the sole issue, therefore, of the validity of the design the perti- 
nent statute (35 U. S. C. A., sec. 73) grants protection only to a person 
who has “invented” a “‘new, original, and ornamental design for an article 
of manufacture.” Hence, as the Court of Customs and Patent Appeals 
has put it succinctly (In re Faustmann, C. C. P. A., 155 F. 2d, 388, 392) : 
“Thus it is seen that the authority for granting a design patent is based 
upon four propositions—the design must be new, original, ornamental, 
and must be the product of invention.” The court added: “In mechanical 
patents a combination of old elements is not invention unless there is a 
new and unexpected coaction between the consolidated elements producing 
a new result not flowing from the individual characteristics of each of 
the elements. Now, in a design combination such as we have at bar, if 
coaction between the consolidated elements is to be regarded as necessary 
it must flow from a new, unexpected, ornamental and pleasing appearance 
brought about by the putting together of the old elements.” 

So our court has held that “‘a design patent must be the product of 
‘invention,’ by which we mean the same exceptional talent that is required 
for a mechanical patent” (Nat Lewis Purses, Inc. v. Carole Bags, Inc., 
2 Cir., 83 F. 2d, 475, 476; see also Friedley-Voshardt Co. v. Reliance Metal 
Spinning Co., District Court, Southern District of New York, 238 F., 800, 
801). Thus it is now too late to urge that an unstartling regrouping of 
old elements, which does not “‘rise above the commonplace” or demonstrate 
“originality which is born of the inventive faculty,” may be called “inven- 
tion” for the purposes of patent validity (Krem-Ko v. R. G. Miller & Sons, 
2 Cir., 68 F. 2d, 872; Neufeld-Furst & Co. v. Jay-Day Frocks, Inc., 2 Cir., 
112 F. 2d, 715; Kraus v. Newman, 2 Cir., 178 F. 2d 655). 

We do not think that plaintiff demonstrated the necessary originality 
for a design patent here. Defendants contended that the plastic quality 
of the duck was responsible for its considerable success; on the other 
hand plaintiff claimed that the design was the governing factor. But 
upon comparing this design with that of a more famous predecessor—now 
a household friend to young America—the Walt Disney Donald Duck, and 
perhaps even more with those of Donald’s three nephews, Dewey, Huey 
and Louie, the claimed originality of this design quite vanishes. Plain- 
tiff’s president, who testified that he was the original licensee to manu- 
facture and sell the Disney Donald “in plush and in plastic,” discontinuing 
it after the fifth year because the earlier wide sales had fallen off to a 
point where he could no longer pay the guaranteed royalties, also testified 
to the considerable efforts over a period of time by his wife to produce 
an original design. Nevertheless, so pervasive has been the original Don- 
ald that we do not think she was able to get out from his shadow. The 
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elements relied on as original are stated in the court’s finding “that said 
design does not approximate the natural features of a duck; that the 
features of the toy duck depicted by said designs are unnatural, ac- 
centuated and grotesque in appearance as indicated by the upturned, 
short and broad bill, bulging eyes, the shape of the body, the wing- 
structure and the curled-up tail.” The bill, the eyes, the body, the wings 
and the tail all seem—to the naked judicial eye, which may well be thought 
to approximate that of the infant for whom these toys are made—to be 
pretty substantially duplicated in one or more of the four Disney ducks. 
Even if they were not, the Disney product had so popularized the not too 
unusual idea of a grotesque animal design for this particular fowl that 
more than this type of change would appear to be needed to show inven- 
tion. 


The district judge admitted that he was impressed by the plaintiff’s 
sales of the toy—almost 3,500,000, according to the plaintiff’s president, 
in the summer of 1947, and over 8,000,000 from 1946 to 1949, though 
with a drop in sales (of undefined amount) after the August, 1947, peak. 
While this, of course, is an evidentiary factor to be considered along with 
other proof, the Supreme Court has recently admonished in Jungersen v. 
Ostby & Barton Company (335 U. S., 560, 567) that the fact that a 
“process has enjoyed considerable commercial success, however, does not 
render the patent valid.” High sales and continued consumer demand may 
tip the scales when the case is otherwise evenly balanced. Here it does 
not seem to us that the plaintiff came that close to proving its case. 


Moreover, even had we thought this a case for resort to such props we 
must have found the evidence not over-informative. Gross sales in a vast 
country accustomed to wide distribution of manufacturing products can 
mean little without some showing of what would be ordinary or even 
desultory sales of a gay plastic duck or other bathtub toy. And even had 
some semblance of such a comparative yardstick been furnished there 
would still remain the serious question how much a combination of success- 
ful advertising with the obvious attraction of the light and durable plastic 
material had caused or contributed to the outcome. Nor are we shown 
what the earlier growth and decline of the sales of the Disney duck over 
the five-year period in which the plaintiff participated meant in terms of 
actual figures which could be compared with those here; even were we to 
assume that plaintiff had given some renewed stimulus to the conception 
of the grotesque duck as a toy, the present apparent trend downwards 
would suggest the ephemeral sales life characteristic of such toys. Com- 
pare the comparable situation disclosed in Kraus v. Newman (supra). 


In each case the interlocutory decree is reversed and the action is 
ordered dismissed. 
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FRIEND, ET AL., DOING BUSINESS AS S. H. FRIEND, ET AL. v. 
GRANAT BROS. ETC. 


Nos. 12407-12408—C. A. 9—October 25, 1950 


TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
“Wed-Lok,” used on wedding and engagement ring ensembles mechanically 
locked or fastened together, held a valid trade-mark and not primarily descriptive. 
TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Feature Lock” held not confusingly similar to ‘‘Wed-Lok,” used on similar 
goods. 
UNFAIR COMPETITION—Basis of Relief—General 
Notices of infringement sent in good faith, by plaintiff to defendant’s customers, 
held not to constitute unfair competition where suit was seasonably brought. 


Appeal from Northern District of California. 


Trade-mark infringement and unfair competition suit by Granat Bros. 
against Samuel H. Friend, S. Herbert Friend, and Leonard V. Block, 
copartners doing business as S. H. Friend, Feature Ring Co., Inc., Her- 
bert Brown, and Feature Ring Co. Defendant, Feature Ring Co., Inc., 
counterclaims for unfair competition. All parties appeal from judgment 
dismissing complaint and counterclaim. Affirmed. 


James M. Naylor and Naylor & Lassagne, of San Francisco, Cal., 
(John Vaughan Groner, of New York, N. Y., of counsel) for appellants 
Feature Ring Co. et al. 


Mellin, Hanscom & Hursh, Oscar A. Mellin, LeRoy Hanscom, and Jack 
E. Hursh, of San Francisco, Cal., for appellant Granat Bros. 


Before HEALY, BONE and POPE, Circuit Judges. 
PER CURIAM: 


Appellant Granat Bros. has for a number of years advertised and 
marketed at wholesale and retail a wedding and engagement ring ensemble 
for which it has registered and used the trade-mark “WED-LOK.” In use 
its rings are mechanically locked or fastened together. Claiming infringe- 
ment and unfair competition, it brought suit to enjoin Samuel H. Friend 
and others from using the trade-mark “FEATURE LOCK” in the adver- 
tising and sale at retail of similar wedding and engagement ring ensem- 
bels purchased from Feature Ring Co., Inc. The latter, which is in the 
business of manufacturing and selling at wholesale interlocking ring 
mountings under the Feature Lock trade-mark, intervened as a defendant 
and filed a counterclaim alleging harassment by Granat Bros. of Feature’s 
customers and potential customers by unwarranted claims of infringe- 
ment. 
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Upon the trial the court found that the Wed-Lok trade-mark is not 
primarily descriptive, as asserted by Feature, but is used in a suggestive 
or figurative sense, and is a valid mark. It found, on the other hand, that 
the words Feature Lock are sufficiently distinct from Granat Bros.’ mark 
as to preclude likelihood that the Feature Ring Co.’s product will be 
passed off as those of Granat, and further, that the evidence failed to show 
confusion in the minds of customers; hence that neither infringement nor 
unfair competition had been established. In respect of the counterclaim 
interposed by Feature Ring Co., it found that the notices of infringement 
sent out by Granat to the customers of the former were sent in good faith, 
and that since suit was seasonably brought by Granat, no sufficient 
grounds existed for Feature’s counterclaim. 


Both sides have appealed. We see no reversible error in the findings 
or decision below, and the judgment is accordingly affirmed. 


DUBIL ET AL. v. RAYFORD CAMP & CO. ET AL 
No. 12403— C.A. 9—October 18, 1950 


CourTs—J urisdiction—General 

Question of trial court’s jurisdiction of subject matter is open on appeal and 
parties are not estopped by positions taken in court below. 

Distinction to be observed, under Hurn v. Oursler rule, is between case where 
two distinct grounds in support of single cause of action are alleged, only one of 
which presents a federal question, and case where two separate and distinct causes 
of action are alleged, only one of which is federal in character. 

On facts of record, court below held in error in entering judgment upon non 
federal cause of action based on trade-mark infringement and unfair competition, 
which is separate and distinct from federal cause of action for alleged patent 
infringement. 

Courts—Costs—Attorney’s Fees 

Judgment awarding attorney’s fees set aside where, on facts of record, court 
based its conclusions as to reasonableness of amount upon time expended by 
defendant’s counsel on trade-mark and unfair competition action as well as patent 
infringement. 

Court does not decide whether award of reasonable attorney’s fees, made in case 
in which an action on a patent has been properly joined with another cause of 
action, must be based solely on work done in connection with patent infringement. 

Either unreasonable prolongation of trial in patent infringement suit or fraud 
practiced upon the Patent Office in obtaining patent would justify allowance of 
attorney’s fees, under the statute, but trial court must make plain the precise basis 
for its conclusion. 

Duty of reviewing court with respect to trial court’s award of attorney’s fees 
is limited to correcting abuse of discretion amounting to caprice or errors of law. 

On facts of record, amount of fees allowed by trial court held excessive. 

Mere licensee, not connected with prosecution of patent application or otherwise 
with alleged fraud of co-plaintiff, may not be held liable for attorney’s fees granted 
to defendant on the basis of fraud upon the Patent Office committed by patentee. 
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Courts—Pleading and Practice—Res Judicata 
Decree in prior suit on same patent but against third parties held not res 
judicata. 


Appeal from Southern District of California. 


Patent and trade-mark infringement and unfair competition suit by 
William J. Dubil, Edward J. Hubik, and Earl F. Shores against Rayford 
Camp & Co. and Rayford Camp. Defendants counterclaim for cancel- 
lation of plaintiff’s state registration. Plaintiffs appeal frorh judgment 
dismissing both complaint and counterclaim. Affirmed in part, reversed 
in part and remanded. 


C. G. Stratton, of Los Angeles, Cal., for appellants. 


Harris, Kiech, Foster & Harris, Ford Harris, Jr., and Warren L. Kern 
(George M. Breslin and Bodkin, Breslin & Luddy of counsel), of Los 
Angeles, Cal., for appellees. 


Collins Mason, Mason & Graham, Philip Subkow, Fulwider & Mat- 
tingly, Hazard & Miller, C. Lauren Maltby, John Flam, Alan Franklin, 
William R. Litzenberg, and R. S. Berry, of Los Angeles, Cal., as amicus 
curiae. 


Before BIGGS (designated from Court of Appeals for the Third 
Circuit) and STEPHENS, Circuit Judges, and DRIVER, District Judge.* 


Biaas, C. J.: 


Dubil, Hubik and Shores, the appellants, brought suit in the court 
below under R. 8. Section 4921 (as amended by the Act of August 1, 1946, 
Section 1, 60 Stat. 778, 35 U.S.C.A. App. Sec. 70) alleging the infringe- 
ment by Rayford Camp' of Patent No. 2,052,221 for a “Method of Pre- 
paring Fresh Meat” issued to Dubil and Hubik, Shores was a licensee 
under the patent. As a second and further cause of action against Camp 
the appellants asserted that he was guilty of unfair competition in simu- 
lating a trade-mark label “Chip Steaks” and using it for the sale of 
steaks, that trade-mark having been registered by Hubik with the Secre- 
tary of State of California under Section 14,230, California Business and 
Professions Code. 


Rayford Camp filed an answer and a counterclaim. The counterclaim 
asserted that Hubik’s trade-mark “Chip Steak” had been illegally granted 
by the State of California and prayed for its cancellation. After extended 
hearings the court below held that the disclosures of the patent had been 
anticipated by the prior art? and that Hubik and Dubil had made repre- 


* Judge Driver, who was designated to sit as a member of the panel to hear this 
case, was unavoidably absent at the argument. It was stipulated by counsel for 
the parties in open court that the case should be submitted to him for decision 
upon the briefs and record. 

. Rayford Camp did business under the fictitious name of Rayford Camp & Co. 

. The court did not consider the issue of infringement. 
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sentations to the Patent Office which were knowingly false and that the 
patent was invalid for this reason as well. The court concluded also that 
the charge of unfair competition had not been sustained, that Camp’s 
counterclaim to cancel Hubik’s state trade-mark should be dismissed and, 
finally that Camp should receive a sum of money? “as attorney fees and 
costs” against the appellants. See 86 F. Supp. 570-573, Finding of Fact 
XXXII and Conclusion of Law XIV (originals). In the final decree it 
was ordered that Camp should recover from the appellants “jointly and 
severally” attorneys’ fees in the amount of $15,000. Judgment was entered 
and Dubil, Hubik and Shores have appealed. 


Though the appeal in form is from the judgment in its entirety the 
appellants have made it clear by their briefs and oral argument that the 
appeal is pressed in respect to two points only: (1) that the award of 
$15,000 was not authorized by law, and, in any event, was excessive; and 
(2) that the lower court lacked jurisdiction to try the claims of state 
trade-mark infringement and unfair competition. We consider the second 
point decisive in the instant appeal for reasons which will hereinafter 
appear. 


The leading case on the subject of joinder of federal and non-federal 
causes of action is, of course, Hurn v. Oursler, 289 U. S. 238 [83 TMR 
267]. Mr. Justice Sutherland stated: “But the rule [of joinder of causes 
of action] does not go so far as to permit a federal court to assume 
jurisdiction of a separate and distinct non-federal cause of action because 
it is joined in the same complaint with a federal cause of action. The 
distinction to be observed is between a case where two distinct grounds 
in support of a single cause of action are alleged, one only of which 
presents a federal question, and a case where two separate and distinct 
causes of action are alleged, one only of which is federal in character. In 
the former, where the federal question averred is not plainly wanting in 
substance, the federal court, even though the federal ground be not 
established, may nevertheless retain and dispose of the cases upon the 
non-federal ground; in the latter it may not do so upon the non-federal 
cause of action.” Id. at pp. 245-246. 


3. The symbol and figures “$20,000.00” are typed in the opinion. The court allowed 
$15,000.00. There were certain alterations and erasures in the findings of fact and 
conclusions of law and in the final judgment. But in the view which we take of 
the case it is unnecessary to deal with these facts or with the contentions of the 
respective parties concerning them. 

. The appellants insisted in the court below that that tribunal had the power or 
jurisdiction to try all the clauses of action asserted, not merely the action based 
on patent infringement. Camp took the opposite view. On the appeal Camp insists 
in effect that the appellants are now estopped to raise the issue of the court’s 
jurisdiction to try the state trade-mark infringement and unfair competition 
actions. On the other hand the appellants take the position that Camp is not now 
in a position to contend that the court below possessed jurisdiction to try the state 
trade-mark infringement and unfair competition actions. The question, however 
since it is one of jurisdiction, is open. 
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The cause of action arising out of trade-mark infringement and unfair 
competition arises out of the law of California. This fact is undecisive. 
What is decisive is that there are two separate and distinct causes of 
action, one federal, one state, and the grounds, the operative facts, in 
support of each are not the same but are very different. The patent con- 
tains only “method” claims. The fact that Camp allegedly simulated Hu- 
bik’s trade-mark to sell his, Camp’s, steaks, bears no relation to the 
alleged patent infringement. The instant case therefore falls within the 
second category designated by Mr. Justice Sutherland in Hurn v. Oursler. 
In the case at bar the federal and non-federal causes of action may not 
be joined. We so interpret the law. The court below, therefore, was in 
error in entering judgment upon the non-federal cause of action based 
on trade-mark infringement and unfair competition, for it was without 
jurisdiction to do so. 


Upon examination of the record® it is apparent that in allowing 
attorney fees in the sum of $15,000 the court based its conclusions as to 
reasonableness of amount upon the time expended by Camp’s counsel not 
only in connection with the patent infringement action but with the trade- 
mark and unfair competition action as well. The statute in pertinent 
part provides that “The court may in its discretion award reasonable 


attorney’s fees to the prevailing party upon the entry of judgment on any 
patent case.” 35 U.S.C.A. App. § 70. It is unnecessary to decide in the 
instant case whether an award of a reasonable attorney’s fee made in a 
case in which an action on a patent has been properly joined with another 
cause of action (one for unfair competition, for example) must be based 
solely on the work done by the attorney in connection with the cause of 
action arising on the patent or whether the fee may be enlarged by virtue 
of the work done by the attorney in connection with the other cause of 
action. In this respect note the phrase of the statute “* * * upon the 
entry of judgment upon any patent case.” But it is clear, we think, that 
an award of an attorney’s fee may not be made in connection with a 
cause of action over which the court had no jurisdiction. It follows that 
that portion of the judgment awarding the fee must be set aside and 
and the court below must redetermine what are reasonable attorneys’ fees. 


Other points remain for discussion. In its opinion in the instant case, 
86 F. Supp. at p. 573, referring to a previous suit, No. 274-B Civil, 
brought in the court below by Dubil and Hubik against other defend- 
ants, Landau and Levy, charging them with the infringement of Patent 
No. 2,052,221, the court was of the view that the case (No. 274-B Civil) 


5. We caused the original record to be transmitted to this court. 
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had been disposed of by “a consent decree” and concluded that such 
a decree would not be controlling in determining the validity of the patent 
in the instant suit. No doctrine of res judicata or estoppel would be 
applicable in the instant case in any event but the trial court in determin- 
ing whether or not the appellants had a “justifiable cause of filing or 
prosecuting this action,” should consider the fact that the suit referred 
to was disposed of by a consent decree only as to Landau. See Findings of 
Fact XV and XXVII. As to Levy there seems to have been an actual 
adjudication of the suit on the merits. We do not of course deem this to 
be a controlling fact but it is one of the circumstances to be considered 
with all other pertinent data by the court below. 


In Finding of Fact XXXII the court below found not only that the 
appellants did not have justifiable cause for prosecuting the action but 
also that the trial of the action was unreasonably prolonged by the appel- 
lants. “For all of which,” said the court, Camp was entitled reasonably 
to recover a sum of money “as attorneys’ fees and costs’’® against Dubil, 
Hubik and Shores. But, as we have said, in Finding of Fact XIV the 
court below found that the patent had been procured by fraud practiced 
by Hubik and Dubil on the Patent Office and therefore was invalid.” In 
view of this finding we conclude that the fraud was considered as an 
essential element in the lower court’s conclusion that the appellants did 
not have justifiable cause for prosecuting the action. Conclusion of Law 
VII states that the patent is invalid for the reason that it was granted 
“upon material misrepresentations made * * * to induce the issuance 
thereof.” Either ground, unreasonable prolongation of the trial or fraud 
practiced upon the Patent Office, in our opinion would justify the allow- 
ance of attorneys’ fees under the statute. See Lincoln Electric Co. v. Linde 
Air Products Co., D.C.N.D. Ohio, 74 F. Supp. 293, 294, and Aeration 
Processes v. Walter Kidde & Co., D.C. W.D. N.Y., 84 F. Supp. 132. The 
court below, however, has not made plain precisely what was the basis of 
its conclusion in this regard. It must do so. 


As we have just said, the basis on which attorney’s fees are to be 
awarded must be stated clearly. Otherwise it becomes the duty of the 
reviewing court to set the award aside. It is not the duty of the reviewing 
court to interfere with the exercise of the discretionary power confided 
to the trial courts by Congress to award attorney’s fees in proper cases 
except where there is an abuse of discretion amounting to caprice or an 


6. See note 3, supra, and compare Paragraph VIII of the final decree which follows 
the language of the statute; vide, “attorneys’ fees.” 

7. It is not necessary to decide in the instant case whether the court below had the 
power to declare the patent invalid because of a fraud practiced upon the Patent 
Office for, as will be remembered, the court below also found the patent invalid 
over the prior art. If a patent is to be cancelled the usual procedure is for the 
United States to file a suit in —, ——— the patentee. United States v. Ameri- 
can Bell Telephone Co., 128 U.S. 315 
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erroneous conception of law on the part of the trial judge.* But since the 
amount to be allowed, as well as those defendants against whom it is to 
be taxed, is to be considered again by the court below upon remand, we 
think we should not refrain from stating that the amount of fees allowed 
by the trial court, even assuming that the action for trade-mark infringe- 
ment and unfair competition was properly before the court, was excessive. 
Not more than nine days were expended during the trial. If we assume 
that an equal amount of time was spent in the taking of depositions, 
plant examinations and in preparation, we find that the winning attorneys 
would be compensated under the court’s order at a rate in excess of $800 
a day. The patent involved was a simple one. After a complete examina- 
tion of the record we think our estimate of the time expended, if anything, 
is overgenerous. But assuming it were not, a fee of $15,000, based upon 
the patent infringement action alone, would be so excessive that it could 
not be sustained. 


As to the plaintiffs against whom the reasonable attorney’s fees may 
be taxed we find no support in the record for that portion of Finding of 
Fact XIV which states that false representations were made by Dubil to 
the Patent Office, or any proof that would support a conclusion that 
Dubil knew that the matter contained in the affidavit was false. It is 
clear that Hubik knew that he, Hubik, had made a false affidavit for he 
cynically admitted as much during the course of the trial in the court 
below. Dubil, however, was the “applicant” and it may be that he should 
bear the burden of Hubik’s fraud. This is a matter which should be con- 
sidered by the court upon remand. 


There is no showing that Shores had anything to do with the prose- 
cution of the application in the Patent Office er was in anywise connected 
with Hubik’s fraud. He was a mere licensee authorized to practice the 
process of the patent in a limited area in and near Los Angeles. If he was 
not connected with the proceedings in the Patent Office or with the fraud, 
it is obvious that he may not justly be held liable for attorneys’ fees if the 
basis of the allowance is to be fraud upon the Patent Office. This also is 
a matter to be considered by the court below upon remand. 


Paragraph I of the judgment is affirmed. Paragraphs II, III and IV 
are reversed. Paragraph V is affirmed. Paragraph VI is affirmed. Para- 
graph VII is vacated. The cause is remanded for further consideration in 
accordance with this opinion. 


8. See Dixie Cup Co. v. Paper Container Mfg. Co., 6 Cir., 174 F. 2d 834, cert. den. 
eg z 867, and Blanc v. Spartan Tool Co., 6 Cir., 168 F. 2d, 296, cert. den. 335 
. S. 853. 
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THE ALLIGATOR COMPANY v. CIAROCHI, ETC. 
No. 7569—U. S. D. C. E. D. Pa.—November 22, 1950 


TRADE-NAMES—Confusing Similarity—Particular Instances 
“The House That Alligator Built,” held a colorable variation of “The House of 
Alligator Leather” and “The House of Alligator Leather Accessories.” 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Scope of Relief—Particular 
Instances 
INJUNCTIONS—Enforcement—Contempt 

“The Only Alligator Belt Specialist in America,” held to violate injunction 
restraining defendant from using or displaying the word “Alligator” in connection 
with advertising and sale of various articles. 

The phrases “Handsome Alligator Belt” and “Alligator Belts,” held violations 
of the same paragraph (a) of the injunction. 

“The House That Alligator Leather Built,” held a violation of injunction 
restraining defendant from using the designations “The House of Alligator” and 
“The House of Alligator Leather Accessories.” 

On facts of record, defendant’s use of “Styligator” and “Quoth The Alligator, 
‘I'd Give My Life To Be A Styligator’,” held not to violate consent judgment or 
injunction. 

No compensation awarded plaintiff, but defendant ordered to discontinue use 
of designations and phrases held to violate injunction previously issued. 


Trade-mark infringement and unfair competition suit by The Alligator 
Company against Carlo C. Ciarochi, doing business as Style Belt Company. 


Plaintiff’s motion to have defendant adjudged in contempt of court 
granted. 


John D. Meyers, of Philadelphia, Pa., for plaintiff. 
Furia & DiCintio, of Philadelphia, Pa., for defendant. 


MCGRANERY, D. J.: 


Plaintiff has filed a motion that defendant be adjudged in contempt 
of an order of this Court for failure to obey an injunction. The facts, 
briefly, are found as follows: 


1. On November 24, 1947 a consent judgment was entered against 
the defendant, containing an injunction preventing the defendant 


(a) from using or displaying, in connection with the advertising and 
sale of belts, tie clips and other articles of apparel or adornment, the 
word “alligator” prominently and distinctively ; or in any other manner, 


except as it may occur without emphasis in the body of a paragraph; 
or except as it may occur in the phrase “made of alligator leather,” 
“genuine imported alligator leather,” or the like; or 


except as it may occur unemphasized in a sentence or phrase if 
modified by a preceding word or words indicating its use in its prim- 
ary, dictionary sense; or, except as it may be preceded by a prominently 
and distinctively displayed trade-mark or trade name belonging to 
defendant. 
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(b) From otherwise infringing plaintiff’s registered trade-mark AL- 
LIGATOR. 

(c) From using or displaying the designations “The House of Alli- 
gator” and “The House of Alligator Leather Accessories,” or any other 
designation serving to identify defendant, or his business, or good will, 
which contains the word “alligator,” except as it may form a part of the 
phrase ‘made from alligator leather,” or the like. 

(d) From otherwise unfairly competing with plaintiff by the use of 
advertisements in which the word “alligator” is so used as to cause 
the public to infer there is a trade connection between defendant and 
plaintiff. 

2. Subsequently to the date of the consent decree: 

(a) defendant has used and displayed the designation “The House 
That Alligator Leather Built” to identify defendant, and his business and 
his goodwill; 

(b) defendant has used and displayed the designation “Quoth The 
Alligator, ‘I’d Give My Life To Be A Styligator’” to identify defendant, 
and his business and his goodwill; 

(c) defendant has used and displayed the phrase “The Only Alligator 
Belt Specialist in America,” in connection with the advertising and sale 
of belts; 

(d) defendant has used and displayed the phrase “Handsome Alliga- 
tor Belt” and the phrase “Alligator Belts,” in connection with the 
advertising of belts; 

(e) defendant has used and displayed the designation “Styligator” in 
connection with the advertising and sale of belts, wallets and other articles 
of apparel and adornment. 


Discussion 
The designation “The House That Alligator Leather Built” is clearly 
a violation of paragraph (c) of the injunction. The phrase is patently a 
colorable variation of the enjoined designations “The House of Alligator 
Leather” and “The House of Alligator Leather Accessories.” Nor does 
the designation qualify as an exception to the injunction. 


The phrase “The Only Alligator Belt Specialist in America’ falls 
directly under the ban of paragraph (a) of the injunction. The word 
“alligator” is displayed prominently and distinctly, and it does not occur 
unemphasized in a sentence modified by a preceding word or words indi- 
cating its use in its primary, dictionary sense. If it is true that the 
word “alligator’”’ as so used does actually refer to an animal, or that it 
would convey such a meaning to the trade, as it very well might, that is a 
matter which was settled in framing the terms of the consent decree. The 
injunction, as written, has been violated. The phrases “Handsome Alli- 
gator Belt’ and “Alligator Belts” are similarly objectionable. 
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The designation “Styligator” is claimed by plaintiff to be prohibited to 
the defendant under the terms of the injunction. With this contention I 
cannot agree. There is some similarity of sight and sound between the 
two words, and perhaps the plaintiff would be entitled to a separate 
injunction preventing the defendant use of the designation as infringing 
on its own trade-mark, see City of Campbell, Mo. v. Arkansas Mo. Power 
Co., 8 Cir., 65 F. 2d 425; or to relief under paragraphs (b) and (d) of 
the injunction, upon the presentation of the proper evidence. Such evi- 
dence, e.g., the confusion of the public or the trade by defendant’s use of 
the designation, was not adequately presented, and I cannot find as a fact 
that the plaintiff’s trade-mark has been infringed, or that there has been 
unfair competition by defendant. See Singer Mfg. Co. v. Seinfeld, 2 Cir., 
89 F. 2d 35 [27 TMR 364]. The issue framed by the plaintiff’s presenta- 
tion of his case is merely whether the designation “Styligator” is a 
colorable variation or evasion of the enjoined usage of the word “alli- 
gator.” The side by side comparison, despite the similarity, is not con- 
clusive; and in view of the defendant’s evidence, I feel that his designation 
is not a mere colorable imitation and that it escapes the interdiction of 
the consent decree on this motion. 

Consequently, the slogan, “Quoth The Alligator, ‘I’d Give My Life To 
Be A Styligator’,” does not offend on the ground of its inclusion of the 
designation “Styligator.” Further, the word “Alligator” in that slogan, 
being preceded by the definite article, distinctly refers to an animal under 
the specific exception to paragraph (c) of the injunction. If the slogan is 
in any way effective to disparage the plaintiff’s good will and reputation, 
that is a matter which he is at liberty to pursue with the presentation 
of the proper evidence in the appropriate manner. He cannot, however, 
fit the slogan into the four corners of the injunction merely by pointing 
to it. 

The defendant’s motion to dismiss, on the ground that plaintiff’s 
motion fails to state any claim upon which relief can be granted, will be 
denied. And, in view of the foregoing discussion, defendant’s motion to 
dismiss, on the ground that contempt proceedings do not lie because the 
allegedly new illegal acts were not merely colorable variations or evasions 
of the enjoined act, will likewise be denied. 


Conclusions of Law 
1. The use by the defendant of the designations and phrases: 
(a) “The House That Alligator Leather Built.” 
(b) “The Only Alligator Belt Specialist in America,” and 


(c) “Handsome Alligator Belt’ and “Alligator Belts” constitutes a 
violation of the final consent judgment of November 24, 1947, and a 
violation of the injunction issued pursuant thereto. 


2. The use by the defendant of the designations and phrases: 
(a) “Styligator” and 
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(b) “Quoth The Alligator, ‘I’d Give My Life To Be A Styligator’ ” 
does not constitute a violation of the consent judgment of November 24, 
1947, or a violation of the injunction issued pursuant thereto. 


3. The defendant is ordered to discontinue the use of the designations 
and phrases listed in the First Conclusion of Law, in connection with the 
advertising and sale of belts, tie clips and other articles of apparel or 
adornment, or to identify defendant, his business or good will. 


4. Defendant’s motion to dismiss is denied. 
5. No compensation is awarded to the plaintiff herein. 


HODGSON, ET AL. v. FIFTH AVENUE PLASTICS, INC., ET AL. 
No. 62-81—U.S.D.C.S.D.N.Y.—November 17, 1950 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Crazy Stuff” held not confusingly similar to “Silly Putty,” used on the same 
goods. 
Courts—Preliminary Injunctions—General 
Motion for preliminary injunction denied where plaintiffs failed to prove that 
their product and the container in which it is sold had acquired a secondary 
meaning; and plaintiffs failed to show likelihood of irreparable damage justifying 
injunctive relief before trial. 


Trade-mark infringement and unfair competition suit by Peter Hodg- 
son and Marketing, Inc. against Fifth Avenue Plastics, Inc., and Mavco, 
Inc. Plaintiff’s motion for injunction pendente lite denied. 


Rogge, Fabricant, Gordon & Goldman (Murray A. Gordon of counsel), 
of New York, N. Y., for plaintiffs. 

Holland, Armstrong, Bower & Carlson (John M. Cole, Norman N. 
Holland, and Thomas M. Cooney of counsel), of New York, N. Y., for 
defendants. 


RYAN, D. J.: 


Plaintiffs move for an injunction pendente lite to restrain defendants 
from continuing to engage in the alleged infringement of plaintiff’s trade- 
mark “Silly Putty,” and in alleged unfair competition. 

Jurisdiction is claimed under the Federal Trade-Mark Act, 15 U.S.C.A. 
1121, and by reason of diversity. It appears to be unchallenged that the 
trade-mark “Silly Putty” has not been registered, although an application 
for registration is now pending in the Patent Office. Jurisdiction is, there- 
fore, based solely on diversity; the suit is for protection of an alleged 
common law trade-mark and for unfair competition. 

Both plaintiffs and defendants market an organo-silicone compound 
which possesses certain unusual characteristics; making it attractive as 
a novelty toy and entertainment device. The interesting substance is soft 
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and pliable; gently pulled, it stretches; rudely pulled, it breaks; rolled 
tightly into a sphere shape, it bounces like a ball; struck sharply, it 
shatters; pressed over fresh newsprint, it absorbs ink oils and reproduces 
the print in reverse; left at rest it liquefies and levels off. It has amused 
many, the young and the older (including a certain jurist, in his idle 
moments). The compound has, however, other more useful purposes, and 
was developed as a result of wartime research by Dow Corning Corpora- 
tion and General Electric Company. Beginning in the fall of 1944, it was 
widely publicized in trade papers as well as in magazines circulated among 
and read by the general public. It was commonly called and known as 
“bouncing putty.” It may be generally purchased from either the Dow or 
G. E. Company, at approximately $5. per pound. 


Plaintiffs place a small wad of this silicone compound in individual, 
bisected, colored, plastic eggs, and attach, by a bright red ribbon charac- 
teristically designed, circular, heavy paper tags bearing the imprint “Silly 
Putty.” The egg sells for $1. in the regular size and for $2. for the larger 
size. The eggs and their content are marketed to the retailer in cardboard, 
egg cartons in common use throughout the egg industry and identical to 
those seen in grocery and dairy stores. The trade-mark is not registered, 
and neither the plastic egg not its container is protected by a design pat- 
ent; the tag used is not the subject of either a design patent or copyright. 


Defendants’ product is also a wad of this compound in an individual, 
bisected plastic egg in appearance identical to that employed by plaintiffs. 
On the former’s egg, there is firmly attached to the exterior of it by a 
silver colored, plastic adhesive strip a thin paper, rectangular label on 
which is prominently printed the mark “Crazy Stuff.” Their product 
retails for $.69. Defendants have long been in the toy and novelty busi- 
ness, but have marketed “Crazy Stuff” since May, 1950, only. 


There is no evidence that defendants have affirmatively misrepresented 
their product as that of plaintiffs. The proof submitted does not convince 
me that defendants’ compound is inferior in its peculiar qualities to that 
of plaintiffs. Neither one manufactures the compounds used; plaintiffs 
purchase from General Electric and defendants from Dow Corning. 


The name “Crazy Stuff” does not phonetically resemble the name “Silly 
Putty”; the tags employed by defendants do not imitate or resemble plain- 
tiffs’ in color, size, form, layout or print. Visually, no confusion arises 
even from a casual glance of the two tags. The mental connotations con- 
veyed by the named “Silly Putty” and “Crazy Stuff” are not misleading 
or confusing. 


Plaintiffs’ eggs are neither unique nor novel, in form or design. They 
may be bought by any one in New York City for a nominal price, and 
have been advertised since 1948 for sale to the trade. The same is true 
of the cardboard carton. 
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Plaintiffs seek by this action to secure the exclusive right to the use 
of the bisected, plastic egg for the packaging and subsequent marketing 
of silicone compound for novelty, toy and amusement purposes. Such a 
claim to an article so common-place and so frequently used as an egg- 
shaped container may not be successfully asserted, upon plaintiffs’ brief 
and limited commercial use, even though it be confined to silicune. 

They urge that since July, 1949, their sales have been in excess of 
$60,000.; the exact amount and a breakdown by months is not given, but 
it is stated that most of the sales were made within two very recent 
months—September and October, 1950. With their sales spread through- 
out forty states of the country, Puerto Rico, Honolulu and British Colum- 
bia, as well as through other countries, it is not probable that the egg- 
shaped container became so associated with plaintiffs’ product that the 
sight of it brought to the mind plaintiffs’ “Silly Putty.” 

Plaintiffs have failed to prove that their product and the plastic egg 
container in which it is sold has acquired a secondary meaning. Swanson 
Mfg. Co. v. Feinberg-Henry Mfg. Co., (C.A. 2), 147 F. 2d 500, 503; 
Lucian Lelong, Inc. v. Lander Co., (C.A. 2) 164 F. 2d 395, 397 [88 TMR 
57]; Lewis v. Vendome Bags, (C.A. 2), 108 F. 2d 16, 18 [80 TMR 217]. 

Plaintiffs have made no showing of defendants’ inability to respond 
in money damages for any injury it may be found that they have done to 
plaintiffs, nor is there evidence to sustain a finding at this time that they 
are now or before trial, likely to sustain irreparable damage requiring or 
justifying injunctive relief. 

The motion is denied. 


DYNAMIC ELECTRONICS, NEW YORK, INC. v. DYNAMIC 
TELEVISION ASSOCIATES, INC. 


N. Y. S. Ct. N. Y. County—October 19, 1950 


UNFAIR COMPETITION—Basis of Relief—General 

Neither actual nor current damage nor present confusion or deception need be 
shown to entitle plaintiff to equitable relief where there is likelihood of confusion 
flowing from use of similar names. 

“Unfairness” of defendant’s conduct rather than mere existence of “competition” 
is basis for this equitable relief. Such relief may be granted to prevent continuance 
of injurious act already begun and also to protect against prospective injuries. 

UNFAIR COMPETITION—Scope of Relief—Particular Instances 

On facts of record, plaintiff held entitled to injunction restraining defendant 
from using the word “Dynamic” in its corporate name, particularly in absence of 
plausible explanation for adoption of plaintiff’s name by former employee who is 
defendant’s president, and where defendant’s business is substantially the same 
as plaintiff’s. 


Unfair competition suit by Dynamic Electronics, New York, Inc. 
against Dynamic Television Associates, Inc. Judgment for plaintiff grant- 
ing injunction. 
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LEVEY, J.: 


The plaintiff is seeking injunctive relief against the defendant because 
of the use by the defendant of a name similar to one under which plaintiff 
has operated, either through partnership or a corporation, since 1930. 


It developed, during the trial, that the defendant’s president was em- 
ployed by the plaintiff for six or seven Saturdays during 1946, in its 
service department, following which he organized a business of his own 
substantially the same as that of the plaintiff’s, under a firm name in 
which “Dynamic” assumes a very significant place. 


On the other hand, since 1930, by advertising, sales promotion, service 
and public relations, involving the generous disbursement of money,— 
$800,000 in the last five years alone,—the plaintiff has built up a firm 
doing an annual gross of approximately $5,000,000, through the media of 
eleven retail stores. 


Relief is now being sought by the plaintiff because of the probability 
or imminence of injury to it by the defendant as a result of unfair com- 
petition calculated either to impair the value of plaintiff’s trade name or 
to deceive the public. 


Such relief may be granted, not only to prevent the continuance of an 
injurious act already begun but also as a means of protection, for the 
future, against prospective injuries. To merit the concern of the court, 
it is not requisite to show the suffering of any actual or current damage, 
or even to indicate any present confusion or deception. The simple estab- 
lishment of a likelihood that there will be confusion or deception flowing 
from the use of similar names is sufficient. The “unfairness” of the 
defendant’s conduct rather than the mere existence of “competition” con- 
stitutes the basis for the granting of this extraordinary form of equitable 
relief. T. A. Vulcan v. Meyers et al., 139 N. Y. 364; Famous Sea Fobd 
House, Inc. v. Skouras, 272 App. Div. 258 [37 TMR 497]; The John For- 
sythe Co., Inc. v. The Forsythe Shoe Corp., 234 App. Div. 355, modified 
259 N. Y. 248; Columbia Grammer School v. Clawson, 120 Misc. 841; 
2 Callman Law of Unfair Competition and Trade-Marks, chap. 22, parag. 
88.1, pp. 1469 to 1472 inclusive; American Beverage Corp. v. Yellon et al., 
72 N.Y.S.2d 614; Philadelphia Storage Battery Co. v. Mindlin, 296 N.Y.S. 
176; New York World’s Fair 1939, Inc. v. World’s Fair News, Inc., 256 
App. Div. 373; Foster Bros. Mfg. Co. v. Ideal Bedding Co. of Rochester, 
Inc. et al., 244 N.Y.S. 657; Pansy Waist Co., Inc. v. Pansy Dress Co., Inc., 
203 App. Div. 585; Campus Coat Co., Inc. v. Campus Togs, Inc., 177 Misc. 
893 [32 TMR 119]; B. Altman & Co. v. Young Colony, Inc., 36 N.Y.S.2d 
781 [82 TMR 360]. 
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After a careful review of the testimony, and, particularly in the 
absence of any plausible explanation for the adoption of the plaintiff’s 
name by this former employee, the conclusion seems inevitable that the 
defendant’s use of a name, similar to that of the plaintiff’s, in a business 
substantially the same as the plaintiff’s, must lead to such confusion and 
deception as to warrant the exercise and the invoking of the remedy 
prayed for. 


Accordingly, the defendant is enjoined from the use of the word 
“Dynamic” in its corporate name. Settle judgment. 


ANDERSON-PRICHARD OIL CORPORATION v. PERINOL 
PRODUCTS CO., INC. 


Commissioner of Patents—October 30, 1950 


TRADE-MArRKS—Registrability—Concurrent Use 
Since neither of the applications involved was filed under 1946 Act, nor has 
either party amended to bring its application under the 1946 Act, questions of 
concurrent use and of territorial rights held not properly before Commissioner on 
appeal in interference proceedings. 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Asphaltic material used for waterproofing, sealing, damp-proofing and priming, 
in repairing cracked concrete roofs, silos, floors and similar structures, held goods 
of the same descriptive properties as mineral adhesive, waterproofing, surfacing 
material sold in powdered form for use only on masonry materials, under 1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark interference proceeding between Anderson-Prichard Oil 
Corporation and Perinol Products Co., Inc. Perinol Products Co., Inc. 
appeals from Examiner’s decision awarding priority to Anderson-Prichard 
Oil Corporation. Affirmed. 

M. S. Meem, of Washington, D. C., for Anderson-Prichard Oil Cor- 
poration. 


Willis B. Rice, of New York, N. Y., for Perinol Products Co., Inc. 


MURPHY, Assistant Commissioner: 


This is an appeal by Perinol Products’ Co., Inc. from the decision of 
the Examiner of Trade-Mark Interferences awarding priority of the mark 
““Micro-Seal” to Anderson-Prichard Oil Corporation, the junior party. 


The applications herein were filed under the provisions of the Act 
of 1905 and involve identical marks. The junior party applies its mark 
to asphaltic material used for waterproofing, sealing, dampproofing and 
priming, in repairing cracked concrete roofs, silos, floors and similar 
structures. The senior party applies the mark to a mineral adhesive 
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waterproofing surfacing material sold in powdered form for use only 
on masonry materials. 

The Examiner of Trade-Mark Interferences held that the junior party 
had established use of the mark on goods of the character set forth in its 
application long prior to the earliest date of use claimed by the senior 
party. This holding does not appear to be challanged; however, the senior 
party does urge as point No. 1 that it adopted the mark in good faith and 
thereby acquired trade mark rights therein, entitling it to registration 
under the law as amended in 1946. 

Neither of the applications involved herein was filed under the pro- 
visions of the Act of 1946 nor has any action been taken by either party 
in accordance with the Rules of Practice in Trade-Mark Cases to amend 
to recite concurrent use. The question, therefore, of concurrent use is 
not properly before me. 

Appellant’s point No. 2 is that no confusion or mistake or deceit of 
purchasers is likely to result from concurrent use of the same marks be- 
cause of the geographic distribution of the business of the parties. 

The question of territorial rights is not properly before me. It is noted, 
however, that the record establishes sales by both parties in Iowa, and 
sales by the respective parties in states which are adjoining. 

Appellant’s third point is that no confusion of purchasers is likely to 
result from the concurrent use of the same mark because the goods are 
of radically different types and are not substitutable for each other to any 
substantial degree. 

I cannot agree with this contention. It was found by the Examiner of 
Trade-Mark Interferences, and I believe properly so, “that these water- 
proofing materials are closely related goods of the same descriptive 
properties and are such that the use of the same mark thereon, in the 
same markets, unavoidably would lead to confusion or deception of pur- 
chasers.” It is recognized that the products are not identical and that 
their uses are not coextensive, but the fact that there is a substantial over- 
lapping of the field of use is certainly likely to cause confusion among 
purchasers as to the origin of the goods. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 


POLK MILLER PRODUCTS CORPORATION v. MYERS 
Commissioner of Patents—October 31, 1950 


CANCELLATIONS—E vidence—Lack of Confusion 
Fact that petitioner failed to prove that confusion had resulted, while per- 
suasive, held not controlling. 
TRADE-MARKS—Confusing Similarity—General 
In view of identity of the marks, question to be decided is whether there is 
likelihood of confusion as to origin of the goods. 
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TRADE-MARKS—Goods of the Same Class—Particular Instances 
Liquid preparation for the treatment of dandruff held to possess sufficiently 
close descriptive properties to medicinal preparation for internal administration in 
the treatment of dogs, to lead to likelihood of confusion as to origin, under 
1946 Act. 
TRADE-MARKS—Goods of the Same Class—General 
Fact that principal outlet for appellant’s product is drugstores while appellee’s 
goods are now sold principally in barber shops and beauty shops, held of no 
importance in determining question as to likelihood of confusion as to origin, 
since sales policies are subject to change at will. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by Polk Miller Products Corpora- 
tion against Harry H. Myers (Malvina D. Myers, assignee, substituted). 
Petitioner appeals from dismissal of petition for cancellation. Reversed. 


Mason, Fenwick & Lawrence, of Washington, D.C., for Petitioner- 
appellant. 

John F. Brezina, of Chicago, Ill., and Robert I. Dennison, of Washing- 
ton, D. C., for Respondent-appellee. 


KLINGE, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Interferences 
dismissing a petition for cancellation filed by Polk Miller Products Cor- 
poration, the appellant here, against registration No. 273,954, registered 
August 19, 1930, under the Act of 1905, and republished under the Act 
of 1946, for a composite trade-mark “SURE SHOT,” in association with 
a pictorial design, for a topical liquid preparation for the treatment of 
dandruff, owned by Malvina D. Myers, appellee, successor to Harry H. 
Myers, doing business as Sure-Shot Laboratories, Mobile, Alabama. 

Appellant, Polk Miller Products Corporation, is the owner of “SURE 
SHOT” registration No. 226,819, registered April 19, 1927, and duly 
renewed, for a medicinal preparation for internal administration in the 
treatment of dogs. The medicine is in the form of capsules and a liquid 
preparation. 

Both parties took testimony, filed briefs and were represented by 
counsel at the hearing. 

The marks are substantially identical, and it is conceded that appellant 
began using its mark prior to commencement of use of appellee’s mark. 
The sole question at issue in this appeal is, therefore, whether the use 
of the trade-mark “SURE SHOT” by appellee for a preparation for the 
treatment of dandruff is likely to cause confusion in trade. 

Appellee stresses that a very important factor which should be con- 
sidered is that not one single instance of confusion has been proven, or 
has in fact even occurred as regards the respective goods of the parties 
herein. This, of and by itself would, in appellee’s opinion, greatly tend 
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to show that no confusion can possibly result when considering that the 
goods of the respective parties herein are sold in the same territories. 
The Examiner of Interferences gave considerable weight to this argu- 
ment and, while persuasive, I do not think it is controlling in this case. 

The Examiner of Interferences stated in his decision that while the 
product of appellee includes ingredients that are used in medicinal prep- 
arations and directions for the use thereof are given on the label for treat- 
ing certain skin disorders, these are of but minor or secondary importance, 
the primary use of the product and the chief purpose for which it is 
advertised and recommended being for the elimination of dandruff. While 
the product, because of its intended use in relieving a disorder on the 
human head could, in a broad sense, be thought of as a medicinal prepara- 
tion, the examiner nevertheless considered that appellee’s product in a 
more accurate and in a truer sense was obviously more analogous to a 
toilet preparation than to a medicinal preparation in view of the further 
fact that it is commonly associated with toilet goods, and is usually dis- 
pensed by barber shops and beauty parlors. 

Both parties to this proceeding have cited a number of decisions relied 
upon to establish similarity or dissimilarity, as the case may be, in the 
goods of the respective parties to which the marks are applied; that is 
to say, whether the goods are or are not of the same descriptive properties. 
All of the cases cited can be distinguished from the instant case on the 
basis of the facts involved. 

In view of the identity of the two marks, the question to be decided, 
as I see the situation, is whether there is likelihood of confusion as to 
origin, rather than confusion as to the nature of the goods themselves. 
There is no question in my mind that a dandruff remedy may be, and 
ordinarily is, considered medicinal in its intended use and effect to much 
the same extent as is a liquid preparation for alleviating other common 
disorders of the scalp or skin. While the use of appellee’s product as a 
remedy in certain skin disorders may be considered secondary to its use 
as a dandruff remedy, this dual utility in the product tends to emphasize 
its remedial nature as distinguished from its use purely for cosmetic pur- 
poses. As stated in the case of G. H. Packwood Mfg. Company v. The 
Cofax Corporation (C.C.P.A.), 183 F. 2d 196, 86 USPQ 410, 413: 

“Goods of the same descriptive properties, in the ordinary sense, are goods 

or products each of which is like the other; they are all things of the same 

kind. Goods of the same descriptive properties, in the statutory sense, include 

however not only the same kind of things but also things entirely different from 
one another. The distinction is not wholly logical, but purely legal, and the test 

to be applied, as a matter of law, when the question arises is not the likelihood 


of confusion as to the difference in the goods but the likelihood of confusion as 
to the difference in the ownership of two identical marks attached to the goods.” 


The case of The De Pree Company v. Belcano Company, 624 O. G. 975, 
81 USPQ 540, is also of interest in this regard. It is well known that 
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remedies for the relief of dandruff are customarily sold in drug stores, 
which appears to be the principal outlet for appellant’s product, and the 
fact that appellee’s goods are now sold principally in barber shops and 
beauty shops is of no particular importance, since sales policies are 
obviously subject to change at will. 

It is my opinion that the goods of the respective parties do possess 
sufficiently close descriptive properties as to lead to likelihood of con- 
fusion as to origin, and it is therefore my conclusion that the decision 
of the Examiner of Interferences dismissing the petition for cancellation 
should be reversed and that the mark of appellee should be cancelled. 


The decision of the Examiner of Interferences is accordingly reversed. 


GILLETTE SAFETY RAZOR COMPANY v. E. J. WILKINS 
COMPANY 


Commissioner of Patents—October 31, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Valet Kit,” the word “Kit” being disclaimed, used on comb and finger nail file 
sold together in a leather case, held likely to suggest a connection in trade between 
applicant and opposer who owns registered trade-mark “Valet” covering files, under 
1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Gillette Safety Razor Company against E. J. 
Wilkins Company. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


Philip Colman, of Boston, Mass., for opposer. 
Adams & Bush, of Washington, D. C., for applicant. 


MurRPHY, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for 
registration on the principal register of a trade-mark for “a comb and 
finger nail file sold together in a leather case” under the Trade-Mark Act of 
1946. The mark sought to be registered consists of the notation “VALET 
KIT” in which the word “KIT” has been disclaimed apart from the mark 
shown. 

Opposer relies upon its ownership of the following trade-mark regis- 
trations: 

VALET No. 88,449, for razors, blades, knives, files and scissors; 

VALET No. 88,726, for brushes; 

VALET No. 89,082, for strops and soaps; 

VALET plus a representation of a razor blade No. 258,371, for 
razor blades; 
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TRAVKIT No. 356,220, for toilet kits fitted with shaving lotions, 
shaving cream, razors, razor blades and talcum powder ; 

WALLKIT No. 398,927, for razor kits, each of which comprises a 
wall bracket in the form of a receptacle fitted with a razor, razor 
blades, and a stropper. 

Neither party took testimony. 

The decision of the examiner is based largely on the fact that Regis- 
tration No. 88,449 expressly includes files among the articles on which use 
of the trade-mark “VALET” was claimed and that to permit the use 
of the words “VALET KIT” on a container for a nail file and a comb 
might suggest a connection in trade between the applicant and the opposer. 

Applicant argues that opposer has failed to show that this mark 
applies specifically to finger nail files since it is classified in the class of 
Cutlery, machinery and tools; and furthermore that there is no showing 
that the articles covered by this registration were ever sold in a case 
or kit. 

From the nature of the goods listed in connection with registration No. 
88,449 it appears reasonably certain that they all pertain to toilet articles, 
thus the file would be a finger nail file; however, without this presumption, 
a finger nail file is a specific form of file. Files are made in many forms 
and sizes including those small enough to be carried in the pocket, such 
as ignition contact-point files. Thus it is believed that as far as the files 
themselves are concerned, applicant’s files and those covered by opposer’s 
prior registration No. 88,449 are goods of the same general character. 
This being the case, it remains to be determined whether or not the 
association of the goods is such as to distinguish applicant’s goods. 

It does not clearly appear that opposer’s articles placed in the kits 
bearing the marks TRAVKIT and/or WALLKIT bear the “VALET” 
mark, thus the marks TRAVKIT and WALLKIT are not considered par- 
ticularly pertinent. It, however, has been held that containers on the one 
hand, and the component articles normally housed in such containers on 
the other hand are merchandise of the same descriptive properties. (Elgin 
American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. 2d 681, 29 USPQ 539. 
Therefore the examiner correctly held that the use of the words “VALET 
KIT” on a container for a nail file and comb, would be apt to suggest a 
connection in trade between applicant and opposer. 

Applicant has introduced a number of prior registrations in an 
attempt to narrow the scope of coverage of the mark “VALET.” Opposer 
has objected to the inclusion of this material in the record. Since the 
conclusion reached in this case was reached independently of the regis- 
trations cited by applicant, it is not necessary to make any ruling with 
respect to them. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 





TRADE-MARK REPORTER 


AMERICAN TEXTILE COMPANY, INC. v. REVELATION BRA 
CORPORATION 


Commissioner of Patents—November 8, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Brassieres and bandeaux held goods of the same descriptive properties as lace 
piece goods, under 1905 Act. 
OPppPposITIONS—Likelihood of Confusion—General 
Whether or not applicant knew of the existence of opposer’s lace sold under its 
trade-mark “Goddess” prior to time of institution of opposition is of no importance 
to a finding of likelihood of confusion as to origin of goods of the same descriptive 
character. 
OPPOSITIONS—I ssues—General 
Sole question presented on appeal to Commissioner herein is whether or not the 
goods of the parties possess the same descriptive properties; and question as to 
balance of convenience is immaterial. 
INTERFERENCES—/ssues—General 
In interference proceedings between identical marks, used on goods of the same 
descriptive properties, right to registration is determined by priority. 


Appeal from Examiner of Interferences. 


Trade-mark opposition and interference proceedings between Ameri- 
can Textile Company, Inc. and Revelation Bra Corporation. Revelation 
Bra Corporation appeals from decision sustaining notice of opposition 
and awarding priority to American Textile Company, Inc. Affirmed. 


Barlow & Barlow, of Providence, R. I., for American Textile Company, 
Inc. 

Dike, Calver & Porter, of Boston, Mass., for Revelation Bra Corpora- 
tion. 


KLINGE, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition brought by the American Textile 
Company, Inc., the appellee here, to oppose the registration of the trade- 
mark “Goddess” to Revelation Bra Corporation used on brassieres and 
bandeaux. The opposer uses the same trade-mark “Goddess” on lace 
piece goods, for which it has filed application to register the mark. Both 
applications were filed under the Trade-Mark Act of 1905. 


An interference was subsequently declared between the parties. By 
agreement the opposition and interference have been consolidated with 
one record and one brief and the issues in both proceedings will be decided 
in this opinion. 

Revelation Bra Corporation (appellant here) hereinafter referred to 
as Revelation, concedes that the American Textile Company, Inc., here- 
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inafter referred to as American, adopted and used the trade-mark “God- 
dess” on lace piece goods prior to the adoption and use of the same mark 
by Revelation on brassieres and bandeaux. The issue here presented 
therefore is whether or not the goods in connection with which the marks 
are used possess the same descriptive properties as to be likely to cause 
confusion or mistake in the minds of the public. 

From the evidence presented in the record of this case, the Examiner 
of Interferences was of the opinion that purchasers familiar with “God- 
dess” lace might reasonably suppose that lace brassieres sold under the 
identical mark either originated with the opposer or were made from lace 
of its manufacture and that, therefore, the goods here involved clearly 
possess the same descriptive properties within the meaning of the statute, 
citing: Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., 34 C.C.P.A. 1043, 
161 F. 2d 226 [87 TMR 461]; Rice-Stix Dry Goods Company v. Industrial 
Undergarment Corporation, 33 C.C.P.A. 813, 152 F. 2d 1011; Rogers 
Peet Co. v. B. F. Goodrich Co., 31 C.C.P.A. 1191, 143 F. 2d 880 [84 TMR 
244]; Sexton Mfg. Co. v. Goodall Worsted Co., 17 C.C.P.A. 1196, 40 F. 2d 
1017 [20 TMR 328]; and Kushner & Gillman, Inc. v. Mayflower Worsted 
Company, 56 App. D.C. 165, 11 F. 2d 462. 

The record shows that American sold its lace as piece goods to gar- 
ment manufacturers who, by agreement with American, attached tags 
bearing the notation “Goddess” to each of its garments. It appears fur- 
ther, although not conclusively, that “Goddess” lace was used on brassieres. 
On the other hand, Revelation sold its goods to jobbers and retail stores 
for sale to the ultimate consumer as finished products in the form of 
brassieres. There is evidence of extensive advertising of the goods by 
Revelation in trade magazines and periodicals such as popular magazines 
and newspapers. American advertised mostly in trade magazines. 

Revelation lays considerable stress on the fact that the respective 
methods of doing business, that is, the type of business houses dealt with 
and the type of advertising employed, are different. It is also argued that 
“Goddess” lace has not been used in brassieres and that what lace Revela- 
tion has used is used in a relatively small proportion of its brassieres and 
then only in relatively small quantity as trimming or edging. 

While American’s lace was actually sold directly to cutters or garment 
manufacturers, it would seem reasonable to assume that American’s lace, 
as piece goods, could as well be sold through the same channels of trade 
as those of Revelation to persons desiring to make their own garments 
and that such an extension in trade practice would be an entirely reason- 
able one: The El Dorado Refining Company v. Standard Oil Company of 
New Jersey, 496 0.G. 1125, 39 USPQ 288; The American Rolling Mill 
Company v. Republic Steel Corporation, 575 O.G. 575, 65 USPQ 440; 
Annie M. Malone v. Horowitz, 17 C.C.P.A. 1252, 41 F. 2d 414 [20 TMR 
462]. Department stores commonly sell both lace and brassieres or 
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bandeaux to the same customers and it is altogether possible and highly 
probable, in my opinion, that under such circumstances confusion as to 
origin of both types of goods would be likely to arise in the mind of the 
average purchaser. | 

Testimony in the record shows that it is quite common to use lace on 
brassieres and the fact that Revelation has used but relatively small 
amounts of lace on those of its bras which were trimmed with lace does 
not convince me that likelihood of confusion would not arise. In the case 
of In re Defender Mfg. Co., Inc., 58 App. D.C. 234, 26 F. 2d 1012, the 
court approved the holding of the Commissioner of Patents to the effect 
that well known articles made “in part at least” of cotton fabric possess 
the same descriptive properties as cotton cloth piece goods where the 
marks were, as here, substantially identical. Moreover, the use of minor 
amounts, or the use of no lace at all, in women’s underthings, is a matter 
of judgment dictated by the whims of the trade from time to time. The 
same would be true with regard to the use of American’s lace by Revela- 
tion. 

Whether or not Revelation knew the existence of American’s “Goddess” 
lace up to the time of the institution of the present proceedings is of no 
importance to a finding of likelihood of confusion as to the origin of 
goods of the same descriptive character. De Voe Snuff Co. v. Wolff, 206 
F. 420. The undisputed fact of the matter is that American adopted and 
used the trade-mark “Goddess” on lace piece goods prior to adoption of 
the same mark by Revelation on its goods. In view of the identity of the 
marks and the likelihood of confusion arising from their use on the goods 
of the respective parties, for the reasons indicated above, it is my con- 
clusion that the decision of the Examiner of Interferences sustaining the 
opposition should be affirmed. 

In the eleventh of the seventeen reasons for appeal Revelation states 
that “‘the examiner erred in failing to give weight to the inestimable 
damage and hardship his decision sustaining the opposition does to the 
Applicant’s [Revelation] business whose principal trade-mark is ‘GOD- 
DESS’ as contrasted with the trivial and infinitesimal possibility of injury 
to Opposer’s [American] business, in which ‘GODDESS’ is one of many 
trade-marks used on its lace, and which has been used very little.” Suffice 
it to say in this regard that the function of the Commissioner of Patents 
in administering the trade-mark Act is administrative in character and 
the question presented in this appeal is solely whether or not the goods 
of the respective parties are goods of the same descriptive properties. 
I think that they are. 

Coming now to the matter of the interference the examiner held that 
the junior party (American) is entitled to registration for which it has 
made application and that the senior party (Revelation) is not entitled 
to the registration for which it has made application. In view of the 
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identity of the two trade-marks and the fact that American is concededly 
the prior user and, further, in view of the conclusion reached above in 
the opposition proceedings, the decision of the Examiner of Interferences 
in the interference is also affirmed. 


GENERAL MOTORS CORPORATION v. DELCO RUBBER 
CORPORATION 


Commissioner of Patents—November 10, 1950 


OPppPposiITIONS—Pleading and Practice—Class of Goods 

It is well settled that the broad description of the goods contained in the 
application, rather than specific products which applicant sells, is controlling in an 
opposition proceeding. 

TRADE-MARKS—Goods of the Same Class—Particular Instances 

Use of the same mark on rubber and synthetic rubber goods, including sheets 
in rolls and rubber separators in sheet form for storage batteries, rubber and 
rubberized fabric belts, rubber floor mats, running-board mats and flat sheet 
diaphragms of synthetic rubber coated fabric, held likely to cause confusion as 
to the origin of the goods, under 1946 Act. 

OppPposITIONS—Likelihood of Confusion—General 

Goods of the parties do not have to be alike, i.e. identical in the ordinary sense 
in order to give rise to likelihood of confusion where marks are identical. 

Fact that no witness testified that there was or would be confusion, held not 
determinative of question of likelihood of confusion where the goods are similar 
and the marks are identical. 

Whether or not opposer is entitled to exclusive use of his mark as a trade-mark 
is immaterial to the question of applicant’s right to registration, and therefore, 
third party registrations of opposer’s mark for a wide variety of goods are not 
considered. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by General Motors Corporation against Delco 
Rubber Corporation. Applicant appeals from decision sustaining notice 
of opposition. Affirmed. 


Davis, Lindsey, Hibben & Noyes, of Chicago, IIll., for opposer. 
Charles R. Fay, of Worcester, Mass., for applicant. 


KLINGE, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition of General Motors Corporation to the application 
of Delco Rubber Corporation for registration of a trade-mark on the 
Principal Register under the Trade-Mark Act of 1946. Both parties took 
testimony and filed briefs. 

The mark sought to be registered by applicant consists of the notation 
“DELCO PRODUCTS” reproduced on the application drawing in white 
letters on a black background of fanciful design. Applicant’s mark is 
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concededly similar to, or identical with, opposer’s mark “DELCO.” Appli- 
cant, however, denies that its rubber and synthetic rubber goods, in 
connection with which registration is sought, are either identical with or 
even similar to, any of the large variety of goods to which opposer applies 
its mark. 


The opposition is based on the allegation that opposer, General Motors 
Corporation, is the owner of the names “DELCO” and “DELCO PROD- 
UCTS” used as the dominant and distinctive word or words in the names 
of a number of its corporate divisions, and also used in connection with 
their extensive manufacture, sale and advertising of a wide and extensive 
line of goods including rubber separators in sheet form for storage bat- 
teries, rubber and rubberized fabric belts, rubber floor mats, rubber 
running board mats and flat sheet diaphragms of synthetic rubber coated 
fabric, among a variety of other articles, long prior to any use claimed 
by the applicant. 


The issue here presented is, therefore, whether or not the trade-mark 
“DELCO” when applied to the goods of the applicant would be likely to 
cause confusion or mistake or to deceive purchasers. This question was 
answered in the affirmative by the Examiner of Trade-Mark Interferences 
in his decision sustaining the opposition. 


Applicant has established that it sells its rubber or synthetic rubber 
sheets in large rolls directly to factories or jobbers who in turn sell to 
processors, but not to the general public. These rolls when shipped are 
inclosed in paper wrappings to which applicant’s mark is directly applied 
so that the public never sees the mark “DELCO” in the finished product 
on which the goods are used. Applicant contends that its goods are not 
adapted to the uses to which opposer applies its rubber and imitation 
leather goods in the automotive trade. However, it was pointed out below, 
and quite correctly, that applicant’s application contains no restrictions 
whatever either as to the class of purchasers to whom its goods are sold, 
the purposes for which they are used or the fields of trade to which they 
appertain, the description of the goods being broad enough to include 
rubber sheets of the character sold by opposer. In this connection it 
appears to be well settled that the broad description of the goods con- 
tained in the application, rather than the specific product which applicant 
sells, is controlling in an opposition proceeding. Eastman Kodak Company 
v. Faraday Electric Corporation, 613 O.G. 1098, 78 USPQ 132, middle 
of page 133, column 2. Moreover, applicant’s present trade practices may 
be changed at will, both with respect to its customers and the type of 
rubber sheeting it produces. The El Dorado Refining Company v. Stand- 
ard Oil Company of New Jersey, 496 O.G. 1125, 39 USPQ 288; The Amer- 
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ican Rolling Mill Company v. Republic Steel Corporation, 575 O.G. 575, 
65 USPQ 440. 


The examiner considers the description of goods as stated in the 
application broad enough to include rubber sheets of the character sold 
by the opposer in the form of opposer’s battery separator plates repre- 
sented by Exhibit 4. It is obvious to me that opposer’s battery separator 
plate is a rubber sheet in the broad sense in which this term is used to 
describe applicant’s goods in the application for registration, there being 
no restriction on that definition which limits it to the rolls which applicant 
describes in its testimony. 


Even though applicant’s mark is now attached to the wrapper for the 
goods, rather than the goods itself, this fact is not controlling here since 
the mark may be attached to the goods directly at any time applicant may 
see fit so to do. 


A careful consideration of all the facts presented convinces me that 
the trade-mark “DELCO” when applied to the goods of the applicant 
would be likely to cause confusion as to the origin of the goods. The goods 
of the respective parties do not have to be alike, that is identical in the 
ordinary sense, in order to give rise to likelihood of confusion, where as 
here, the marks are identical. G. H. Packwood Mfg. Company v. The 
Cofax Corporation (C.C.P.A.), 183 F. 2d 196, 86 USPQ 410. Likewise, 
I find no merit in applicant’s contention that no one of the many wit- 
nesses ever stated that there was or would be confusion, since this fact 
is not determinative of the question of likelihood of confusion arising 
where the goods are of a similar nature and the marks are identical. 
Norris Incorporated v. Charms Company, 27 C.C.P.A. 1174, 111 F. 2d 479 
[80 TMR 349]; Speed Products Co., Inc. v. Tinnerman Products, Inc., 83 
USPQ 490, p. 492. 


Finally, applicant calls attention to a number of trade-mark registra- 
tions containing the name “DELCO” for a wide variety of goods, differing 
in their characteristics from the goods of either of the parties to this 
action. It is considered that the examiner was correct in his holding that 
since the opposer is here the prior user as between the parties, it is im- 
material to the question of the applicant’s right of registration whether or 
not the opposer is entitled to the exclusive use of the notation “DELCO” 
as a trade-mark. Traub Manufacturing Co. v. R. Harris & Co., 19 C.C. 
P.A. 704, 53 F. 2d 416 [21 TMR 629]; National Biscuit Co. v. Joseph W. 
Sheridan, 18 C.C.P.A. 720, 44 F. 2d 987 [21 TMR 27]. 


The decision of the Examiner of Interferences is affirmed. 
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SMITH, KLINE & FRENCH LABORATORIES v. STUART-CHASE CO. 
Commissioner of Patents—November 10, 1950 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Distrex Inhalator,” the word “Inhalator” being disclaimed, used on medicinal 
preparation for treatment of hay-fever, head-colds, etc., and “Dextrettes’” used on 
medicinal composition for treatment of obesity, circulatory and digestive disturb- 
ances, held not likely to cause confusion or mistake or deception of purchasers 
when used concurrently, under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Smith, Kline & French Laboratories against 
Stuart-Chase Co. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Busser & Harding, of Philadelphia, Pa., for opposer. 
Pennie, Edmonds, Morton & Barrows, of New York, N. Y., for appli- 
cant. 


MURPHY, Assistant Commissioner: 


This is an appeal from the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition to an application for 
registration of the words “DISTREX INHALATOR,” INHALATOR be- 
ing disclaimed, as a trade-mark for a medicinal preparation for the treat- 
ment of hay fever, head colds, etc. on the Principal Register under the 
Trade-Mark Act of 1946. Opposer relies upon its trade-mark “DEX- 
TRETTES” for a medicinal composition for the treatment of obesity, 
circulatory and digestive disturbances, registration No. 287,294, Sep- 
tember 15, 1931. 

The examiner has held that the notations “DISTREX” and “DEX- 
TRETTES” contain substantial features of dissimilarity in both appear- 
ance and sound; and that the goods of the parties are designed for use 
in treating unrelated complaints. Thus he concluded that these differences 
are cumulative in their effect, and are sufficient to obviate any reasonable 
likelihood of confusion, mistake, or deception of purchasers. 

In the recent decision of the Court of Customs and Patent Appeals, 
United Drug Company, etc. v. The Mercirex Company, 638 O.G. 639, 182 
F. 2d 222, 86 USPQ 112, it was held that “MERCIREX” for medicated 
cream and ointment was registrable over such marks as “REX,” “REX- 
ALL,” “ALCO-REX,” “FUNGI-REX,” “REX-SOLVINE,” etc. for various 
medicinal, pharmaceutical, and toilet preparations. In the decision, the 
Court stated [40 TMR 534] “There are specific differences between the 
goods of the parties, as well as certain pronounced differences between 
their contested marks.” 
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In a more recent decision of Commissioner Marzall, F. Jacobsen & 
Sons, Inc. v. Jaybern Fabrics, Inc., 87 USPQ 114, involving an application 
for registration of the mark “JAYBERN” for piece goods of wool, cotton, 
rayon, etc. which was opposed on the ground of prior registration of the 
mark “JAYSON” for men’s shirts, pajamas, etc. and women’s clothing, it 
was held that the two marks were distinctively different and were applied 
on specifically different goods. 


In view of the authorities cited and under the circumstances noted, it 
is not believed that confusion or mistake or the deception of purchasers 
would be likely to result if the two marks in question were concurrently 
used on the goods of the respective parties. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 


McKESSON & ROBBINS, INCORPORATED v. FISCHER 
INDUSTRIES, INC. 


Commissioner of Patents—November 17, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Abbolene” held confusingly similar to “Albolene,” under 1946 Act. 
OPPOSITIONS—Pleading and Practice—General 
Statement in brief, on appeal to Commissioner, that opposer owns various 
registrations, held not proper matter for consideration at this time since it should 
have been introduced in evidence during the time for taking testimony. 
TRADE-MARKS—Goods of Different Classes—Particular Instances 
Synthetic detergent for glass, chrome, automobile bodies, woodwork, painted 
and highly lacquered surfaces, and for general cleaning, held not likely to be 
confused as to origin with baby powder and products of petroleum used as a 
medicinal agent and as a cleansing cream, though sold under confusingly similar 
marks. 
OPppPposiITIONS—Likelihood of Confusion—General 
In determining question as to likelihood of confusion, the character of the 
goods and mode of distribution are factors to be considered, under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by McKesson & Robbins, Incorporated against 
Fischer Industries, Inc. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


H. C. Dieserud, of New York, N. Y., for opposer. 
J. Warren Kinney, of Cincinnati, Ohio, for applicant. 


MURPHY, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of McKesson & Robbins, Incor- 
porated, to the registration, under the Trade-Mark Act of 1946, of the 
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word “ABBOLENE” as applied to a “synthetic detergent for glass, 
chrome, automobile bodies, woodwork, painted and highly lacquered sur- 
faces” and for general cleaning. 

The opposer is the owner of the registrations No. 56,690 and No. 
412,392 both for the mark “ALBOLENE?” as applied to baby powder and 
to products of petroleum as a medicinal agent for internal and external 
use, and as a cleansing cream. 

According to the stipulated testimony, the opposer has sold in large 
quantities over a long period of years, a so-called solid type of petroleum 
product which is in the nature of a thick, firm cream, for use as an 
ointment and as a skin cleansing cream particularly useful in removing 
make-up. 

Opposer’s products are sold through retail and wholesale drug outlets, 
department stores, syndicate or variety stores and general stores. 


The marks of the two parties are not identical but are confusingly 
similar. No issue is raised on that point; the principal matter for con- 
sideration being whether or not the goods of the respective parties are 
so related that confusion in trade as to origin of the goods would be 
likely to result from the concurrent use of the two marks. 


Applicant’s product is a flake-like material which is added to water 
and used as a cleaning agent as set forth above. It is sold in 5, 8, 25 
and 125 pound containers through garage, paint, hardware and automobile 
accessory stores, through jobbers in the wholesale, hardware and janitor- 
ial trade, by resident agents, salesmen, by mail, and in the Cincinnati 
area it is sold directly from the factory on mail and telephone orders. 


It is alleged in the brief of the opposer that it owns registrations 
covering soaps and detergents for household use; but it is not alleged 
that they are sold under the trade name of ALBOLENE. This, however, 
is not proper matter for consideration at this time; it should have been 
introduced in evidence at the time provided for taking testimony. 


It seems to me that the examiner was correct in holding “that the 
opposer’s petroleum product, while it has cleaning properties, is not a 
cleaning preparation in the generally accepted meaning of that term, but 
rather is more in the nature of a cosmetic and/or medicinal preparation.” 

It does not appear that opposer’s product is used as a skin cleaner to 
the exclusion of soap or other cleansing agents; in fact from the label on 
opposer’s Exhibit D it would appear that it is used as a supplement to 
soap, for it states: 


“It is especially useful in removing make-up and for lubricating the skin 
after washing with soap.” 


The two products are different in physical characteristics, mode of 
use and function, and as far as the record shows are sold in different 
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channels of trade. Thus it would seem that the present case presents a 
similar situation to that in The White Company v. Vita-Var Corporation, 
182 F. 2d 217, 86 USPQ 84 in which the Court of Customs and Patent 
Appeals held that “HYDROLITE” as applied to casein wall paints was 
registrable over the same mark for a waterproofing compound for con- 
crete, plaster, and stucco. 

It is realized that that case arose under the 1905 Act which was con- 
cerned with “goods of the same descriptive properties.” This language 
does not appear in the 1946 Act; however the character of the goods, 
mode of distribution, etc. are still factors to be considered in determining 
the likelihood of confusion. 

After a careful consideration of the entire record and the numerous 
authorities cited, I am of the opinion that the examiner reached the 
correct conclusion, and therefore his decision should be affirmed. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 


THE B. F. GOODRICH COMPANY v. POWELL & CAMPBELL, INC. 
Commissioner of Patents—November 22, 1950 


OpposITIONS—Pleading and Practice—Priority 

Notice of opposition dismissed for failure to plead use prior to applicant’s use, 
where application, under 1946 Act, claimed use from 1905 and opposer alleged 
use “for many years,” reciting registration issued in 1921. 

Fact that opposer established use prior to filing date of application involved, 
held immaterial since priority of use is not in issue because of opposer’s failure 
to include allegation in notice of opposition. 

TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 

“Shoe King,” the word “Shoe” being disclaimed, held not merely descriptive 
of footwear, under 1946 Act. 

Fact that opposer had used the word “King” in its own marks, held not to 
establish that opposer had recognized the capacity of the term to denote origin. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The B. F. Goodrich Company against Powell 
& Campbell, Inc. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Harold S. Meyer, of Akron, Ohio, for opposer. 

Beekman Aitken, of New York, N. Y., for applicant. 


FEDERICO, Examiner in Chief: 


Opposer, The B. F. Goodrich Company, appeals from the decision of 
the Examiner of Interferences dismissing its opposition to the application 
for registration by Powell & Campbell, Inc., of the words “SHOE KING” 
as a trade-mark for “boots, shoes, slippers, sandals and rubbers made of 
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leather, rubber, canvas and fabric, and combinations thereof, for men, 
women, children, infants, and babies.” The generic name “shoe” is dis- 
claimed in the application. 


The notice of opposition states, in the first ground for opposition, that 
the opposer and its predecessors in business “have adopted and used for 
many years a number of trade-marks embodying the word KING for 
boots, shoes, and rubbers made of rubber, canvas and fabric and combina- 
tions thereof, for men, women and children.” Eight marks so adopted 
and used are recited, and, with respect to one of them, trade-mark regis- 
tration No. 147,332, registered October 11, 1921, and renewed, for the 
trade-mark KATTLE KING, for rubber boots and shoes, is also asserted. 
The mark sought to be registered by the applicant is stated to be confus- 
ingly similar to the marks used by the opposer, and its registration would 
give rise to confusion and mistake in the minds of the public. 


The second ground of opposition is that the word “King” is merely a 
laudatory expression devoid of trade-mark significance as applied to foot- 
wear and that the combination “SHOE KING,” shoe disclaimed, is there- 
fore not registrable. It is alleged that a variety of compound trade-marks 
including the word “King” have been adopted and used for footwear by a 
number of different manufacturers in addition to opposer, and nine such 
marks of seven different manufacturers are recited. 


On motion by the applicant, the opposition was dismissed as to the 
first ground by the Examiner of Interferences as being fatally defective 
because of the failure of the opposer to set up a claim of priority of use, 
citing Cosmetics, Inc. v. Coty, Inc., 606 O.G. 536, 76 USPQ 8. 


Only the opposer took any testimony. 


The Examiner of Interferences in his decision after final hearing 
repeated his conclusion as to the first ground of opposition, and further 
held that the applicant was not obliged to take any testimony as to its 
dates of use since opposer had not alleged prior use, and also dismissed 
the opposition as to the second ground. 


With respect to the dismissal of the opposition on the first ground, the 
opposer urges that the notice of opposition contains the allegation that it 
has adopted and uses a number of trade-marks “for many years” and 
that, since the application involved was filed less than one year prior to 
the date of the notice of opposition, and opposer’s registration which was 
pleaded was registered in 1921, it is beyond dispute that the notice of 
opposition alleges use by the opposer prior to applicant’s filing date. It is 
accepted that the notice of opposition does plead, and opposer has also 
established, use prior to the filing date of the application involved, but this 
is not the same as pleading use prior to applicant’s use. It should be noted 
that the application of the applicant asserts first use of the mark in 1905, 
so that the dates asserted in the notice of opposition cannot be taken as 
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pleading prior use. Hence the decision of the Examiner of Interferences 
on this point must be affirmed. 


Opposer cites North Star Woolen Company v. L. W. Guild Company, 
Inc., 53 O.G. 779, 59 USPQ 66, as holding that an applicant who submits 
no testimony or proofs is restricted to the filing date of his application 
for his first date of use; however, in that case the opposer had pleaded use 
prior to the applicant’s use, in the notice opposition, and placed the 
matter in issue. In this case priority of use is simply not in issue and 
opposer’s proven dates of use, not being earlier than applicant’s claimed 
date of use, cannot be, assumed to be earlier than applicant’s date of use. 


With respect to the second ground of opposition, the examiner held 
that the opposer by the use of the word “King” in its own marks, had 
recognized the capacity of the term to denote origin, as have also the 
owners of the various registrations asserted by the opposer, and it seems 
clear to the examiner that “King” is equally as capable of performing that 
function as a part of applicant’s mark. This conclusion of the examiner 
does not necessarily follow. The opposer is urging that the word “King” 
by itself and in combination with the word “Shoe,” the name of the 
article, is incapable of any trade-mark significance for footwear. However, 
in the case of the opposer’s trade-marks, the word “King” is associated 
with some other word such as in the marks “Kattle King,” “Guide King,” 
etc., wherein the phrase as a whole may have proper trade-mark sig- 
nificance. The two situations are not necessarily the same. 


With respect to the second ground of opposition, the opposer ignored 
the trade-marks used by others which were recited in the notice of oppo- 
sition, but placed in the record a large number, 42, of registrations to 
others containing the word “King.” Study of the registrations shows that 
nearly half of them are irrelevant to the assertion that the word “King” 
is devoid of trade-mark significance as applied to footwear, being con- 
cerned with other goods, for example, scarfs and mufflers, or use the word 
“King” in combinations having no relevancy to the present situation, 
such as in the name “Kingston.” Of the remaining registrations, the 
majority are expired and the residue represent only about a half dozen 
different marks. No discussion of the registrations and no explanation 
of any theory upon which their use can be based have been given by the 
opposer, aside from the fact that none of the marks of others are asserted 
to be prior to applicant’s use. This is considered insufficient to establish 
opposer’s case that the word “King” has lost any trade-mark significance 
as applied to footwear and that “SHOE KING” is therefore unregistrable. 
The decision of the Examiner of Interferences in dismissing the opposition 
on the second ground is also affirmed because of the failure of the opposer 
to establish the ground. 


The decision of the Examiner of Interferences is affirmed. 
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SEARS, ROEBUCK AND CO. v. BAIRD (2 CASES) 
Commissioner of Patents—November 29, 1950 


TRADE-MARKS—Goods of the Same Class—Particular Instances 
Refrigerated locker units and electric, kerosene and gas home refrigerators held 
too closely related for the same or confusingly similar marks to be used on each. 
TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
The word “Cold,” used in connection with refrigerators, held descriptive and in 
common use as a part of trade-marks for refrigerators and similar goods. 
TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Coldblast” held not confusingly similar to “Coldspot,” used on similar goods, 
under 1946 Act. 
CANCELLATIONS—Basis of Relief—General 
Petitioner for cancellation held not entitled to urge abandonment and non-use 
as a ground for cancellation where the marks involved are held not confusingly 
similar. 


Appeals from Examiner of Interferences. 


Trade-mark opposition and cancellation proceedings by Sears, Roebuck 
and Co. against William McKinley Baird. 

Sears, Roebuck and Co. appeals from dismissals of notice of opposition 
and petition for cancellation. Affirmed. 


Frank H. Marks and S. J. Collons, of Chicago, IIll., and Ivan P. Tashof, 


of Washington, D.C., for Sears, Roebuck and Co. 
McKnight & Comstock, of Chicago, Ill., for Baird. 


FEDERICO, Examiner in Chief: 


These are two proceedings brought by Sears, Roebuck & Co.; one is a 
cancellation proceeding seeking to cancel Trade-Mark Registration No. 
408,681, registered August 22, 1944, under the Act of March 19, 1920, to 
William McKinley Baird, and the other is an opposition to an application 
for registration filed by William McKinley Baird on July 10, 1947. The 
registration and the application recite the same goods and show sub- 
stantially the same mark and the two proceedings have been and will be 
considered together. The Examiner of Interferences dismissed both pro- 
ceedings, and Sears, Roebuck and Co., hereinafter referred to as peti- 
tioner, appealed. 

The trade-mark registration sought to be cancelled is for the mark 
“COLD BLAST,” stated to be used for “refrigerated locker units” and the 
application opposed is for the registration of “COLD-BLAST,” also stated 
to be used for “refrigerated locker units.” 

The petitioner’s right of action is based upon its prior use of the mark 
“Coldspot,” and three prior registrations for this mark are recited: No. 
274,445, registered August 26, 1930, specifying “electric refrigerators” as 
the goods upon which the mark is used; No. 333,372, registered March 17, 
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1936, specifying “automatic kerosene and gas refrigerators”; and No. 
334,802, registered May 12, 1936, specifying the same goods. Petitioner 
alleges that the goods are of the same descriptive properties and the 
marks of the parties bear such near resemblance as to be likely to cause 
confusion and mistake in the minds of the public. In the cancellation pro- 
ceeding, the petition for cancellation was amended to bring in the further 
ground that the registered mark was never used, or if used, that it has 
been abandoned. 


Petitioner took testimony and defendant only put in evidence certain 
registrations and publications. 


There is no question as to petitioner’s priority, and the main question 
is whether the use of defendant’s mark upon its recited goods is likely 
to cause confusion. 


Defendant urges that there are differences between the goods of the 
respective parties, stating that petitioner sells home refrigerators and 
freezers to consumers at a low price, whereas his refrigerator locker 
units are “an assembled small locker plant, sold to owners of retail stores 
and apartments” at a much higher price (defendant’s brief, page 6), 
citing petitioner’s Exhibit 1 for the nature of his goods. While the dif- 
ferences in the goods and in the respective manner of merchandising are 
appreciated nevertheless it is believed that the respective goods of the 


parties are too closely related for the same or confusingly similar marks 
to be used on each. 


The examiner held that the respective marks ‘“Coldspot” and ‘“Cold- 
blast” are not confusingly similar on the ground that the only common 
part of the marks is the word “cold” which as applied to refrigeration is 
descriptive and will be so considered by the purchasing public, and that 
the other part of the marks, “spot” and “blast” are dissimilar in sound, 
appearance, and suggestive meaning. 


I am in agreement with this holding of the examiner. That the word 
“cold” used in connection with refrigerators is descriptive can hardly be 
questioned, and this is shown by the advertisements of refrigerators of 
ten other manufacturers which feature the word “cold,” introduced by 
the defendant. Defendant has also introduced a number of trade-mark 
registrations to show the common use of “cold” as a part of trade-marks 
for refrigerators and similar goods. “Spot” and “blast” are not similar 
in sound or appearance and, while petitioner has attempted to show some 
similarity in meaning by pointing to a definition of “blast” as “a forcible 
stream of air or other gas from an orifice” and then referring to a “spot- 
like opening,” I think this similarity is too remote to be of any significance. 


Both parties cite a number of decisions involving the question of 
similarity of pairs of marks having a common descriptive part and which 
differ in another part. Goodall-Sanford, Inc. v. Rutger Fabrics Corp., 605 
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O.G. 726, 75 USPQ 277, holding ‘‘Kooltone” not confusingly similar to 
“Koolerized,” and Miles Laboratories, Inc. v. Foley & Company, 32 C.C. 
P.A. 714, 144 F. 2d 888 [384 TMR 335], holding “Vitamiles” not confus- 
ingly similar to ‘“Vitabuild,” cited by the examiner, are considered par- 
ticularly in point. The recent decision of the Court of Customs and Patent 
Appeals in B. W. Harris Manufacturing Co., Inc. v. Werber Sportswear 
Co., 183 F. 2d 105, 86 USPQ 408, 409, is also apropos. In this case the 
Court affirmed the Commissioner of Patents in holding “Zeroland” and 
“Zero King” for winter clothing not to be confusingly similar, stating: 


“It is difficult for us to see how the word ‘zero’ could be appropriated for 
exclusive use by any applicant with respect to clothing designed to be used in 
cold weather. Moreover, there is a distinct difference in sound, spelling, appear- 
ance, and meaning of the words ‘land’ and ‘king.’ 

“Considering the marks as a whole, since the only similarity between them 
resides in the word ‘zero,’ we are of opinion that the clear difference in the last 
portion thereof, hereinbefore noted, renders the entire marks so dissimilar that 
likelihood of confusion will not arise in their concurrent use by the parties.” 


With respect to the question of nonuse and abandonment raised in the 
cancellation proceeding, the examiner held that petitioner had not over- 
come defendant’s prima facie case. He also held that since the marks 
involved are not confusingly similar, petitioner could not urge abandon- 
ment and nonuse by defendant, citing Vick Chemical Co. v. Thomas Ker- 
foot & Co., Ltd., 23 C.C.P.A. 752, 80 F. 2d 73 [26 TMR 29], wherein the 
Court, having found the marks involved not confusingly similar, held that 
the petitioner for cancellation could not urge as a ground for cancellation 
that the registrant no longer used the mark. The examiner’s holding that 
petitioner has not overcome defendant’s prima facie case, with respect to 
abandonment and nonuse, is vacated but the holding that this ground can- 
not be raised is affirmed on the authority of the decision cited. Petitioner 
cites The Seven-Up Company v. Mission Dry Corp., 86 USPQ 263 (Comr. 
Pat.), but that case is not considered relevant to the situation presented 
here. In the cited case the examiner had found that the marks involved 
were confusingly similar; the Commissioner on appeal held that the 
registered mark had been abandoned and in view of this holding he indi- 
cated that it was not necessary for him to consider the question of 
confusing similarity of the marks. 


The decision of the Examiner of Interferences dismissing the notice 
of opposition and the petition for cancellation is affirmed. 
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EX PARTE SIGHTMASTER CORP. 
Commissioner of Patents—October 31, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
“Sightmirror”’ held merely descriptive of mirrors having semi-transparent 
reflecting surface primarily designed for use as screens with television receivers, 
under 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Sightmaster Corp. Appli- 
cant appeals from refusal of registration, under 1946 Act. Affirmed. 


Benjamin Sweedler, of New York, N. Y., for applicant. 
KLINGE, Examiner in Chief: 


This is an appeal from the refusal of the Examiner of Trade-Marks 
to register “Sightmirror” for “mirrors having a semi-transparent reflect- 
ing surface primarily designed for use as screens with television re- 
ceivers.”” The sole issue presented on this appeal is whether the notation 
“Sightmirror” is merely descriptive of the goods. 

It is the applicant’s position that the notation “Sightmirror” indicates 
the origin of the goods bearing the trade-mark, and that it is therefore 
not merely descriptive, the notation “Sightmirror” being a coined, fanci- 
ful term which is not descriptive of any characteristic or function of 
mirrors, primarily designed for use as screens with television receivers. 

The examiner does not contend that the notation is incapable of de- 
noting origin, but he is of the opinion that the mark is merely descriptive 
of the goods, and therefore not a distinctive mark of origin. The examiner 
bases his conclusion on the fact that the term “sight” is defined in Web- 
ster’s New International Dictionary as “that which is seen,” is, as the 
examiner says, “merely a substantive name of the goods.” 

The composite term “Sightmirror” by the very nature of its component 
words “sight” and “mirror” means to me nothing more than a mirror in 
which something can or is to be seen. The word “sight” denotes princi- 
pally the function of a mirror, the latter being an object in which some- 
thing is seen or, in this specific instance, a mirror in or through which 
something is seen. When given their natural and usual meanings these 
words combined as they appear in applicant’s mark are considered 
descriptive. 

The decisions relied upon by applicant have been considered, but it 
seems to me that those cited by the examiner are more nearly determina- 
tive of the issue here presented and in view thereof I am of the opinion 
that the conclusion reached by the examiner is the correct one and that 
it should be sustained. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE PHILADELPHIA TEXTILE FINISHERS, INC. 
Commissioner of Patents—October 31, 1950 


TRADE-MARKS—Goods of the Same Class—Particular Instances 
Fire-resistant cotton fabrics held closely related to shade cloth made of pyroxy- 
lin coated fabrics and to textile fabrics of various kinds, under 1946 Act. 


TRADE-MARKS—Confusing Similarity—Particular Instances 
Representation of four marching guardsmen, encircled by heavy oval band 
bearing the words “Flame Foil Guardsmen,” held confusingly similar to “Guards- 
man” and to pictorial representation of a man in medieval garb holding a down 
turned sword in his right hand and an upraised flag in his left, followed by the 
word “Guard,” used on similar goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Philadelphia Textile 
Finishers, Inc. Applicant appeals from refusal of registration, on Princi- 
pal Register, under 1946 Act. Affirmed. 


Caesar and Rivise, of Philadelphia, Pa., for applicant. 
MURPHY, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of a trade-mark for “Fire-resistant Cotton Fabrics,” upon the Princi- 
pal Register under the Trade-Mark Act of 1946. The mark sought to be 
registered consists of a representation of four marching guardsmen en- 
circled by a heavy oval band bearing the words “FLAME FOIL GUARDS- 
MEN.” 


Registration was refused in view of registration No. 320,470, January 
1, 1935 for “Shade cloth made of pyroxylin coated fabrics’ which con- 
sisted of a pictorial representation of a man in medieval garb holding a 
down turned sword in his right hand and an upraised flag in his left, 
followed by the word “GUARD”; and registration No. 343,189, February 
9, 1937 of “GUARDSMAN?” for textile fabrics of various kinds. 


Appellant urges that his fire-resistant goods are not closely related to 
those of the prior registrations. 


While it may be admitted for purposes of argument that the physical 
properties of combustibility of pyroxylin coated shade cloth and appli- 
cant’s flame-resistant cotton fabric are vastly different, there is nothing 
to indicate that this difference would be readily apparent as by inspection. 
So far as the record shows the two classes of goods may look very 
similar. The same is also true of the textile fabrics covered by registra- 
tion 343,189 which probably more closely resemble applicant’s goods than 
the shade cloth. 
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It is asserted that applicant’s goods are used largely in the manu- 
facture of tenting purchased by the United States Government and are 
therefore not purchased by the same class of people as the goods covered 
by the prior registrations. There is no evidence of record to establish the 
class of purchasers; however, neither the statement of the class of goods 
nor the specimens submitted with the application limit the goods to tent 
materials, thus it would appear that at least some of applicant’s goods 
are such as would be of interest to the general public. 


I believe the conclusion, that applicant’s goods and those of the prior 
registrants are closely related, is inescapable. 


The next consideration is whether or not applicant’s mark so resembles 
the registered marks as to be likely when applied to applicant’s goods to 
cause conflict, mistake, or to deceive purchasers. 


Here again, I believe the Examiner has reached the correct conclusion. 
It is true that neither of the prior registrations shows the exact mark used 
by applicant nor that they together show all of the features of applicant’s 
mark; but this is not necessary. 


The pictorial representation of guardsmen along with the word 
“GUARDSMEN?” form the dominant feature of applicant’s mark. Despite 
the pictorial representation and the difference in arrangement between 
applicant’s mark and that of registration 343,189, I am convinced that 
confusion would be likely between the two when applied to goods so 
closely related. 


The same is true also with respect to registration No. 320,472. The 
Examiner has called the figure in this mark a guard, whereas applicant 
asserts that it is not a guard, but a representation of Columbus taking 
possession of the New World. More than likely applicant is correct in 
his conclusion, however I do not see that it makes any particular differ- 
ence. A casual inspection of the mark showing the figure and the word 
“GUARD” would lead one to believe that the figure was on guard over 
something and thus could convey an impression much the same as would 
be conveyed by applicant’s mark. It is only by close inspection that the 
observer would be apt to conclude that the figure was that of Columbus, 
and even so, Columbus’ act of taking possession of the New World is in 
a sense acting as a guard in taking possession of the land in the name 
of the country whose flag he carried. 


The decision of the trade-mark examiner is affirmed. 
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EX PARTE HELENA RUBINSTEIN, INC. 
Commissioner of Patents—November 10, 1950 


TRADE-MARKS—Goods of the Same Class—Particular Instances 
Combination of four lipsticks sold as a unit, held goods of the same class and 
to possess the same descriptive properties as ordinary lipstick, under 1946 Act. 
TRADE-MARKS—Dominant Feature—Particular Instances 
The word “Forecast,” regardless of spelling and despite applicant’s disclaimer, 
held the dominant portion of opposer’s mark “Bright Forecast” and applicant’s 
mark “Lipstick Four-Cast,” the words “Lipstick” and “Four” being disclaimed. 
TRADE-MARKS—Confusing Similarity—General 
It is well settled that in determining question of confusing similarity, the marks 
should be considered as a whole, in spite of disclaimers. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Lipstick Four-Cast,” the words “Lipstick” and “Four” being disclaimed, held 
confusingly similar to “Bright Forecast,” used on similar goods, under 1946 Act. 
TRADE-MARKS—Registrability—General 
When mark is not considered registrable by Examiner of Trade-Marks because 
of its confusing similarity to previously registered mark, statute forbids its regis- 
tration, and there is no authority for publication for purpose of affording prior 
registrant opportunity to oppose. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Helena Rubinstein, Inc. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 


Richardson, David & Nordon, of New York, N. Y., for applicant. 
KLINGE, Examiner in Chief: 


This is an appeal from the final refusal of the examiner to register 
the trade-mark “lipstick four-cast’”’ for use on goods originally defined as 
“lipstick,” but later amended to read “combination of four lipsticks, sold 
as a unit.” The examiner’s refusal to register is based on the registration 
“BRIGHT FORECAST,” of Revlon Products Corporation, registration 
No. 412,362, registered March 6, 1945, for “nail enamel, lipstick and 
face powder.” 


The sole question presented in this appeal, as stated by the examiner, 
is whether the two marks are confusingly similar when used on virtually 
identical goods. Applicant contends that in the present case neither the 
respective marks nor the respective goods are identical. 

Considering first the matter of the goods to which the respective 
marks are applied, it may be true that they are not precisely identical in 
physical form, applicant’s article being illustrated as a holder containing 
four lipsticks, each having a differently colored case, whereas the mark, 
“BRIGHT FORECAST” is apparently applied to the ordinary lipstick. 
However, this difference is merely one of physical form and not a differ- 
ence in kind. Sprague, Warner & Co. v. Christie & Hoover, 449 O.G. 761, 
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22 USPQ 414. Even though applicant’s goods may be a unique specialty, 
the fact remains that the goods belong to the same class of merchandise, 
are sold to the same customers through the same channels of trade, are 
used for the same identical purpose as a cosmetic, and it is my conclusion 
that they possess the same descriptive properties, even though they are 
not precisely identical. 

Since the goods of the respective parties are considered to possess the 
same descriptive properties, the sole question remaining then is, whether 
the marks, although not identical, are sufficiently similar to lead to the 
possibility of confusion in trade. The examiner was of the opinion that 
the dominant portion of each of the marks is in the unique portion “Fore- 
cast,” regardless of spelling and despite the disclaimer filed by the appli- 
cant, and that the marks have such over-all similarity that concurrent 
use thereof would cause confusion or mistake, bearing in mind the fact 
that the purchasing public knows nothing of the disclaimer. It seems 
to be well enough settled that the marks should be considered as a whole 
in spite of applicant’s disclaimer of the descriptive words “lipstick” and 
“four”: The Apex Electrical Mfg. Co. v. Landers, Frary & Clark, 17 
C.C.P.A. 1184, 41 F. 2d 99 [20 TMR 321]; Addressograph-Multigraph 
Corp. v. Elliott Addressing Machine Co., 1934 C.D. 16, 20 USPQ 230. 

Even considering the marks as a whole, applicant contends that the 
trade-mark “BRIGHT FORECAST” has a very definite and generally 
accepted meaning and connotation, viz., a favorable prediction of the 
future, and that no such meaning, connotation, or inference attaches to 
applicant’s trade-mark “lipstick four-cast” as applied to its particular 
product. However, to me, the notation “BRIGHT FORECAST” is purely 
fanciful and conveys no special, or suggestive meaning as applied to a 
lipstick. It is my opinion that the two marks, considered as a whole, are 
too nearly alike in sound, particularly with regard to the dominant portion 
thereof, to warrant registration of applicant’s mark. 

Applicant, in its brief states the one basic question for decision in this 
case to be, whether it is entitled to “publication” of its mark or, in other 
words, is applicant’s mark registrable in the absence of opposition. On this 
point it is urged in applicant’s behalf that inasmuch as third parties 
owning trade-marks are able to protect their own interest, the Patent 
Office in doubtful ex parte cases should give applicant the benefit of the 
doubt and pass the mark to publication. It may be stated here that the 
applicant by its application does not seek mere “publication” of its mark, 
but seeks registration thereof. 

I know of no authority for the publication of a mark for the purpose 
of affording a prior registrant the opportunity to oppose the same when 
the mark is not considered registrable. 

The decision of the Examiner of Trade-Marks is affirmed. 








TRADE-MARK REPORTER 


EX PARTE GILL 






Commissioner of Patents—November 17, 1950 










SERVICE MARKS—Registrability—Use in Commerce 
On facts of record, applicant held to have failed to establish use of service mark 
in interstate commerce since its automobile painting is done entirely in the State 








of Pennsylvania. 

Fact that plaintiff’s services relating to painting of automobiles were adver- 
tised in newspapers having an interstate circulation, held not to establish that 
applicant’s services were rendered in interstate commerce. 

Fact that applicant in Pennsylvania has painted cars bearing New Jersey tags, 
held not to establish that applicant was engaged in interstate commerce. 









TRADE-MARK ACT OF 1946—Registrability—General 
It is appropriate for Patent Office to call upon applicant for evidence as to 
how statutory requirements are complied with and to determine compliance, as a 
matter of fact, from the showing made rather than to rely solely on averments 


contained in the application. 







Appeal from Examiner of Trade-Marks. 


Trade-mark application by Car] Gill. Applicant appeals from refusal 
of registration of service mark, under 1946 Act. Affirmed. 







William Steell Jackson & Son, of Philadelphia, Pa., for applicant. 






MurRPHY, Assistant Commissioner: 





This is an appeal from the refusal of the Examiner of Trade-Marks to 
register on the Principal Register under the Trade-Mark Act of 1946 the 
mark “ZURI” as a service mark relating to the painting of automobiles. 
The refusal is based on the ground that applicant’s services are not 
performed “in commerce” within the meaning of the Act. 









The examiner requested the applicant “to advise how his services are 
rendered in interstate commerce as required by the Statute.” In response 
to this request, applicant’s attorney stated that applicant’s establishment 
was located close to the border between Pennsylvania and New Jersey 
and not far from the border between Pennsylvania and New York; that 
applicant had done work on cars having foreign license plates which are 
transported there from foreign locations for the purpose of and in con- 
nection with the performing of applicant’s services; that applicant has 
advertised in the neighboring State of New Jersey; that applicant’s 
establishment is close to U. S. motor route 1, which is the main north and 
south highway of the eastern states; that applicant is in direct competi- 
tion with similar establishments located even nearer to or on the state 
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line and that his activities in taking business from such other establish- 
ments affect interstate commerce. 


The particular question raised in this case is whether or not applicant 
is engaged in commerce which may lawfully be regulated by Congress. 
As may be expected, there are a large number of decisions involving the 
regulatory powers of the Federal government in various activities. How- 
ever, no case directly in point has been called to my attention. Applicant 
points to the case of Morris v. McComb, 332 U.S. 422, as holding that 
automobile painters are engaged in interstate commerce. The facts in 
that case show that the trucking company by which the workmen were 
employed, was engaged in a trucking business of which about 4 per cent 
was interstate trucking, and that their maintenance men did mechanical 
work on the trucks which involved the safety of operation of the trucks 
and for that reason they were engaged in interstate commerce. No con- 
tention was made in that case as to painters, washers, etc. Except to 
the extent that they were also doing work defined as that of “mechanics” 
in ex parte No. MC-2, 28 MCC 125, 133 in which it was held that service 
employees, such as painters, etc. who did no work affecting the safety 
of operation of the vehicles, were not subject to the same jurisdiction as 
mechanics. However, be that it may, that case is different from the 
present case in that it does not appear that applicant herein was engaged 
in the trucking business; but that he was merely an independent con- 
tractor servicing such motor vehicles as were brought to him for that 
purpose. 


The fact that applicant’s services were advertised in newspapers hav- 
ing an interstate circulation does not establish that applicant’s services 
were rendered in interstate commerce. Nor does the fact that applicant 
has painted cars bearing New Jersey tags establish that applicant was 
engaged in interstate commerce, as it does not appear that he called for 
the cars and delivered them. 

Applicant urges that the instant case presents a stronger showing of 
interstate commerce than did Ex parte Tyler, 68 USPQ 113, which in- 
volved a trade-mark for a “hot-dog”’ sandwich. The question of interstate 
commerce in that case was involved solely on the basis of the legal con- 
clusion, as set forth in the application oath, which customarily follows a 
set form, that the applicant was engaged in interstate commerce. 


In my opinion, it is appropriate for the Patent Office to call on an 
applicant for evidence as to how the requirements of the statute for 
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registration are complied with, and to determine compliance, as a matter 
of fact, from the showing made rather than to rely solely on the aver- 
ments of the application oath as was done in the Tyler case. 

It does not seem to me that applicant has established that he is in 
fact engaged in interstate commerce since the painting is done entirely 
and exclusively in the State of Pennsylvania as far as the record shows. 

It is urged that Congress intended, in the 1946 Act, to extend the 
privilege of registration to those services which merely affect interstate 
commerce, even though the services are performed only at one fixed 
places. 

As interpretation of the Act in this respect hardly seems necessary 
in the present case as the extent to which applicant’s business affects 
interstate commerce has not been set forth. Certainly if only a few cars 
from other states had been painted, interstate commerce would not be 
affected to any substantial degree. There is scarcely a service or trans- 
action today which does not, at least in some remote way, affect interstate 
commerce, yet it could not be successfully urged that the Federal power 
to regulate extends to every commercial transaction. 

It does seem to me, however, from the language of the Act that a 
service must be actively rendered in interstate commerce in order to be 
registrable, in contrast with one which merely affects interstate commerce. 
That this was the intent of Congress is indicated by the fact that it was 
stated during the Senate hearings on the bill that it was intended to 
apply to commerce among the severa! states and to foreign commerce 
and not to local matters that affect or hamper interstate commerce. 
(Hearings before the Committee cn Patents, Vol. VII, p. 1383, HR 82, 
Nov. 15 and 16, 1944). 

The decision of the examiner is affirmed. 


EX PARTE THE RELIANCE GAUGE COLUMN COMPANY 


Commissioner of Patents—November 21, 1950 


APPEALS—Scope of Review—General 
Question of proper classification of goods in an application for registration held 
not subject to appeal to Commissioner, under 1946 Act, but reviewable by Com- 
missioner on petition. 
TRADE-MARKS—E ffect of Registration—Classification 
Refusal of registration under particular class would not tend to limit any 
statutory rights of applicant. 
TRADE-MARKS—Class of Goods—General 


It is important that uniformity be observed in the matter of classification and 
existing lines should not be disregarded in the absence of some compelling reason. 


Boiler water column indicators with or without alarms and boiler water gages 
and gage cocks held not to fall in Class 34, heating, lighting and ventilating 
apparatus. 
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“Heating apparatus” held to include boilers and may even comprehend boilers 
with the usual fittings attached thereto but not the fittings per se. 
TRADE-MARKS—Registrability—General 


Section 46(b) of 1946 Act specifically provides that marks registered under 
previous Acts may also be registered under 1946 Act. 


Registration under 1946 Act held properly refused where the same mark was 
previously registered under the same Act and applicant attempted to combine 
certain goods listed in prior registrations under a new class in which they have 
not been shown to belong. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by The Reliance Gauge 
Column Company. Applicant appeals from refusal of registration, on 
Principal Register, under 1946 Act. Affirmed. 


Woodling & Krost, of Cleveland, Ohio, for applicant. 


KLINGE, Examiner in Chief: 


This is an appeal from the refusal of the Examiner of Trade-Marks to 
register the mark “Reliance” for goods described in the application as 
“boiler water column indicators with or without alarms, and boiler water 
gages and gage cocks, in Class 34, heating, lighting, and ventilating 
apparatus.” The present application was filed July 26, 1947, for registra- 
tion on the Principal Register under the Act of 1946. 


The appeal presents two questions for consideration: first, the broad 
question of whether a trade-mark for certain specific goods may be classi- 
fied in this Office, under its accepted scheme of classification, in a class 
other than an established appropriate class in which similar goods are 
now classified. As the application now stands, the goods are identified 
with Class 34 by the applicant, as above stated, whereas the examiner has 
held that boiler indicators and gages are proper subject matter for Class 
26, while the gage cocks properly belong in Class 13. 


With his brief applicant submitted a proposed amendment rewriting 
the description of the goods in the statement as follows: 


“boiler water columns and boiler water gage (try) cocks,” 


thus condensing the description of the goods to some extent. 


It does not appear that the question of the proper classification of the 
goods recited in an application for registration is subject to appeal to the 
Commissioner under Section 20 of the Trade-Mark Act of 1946, and Rule 
26.1 of the Rules of Practice in Trade-Mark Cases, but is reviewable by 
the Commissioner on petition under Rule 27.1. However, since this matter 
is involved in another matter to be discussed hereinafter, it will be con- 
sidered with the appeal. 
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With regard to the question of classification, the examiner was of the 
opinion that because applicant’s goods form a portion of a boiler, this 
fact should not be controlling so as to warrant registration of the trade- 
mark in Class 34, which is a proper class for the boiler itself. Applicant 
contends in the brief that the description of the goods as suggested by the 
proposed amendment clearly falls in Class 34, heating, lighting and ven- 
tilating apparatus, and that the refusal to grant this registration in Class 
34 would tend to limit the applicant’s rights under the statute which 
reads: 

“The Commissioner shall establish a classification of goods and services, for 
convenience of Patent Office administration, but not to limit or extend the appli- 
cant’s rights.” 

I am unable to see how the refusal to grant this registration in Class 
34 would tend to limit any right which applicant may have under the 
statute. Nor has the applicant pointed out how any rights he may have 
would be limited in any respect. 


Applicant’s liquid level column and boiler water gage cocks do not, 
in and of themselves, constitute heating apparatus in the sense that the 
term is ordinarily used, but are clearly appliances designed by the appli- 
cant for use as adjuncts to boilers and which obviously are adapted for 
their respective uses in other relations in water systems. Liquid level 
columns are measuring apparatus, while gage cocks are, in a broad sense, 
plumbing and steam-fitting supplies, more aptly the latter in the sense 
that applicant intends that they be used on steam boilers. As shown in 
the exhibits filed in this case, applicant manufactures and sells his goods 
as appurtenances to, or fittings on, steam boilers. They do not properly 
fall in the class of heating apparatus, in my opinion. The term “heating 
apparatus” obviously includes boilers and may even comprehend boilers 
with the usual fittings attached thereto, but not the fittings, per se. Appli- 
cant’s columns anid gage cocks unquestionably add to the effective opera- 
tion of the boiler from the standpoint of the operator, but they are not 
essential to the primary purpose of a boiler, namely, the production of 
heat. The examiner has called attention to several trade-mark registra- 
tions for the notation “Reliance” owned by the applicant here. The 
classification of these several trade-marks in classes 26 and 13 indicates 
to me the correctness of the examiner’s opinion regarding the question 
under discussion. 


It is important that uniformity be observed in the matter of classi- 
fication in this Office. Existing lines should not be disregarded nor should 
they be violated in a particular case in the absence of some compelling 
reason for so doing and no such reason has been shown here. In order 
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that the mark may be registered in Class 34, it must appear with certainty 
that the applicant has used the mark on goods classified in that class. 
Ex parte Clark Stek-O Corporation, 8 USPQ 337, 21 T.M.Rep. 213. 


The second question which this appeal presents is whether the mark 
“Reliance” should be registered by allowance of this case in view of cer- 
tain already existing registrations owned by the applicant for the same 
mark applied to the same goods. Registrations No. 88,025 and No.161,597 
cited by the examiner cannot be considered since the last paragraph of 
section 46(b) of the Trade-Mark Act of 1946 specifically provides that 
marks registered under previous Acts may also be registered under the 
new Act. The other two registrations cited by the examiner were obtained 
under the Act of 1946; Registration No. 504,764 is for “Liquid Level 
Columns, Liquid Level Controls, Liquid Level Safety Alarms, Liquid 
Level Indicators, and Remote Reading Liquid Level Gages in Class 26, 
Measuring and scientific appliances,” and Registration No. 504,578 is for 
“Liquid Gage Valves, Gage Cocks and Floats, in Class 13, Hardware and 
plumbing and steam-fitting supplies.” 


In view of these two prior registrations I am inclined to agree with the 
examiner that the allowance of this application is not justified since in the 
present application applicant would again register its mark by joining 
two specific types of goods recited in the prior registrations, severally, in 
a single class. In other words, applicant would combine certain goods of 
his prior registrations, under the exact same notation, in still another 
class in which they have not been shown to properly belong. 


Applicant, in the brief, states that it would welcome suggestions as to 
the proper description of the goods so that they might properly go in Class 
34. If it were possible to comply with applicant’s request I would gladly 
do so, but I am unable to see how any term could be ascribed to the goods 
under consideration so as to broaden their definition to embrace heating 
apparatus. In Ex parte Corning Glass Works, 169 Ms. D. 2, 69 USPQ 176, 
cited by the examiner and discussed in the brief, the description of the 
goods was objected to as being too broad, so the Commissioner suggested 
that the definition be limited to those articles on which applicant used its 
mark. Here the applicant is seeking to have its mark registered for spe- 
cific goods, but in a class other than the proper classes already established. 
As stated above I believe it would be improper to construe applicant’s 
goods as “heating apparatus,” and I can think of no descriptive term 
which would bring such goods within the definition of Class 34. 


The decision of the Examiner of Trade-Marks is Affirmed. 





TRADE-MARK REPORTER 


EX PARTE F. & V. MANUFACTURING CO., INC. 


Commissioner of Patents—November 22, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
“Flex-Weave,” held descriptive of metal link ornamental bracelets and bracelets 
for wrist watches, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by F. & V. Manufacturing 
Co., Inc. Applicant appeals from refusal of registration under 1905 Act. 
Affirmed. 


Parry & Miller, of Washington, D. C., for applicant. 


FEDERICO, Examiner in Chief: 


The applicant appeals from the refusal of the examiner to register 
the mark “FLEX-WEAVE” for “metal link ornamental bracelets and 
bracelets for wrist watches.” The rejection of the application is based 
upon the contention that the mark is descriptive of the goods to which it 
is appropriated, or, if not descriptive, it is misdescriptive of the goods. 


The word “Flex” used in the mark has an obvious descriptive meaning 
in connection with the goods. “Flex’”’ means “to bend” in its own right, 
and it also appears to be an obvious contraction of “flexible,” and a 
feature of the goods of the applicant stressed in the printed matter on its 
specimens is flexibility. The descriptive nature of “flex” is commented 
on by the Commissioner in Ex parte Thompson Products, Inc., 85 USPQ 
514. 


The principal controversy concerns the word “weave.” Applicant 
argues that its bracelets are of the expensive link type, and are not woven, 
nor have the appearance of being woven. The examiner’s position is 
stated: “While in general the term ‘weave’ may be applied to fabrics, the 
dictionary definition is in terms sufficiently broad and general to include, 
in the examiner’s opinion, interlaced metal strands as well as rush baskets. 
Applicant’s goods may be of a linked variety, but the term ‘weave’ is then 
misdescriptive, for metal mesh bracelets are well known in the trade. It 
seems clear that ‘weave’ applied to a metal mesh bracelet is descriptive.” 
The term “weave,” or “woven,” is applicable to materials other than 
vegetable or animal fibers and is commonly so used. Applicant in its brief 
challenges the examiner’s statement that metal mesh bracelets are well- 
known in the trade, but at the hearing it was merely stated that such 
bracelets are not in style at present. Metal mesh wrist watch bracelets 
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having the appearance of woven bands may be commonly seen in use and 
may be currently purchased. Examples of designs for bracelets which are 
woven or have the appearance of being woven are shown in Design Patent 
142,939, November 20, 1945, and the catalogue of Bennett Brothers, Inc., 
Blue Book, 1937, in the Design Division of this office, see item DJ73 on 
page 41 and item J46 and page 46. 


The decision of the examiner is accordingly affirmed. 


EX PARTE CLAIRMINT CHEMICAL COMPANY, INC. 


Commissioner of Patents—November 28, 1950 


TRADE-MARKS—Goods of the Same Class—General 
In determining question whether goods are of the same class, it is sufficient 
that the ordinary purchaser might conclude that the goods of both parties emanated 
from a single source. 
TRADE-MARKS—Likelihood of Confusion—General 
Likelihood of confusion need not necessarily arise in the purchase of goods 
which possess identical characteristics, but may also arise in connection with such 
other goods as possess different characteristics, having attached thereto a mark 
so nearly resembling a registered or known mark owned and in use by another as 
to deceive purchasers as to origin of the goods. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Tridine” held confusingly similar to ““T-R-I D-Y-N-E” and to “Tridione,” used 
on medicinal preparations, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Clairmint Chemical 
Company, Inc. Applicant appeals from refusal of registration under 1946 
Act. Affirmed. 


Van Deventer & Grier, of New York, N. Y., for applicant. 


KLINGE, Examiner in Chief: 


Applicant appeals from the refusal of the examiner to register a trade- 
mark on the Principal Register under the Trade-Mark Act of July 5, 1946. 
The mark sought to be registered is “Tridine,” applied to “a compound 
in pills, capsules, tablet or liquid form containing iodine for use in the 
treatment and prevention of thyroid diseases, and particularly of endemic 
goiter, and of many other diseases including gastric ulcers, and for 
internal use only, and having no analgesic or sedative properties.” 


The examiner has refused to register the above mark in view of the 
prior registrations No. 257,711, issued to Arthur H. Metcalf, July 18, 
1929, and renewed to Ada A. Metcalf, of the composite trade-mark 
“T-R-I D-Y-N-E,” applied to “ointments for skin diseases”; and No. 405,- 
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297, issued to Abbott Laboratories on January 18, 1944, for the mark 
“TRIDIONE,” applied to an “analgesic.” It was considered that the 
similarity as to sound and appearance of applicant’s mark “‘Tridine” and 
the marks of the registrations, “T-R-I D-Y-N-E” and “TRIDIONE,” as 
applied to medicinal preparations would inevitably result in likelihood of 
mistake and confusion since the similarities of the marks outweigh their 
dissimilarities. 

With regard to the differences in the goods, such specific differences 
as exist were deemed insufficient to preclude the likelihood of confusion, 
since the merchandise constitutes medicinal preparations which are evi- 
dently sold through the same merchandising outlets. The following 
decisions were cited and discussed by the examiner in his statement: 
Wyeth Incorporated v. Mont-O-Mint Sales Corporation, 615 O.G. 819, 79 
USPQ 37; Lehn & Fink Products Corporation v. Wyeth Incorporated, 612 
0.G. 788, 77 USPQ 633; Campbell Products, Inc. v. John Wyeth & Brother, 
Incorporated, 31 C.C.P.A. 1217, 143 F. 2d 977 [34 TMR 248]; and Scher- 
ing Corporation v. Penilin, 611 O.G. 1024, 77 USPQ 474. Another decision 
in point is the case of Thymo Borine Laboratory v. Winthrop Chemical 
Company, Inc., 33 C.C.P.A. 1104, 155 F. 2d 402 [86 TMR 204], wherein 
an antiseptic mouth wash was considered to have the same descriptive 
properties as a thyroid extract preparation for treatment of goiter and 
kindred ailments. In that case both goods were pharmaceutical prepara- 
tions which may be sold in drug stores without prescription and were 
self-administered for their medicinal effect. An antiseptic mouth wash 
may be considered a preparation for local application as are the ointments 
of one of the references cited in this application, while the preparation 
for treatment of goiter is an internal remedy which is also the case with 
the applicant’s goods. 


Applicant argues that there is extreme unlikelihood of any confusion 
in the trade because it is unlikely that any drug store clerk would hand 
out “TRIDIONE,” which is apparently procurable only on prescription, 
in place of applicant’s harmless preparation “Tridine.” It is also urged 
that one going into a drug store to buy pills such as applicant’s product 
would not accept a tube of ointment in place thereof. It is not so important 
that a person intending to buy the goods of the prior registrants might 
accept applicant’s goods in lieu thereof, it being sufficient that the ordi- 
nary purchaser might conclude that the goods of both parties emanate 
from a single source. Sprague, Warner & Co. v. Christie & Hoover, 449 
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O.G. 761, 22 USPQ 414. Likelihood of confusion or mistake in the mind of 
the purchaser need not necessarily arise in the purchase of goods which 
possess identical characteristics, but may also arise in connection with 
such other goods as possess different characteristics having attached 
thereto a mark so nearly resembling a registered or known trade-mark 
owned and in use by another as to deceive purchasers as to the origin of 
the goods. Ex parte Burke & James, Inc., 538 O.G. 749, 53 USPQ 261; 
Rice-Stix Dry Goods Co. v. Industrial Undergarment Corp., 33 C.C.P.A. 
813, 152 F. 2d 1011. 


I am inclined to agree with the examiner that the similarities between 
applicant’s mark and the prior registrations far outweigh their dissimi- 
larities, and in view of the fact that the goods to which they are applied 
are medicinal preparations which are sold through the same channels of 
trade to the same class of purchasers, confusion or mistake would arise in 
the mind of purchasers. McKesson & Robbins, Inc. v. First Texas Chemi- 
cal Mfg. Co., 34 C.C.P.A. 877, 159 F. 2d 770 [87 TMR 160]. 


The decision of the Examiner of Trade-Marks is affirmed. 
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